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  Preface


  When publishing the 1st edition of this book in 2014, we announced what was expected to be the largest change in European patent law since the European Patent Office (EPO) was established – the creation of the Unified Patent Court and the introduction of the European patent with unitary effect (EP-UE). This revolution was significantly delayed.


  As in any good revolutionary tale, there has been no shortage of detractors and challenges, including actions for annulment by Spain and Italy at the Court of Justice of the EU (CJEU), the United Kingdom leaving the EU, and the German Constitutional Court nullifying the German parliament's first attempt of ratifying the UPC Agreement. When the UPC Agreement (hopefully) enters into force on June 1, 2023, slightly more than a decade will have passed since the EU Regulations were adopted in December 2012 and the international treaty was signed in February 2013, key pillars of what is collectively referred to as the "EU Patent Package".


  After overcoming these and other setbacks, it will now be in the hands of the 88 freshly appointed UPC judges (37 legally qualified and 51 technically qualified) to deliver high quality decisions in expedient and fair proceedings. In any case, the decisions will have a significant territorial reach, in principle in the initial 17 UPC Member States. The selection of highly regarded judges from the established national patent courts instils confidence that the UPC will be a success.


  Time will tell to what extent applicants will wish to have unitary effect for their European patents. The relatively high renewal fees in comparison to the combined national renewal fees in the countries of interest may lead to a slow uptake. The lion's share of applicants who traditionally validate in three or four countries (including the United Kingdom, which will not be covered by the unitary effect) may opt for the lower cost and greater flexibility of national validations. Applicants may also avoid the risk of losing their patent in a central attack lodged with the new and still untested UPC. Such trends may persist until the UPC has established itself as a reputable court or, in any case, until it is no longer possible to opt out European patents without unitary effect from the UPC's competence.


  The EU Patent Package brings about many new options and risks, and practitioners will need to be cautious. This is why HOFFMANN EITLE has updated and considerably expanded this practitioner's guide. In addition to the (revised) short summary (Part A) and the detailed guide (Part C) of the 1st edition, we newly include three chapters on strategic considerations for prosecution, opt-out, and litigation (Part B).


  The hands-on approach of this book is intended for practitioners who are interested in going beyond the widely available high-level material but do not wish to spend the time studying detailed legal commentaries or treatises.


   


  Munich, December 2022
Dr. Clemens Tobias Steins, LL.M.
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  Abbreviation Index


  Art./Arts. ― Article/Articles


  Brussels Convention ― refers to the Brussels Convention on jurisdiction and the enforcement of judgments in civil and commercial matters of September 27, 1968


  Brussels Regulation ― refers to the Regulation (EU) No 44/2001 of December 22, 2000, on jurisdiction and the recognition and enforcement of judgments in civil and commercial matters


  Brussels Ia Regulation ― refers to the Regulation (EU) No 1215/2012 of December 12, 2012 on jurisdiction and the recognition and enforcement of judgments in civil and commercial matters (recast), as amended (in particular by Regulation (EU) No 542/2014 of the European Parliament and of the Council of May 15 2014 amending Regulation (EU) No 1215/2012 as regards the rules to be applied with respect to the Unified Patent Court and the Benelux Court of Justice) 


  Center ― refers to the Patent Mediation and Arbitration Center


  CFI ― Court of First Instance


  CJEU ― Court of Justice of the European Union


  DNI ― Declaration of Non-Infringement = Negative Declaratory Action


  EC ― European Community


  ed. ― edition/editor


  Enforcement Directive ― refers to the Directive 2004/48/EC of April 29, 2004, on the enforcement of intellectual property rights


  EP ―European Patent


  EPC ― refers to the European Patent Convention of October 5, 1973 as amended; if an "Art." is cited the reference is directly to the EPC, but if a "Rule" is cited it is to the Implementing Regulations to the Convention on the Grant of European Patents of October 5, 1973, also as amended


  EPO Member State ― refers to the Member States of the European Patent Organisation


  EPO ― depending on the context refers to the European Patent Organisation or its execution body, the European Patent Office


  EPO-PPI ― Protocol on Privileges and Immunities of the European Patent Organisation of October 5,1973


  EP-UE ― European patent with unitary effect


  EP-UE State ― refers to the Participating Member States where at the time of registration of unitary effect the UPC has exclusive jurisdiction with regard to EP-UEs


  EP-UE Regulation or EP-UE Reg. ― refers to the Regulation (EU) No 1257/2012 of December 17, 2012, implementing enhanced cooperation in the area of the creation of unitary patent protection


  EU ― European Union


  EU Member State ― refers to the Member States of the European Union


  EU Patent Package ― refers to the entire package of legislative acts creating the EP-UE and UPC, in particular the UPCA and the EP-UE and Translation Regulations


  EWHC ― England and Wales High Court (Patents Court)


  FCJ ― Federal Court of Justice (Bundesgerichtshof)


  FPC ― German Federal Patent Court (Bundespatentgericht)


  GC ― General Court


  HRC ― Higher Regional Court (if in Germany: Oberlandesgericht)


  Litigation Certificate ― Rules on the European Patent Litigation Certificate and other Appropriate Qualifications Pursuant to Article 48(2) of the Agreement on a Unified Patent Court 


  Lugano Convention ― refers to the Lugano Convention on jurisdiction and the enforcement of judgments in civil and commercial matters of October 30, 2007


  NDA ― Negative Declaratory Action = Declaration of Non-Infringement


  OJ EPO ― Official Journal of the EPO


  OJ EU ― Official Journal of the EU


  p. ― page


  para. ― paragraph


  Paris Convention ― Paris Convention for the Protection of Industrial Property as amended on September 28, 1979


  Participating Member States ― refers to the EU Member States which on the date of requesting the registration of unitary effect participate in the enhanced cooperation to create unitary patent protection


  PCT ― Patent Cooperation Treaty of June 19, 1970


  PPI ― Protocol on Privileges and Immunities of the Unified Patent Court


  Protocol on Provisional Application ― Protocol to the Agreement on a Unified Patent Court on Provisional Application


  Protocol 7 ― Protocol (No 7) on the privileges and immunities of the European Union of October 26, 2012


  RC ― refers to a German Regional Court (Landgericht)


  Rome I Regulation ― refers to the Regulation (EC) No 593/2008 on the law applicable to contractual obligations of June 17, 2008 (Rome I)


  Rome II Regulation ― refers to the Regulation (EC) No 864/2007 on the law applicable to non-contractual obligations of July 11, 2007 (Rome II)


  RoP ― refers to the Rules of Procedure of the UPC, in their final consolidated version of July 25, 2022.


  Sec. ― Section


  SPC ― Supplementary Protection Certificate


  Statute ― refers to the Statute of the UPC, Annex I of the UPCA of February 19, 2013


  TFEU ― Treaty on the Functioning of the European Union of March 25, 1957


  Translation Regulation ― refers to Regulation (EU) No 1260/2012 of December 17, 2012, implementing enhanced cooperation in the area of the creation of unitary patent protection with regard to the applicable translation arrangements


  TRIPS ― World Trade Organization Agreement on Trade-Related Aspects of Intellectual Property Rights of April 15, 1994


  UE Request ― refers to the request for unitary effect to be filed with the EPO


  UKSC ― United Kingdom Supreme Court


  UPC ― Unified Patent Court


  UPCA or UPC Agreement ― refers to the Agreement on a Unified Patent Court of February 19, 2013


  UPC Member State ― refers to the Member States of the UPC which are referred to as Contracting Member States in the UPCA


  UPP Rules ― Rules relating to Unitary Patent Protection, as established by decision SC/D 1/15 of the Select Committee of the Administrative Council of December 15, 2015 and as last amended by decision of the Select Committee of the Administrative Council of March 23, 2022


  UPP Fee Rules ― Rules relating to Fees for Unitary Patent Protection, as established by decision SC/D 2/15 of the Select Committee of the Administrative Council of December 15, 2015


   




   


  PART A: A Brief Introduction to the EU Patent Package


  


   




  I. The EU Patent Package
  
	  
	


  1. In a Nutshell


  "EU Patent Package" is the collective term for the entire legislative reform of the European patent system. The reform comprises two distinct but interrelated constituting elements: (i) an option to register and maintain European patents with unitary, undividable effect in a significant number of EU Member States and (ii) the institution of a supranational civil court for patent litigation.


  The EU Patent Package addresses a long-felt political desire for a more unified European patent system. Since the late 1970s, the European Patent Office (EPO) has examined and granted European patents for its member states. After grant, however, the respective national parts of a European patent have had to be maintained at the national patent offices and enforced or invalidated1 on a country-by-country basis in national courts. Thus, after grant (and opposition), the national parts of a European patent are maintained, enforced and invalidated just like national patents.


  The EU Patent Package unifies this post-grant phase of a European patent, albeit with territorial limitations as explained below. It firstly introduces the option to register and maintain a European patent, upon its grant by the EPO, as a European Patent with Unitary Effect (EP-UE).2 Secondly, it creates the Unified Patent Court (UPC) as a common court of the member states. The UPC will hear certain types of patent actions, such as infringement and revocation actions, not only regarding EP-UEs, but also regarding existing and future European patents without unitary effect, European patent applications and Supplementary Protection Certificates (SPCs). Eventually, after a transitional period, the UPC will replace the national courts in this respect.


  Because of limitations under European Union law, however, this post-grant centralization will not be available for all 39 EPO Member States (nor the extension and validation states) for which a European patent can be granted, but only for the 27 EU Member States. Hence, it will not apply in countries such as the United Kingdom, Switzerland, Norway or Turkey. Moreover, not even all EU Member States are participating from the beginning.


  2. Legislative Acts, Commencements and Territorial Limitations


  As an international organization the Unified Patent Court (UPC) was established on January 19, 2022, when certain provisions of its founding international treaty, the Agreement on a Unified Patent Court (UPCA), and of the initial Statute of the Unified Patent Court entered into provisional application.3 During this first phase, referred to as Provisional Application Period (PAP), the UPC's governing bodies have taken up their respective roles, judges and other staff have been appointed, and further preparatory work has been conducted for the UPC to fully function as a court from its first day of operation.


  The Agreement on a Unified Patent Court (UPCA) is the main basis for the UPC, both as an international organization and as a court. The treaty will enter into full force and effect in its contracting member states (referred to herein as UPC Member States) on the first day of the fourth month after the last of the minimum number of states has deposited its instrument of ratification. This last state will be Germany, which has concluded all necessary preparations for depositing the instrument of ratification. Once the UPC is ready to commence operations, Germany will start the clock for the UPCA to enter into full force and effect.


  At the time of writing, this first day of operation is expected to be on June 1, 2023 and 17 of the 27 EU Member States are expected to be UPC Member States at this time.4 Other countries such as Spain, Poland, Hungary, the Czech Republic and Slovakia are reluctant to become UPC Member States, at least in the first years of the UPC's operations.


  The UPC's Administrative Committee has adopted Rules of Procedure, which entered into effect on September 1, 2022.


  The institutional and financial aspects of the UPC are set out in the Statute of the Unified Patent Court and in a plethora of internal regulations and decisions available on the court's website.5


  The main legislative basis for the EP-UE, on the other hand, are two Regulations, the EP-UE Regulation and the Translation Regulation.6 Regulations are instruments of EU law that are directly applicable in the EU Member States. The EP-UE and Translation Regulations were passed according to a procedure of so-called enhanced cooperation, which allows a sub-group of EU Member States (the so-called Participating Member States) to advance their integration and cooperation within the EU structures if no agreement can be reached between all EU Member States (at the time of writing only Spain and Croatia do not belong to the Participating Member States).


  The EP-UE Regulation and Translation Regulation have been in force in the Participating Member States since 2013, but they will only apply from the date of entry into force of the Agreement on a Unified Patent Court (UPCA) and will only have effect in the states that have ratified the UPCA. After participating in the enhanced cooperation, some countries such as Poland and Hungary reconsidered their position with regard to the EU Patent Package and are currently not expected to ratify the UPCA anytime soon.


  More precisely, while the EP-UE and Translation Regulations are in force in all Participating Member States, an EP-UE will only have unitary effect throughout the territories of the EU Member States which are both Participating Member States at the time of the request for unitary effect and also UPC Member States at the time of registration of the respective EP-UE (referred to herein as EP-UE States). As more countries may become EP-UE States over time, the territorial scope of future newly registered EP-UEs may extend beyond the territories of the initial 17 countries, but not retroactively. Once an EP-UE is registered, its territorial scope remains fixed to the EP-UE States at the time of registration for the lifetime of the patent.


  The administrative aspects of the EP-UE (post-grant) have been tasked to the EPO, which will, inter alia, register EP-UEs and collect renewal fees. The EPO has passed internal rules for its handling of these responsibilities, in particular:


  

    	Rules relating to Unitary Patent Protection (OJ EPO 2022, A41), and


    	Rules relating to Fees for Unitary Patent Protection (OJ EPO 2022, A42).


  


   




  II. The European Patent with Unitary Effect (EP-UE)


  1. How to Obtain an EP-UE


  The EP-UE is an alternative route for maintaining European patents post-grant, which can be chosen by the patentee on a case-by-case basis instead of a traditional national validation in the EP-UE States. An EP-UE is based on a granted European patent. This means the processes of applying for, prosecuting and being granted a European patent at the EPO are not affected. Within one month of publication of the mention of grant, however, the proprietor can request unitary effect for the EP-UE States. Renewal fees for an EP-UE will have to be paid to the EPO. 


  For any other desired country beyond the EP-UE's territorial scope, the proprietor can still validate and maintain the European patent at the respective national patent offices. The EP-UE is therefore not a new type of patent per se but an alternative to the country-by-country validation and payment of renewal fees. The EP-UE supplements but will not replace the traditional system of national validations. 


  For a transitional period, a full translation of the patent will be required to register it as an EP-UE (→ PART A II. 4.2).


  2. The EP-UE as a Unitary Right


  The EP-UE is a "unitary right". Unlike a bundle of nationally validated European patents, EP-UEs will have the same legal fate in all covered EP-UE States. EP-UEs can only be invalidated, limited or allowed to lapse with regard to their entire territorial scope. EP-UEs can also only be assigned as one right, covering its entire territory. However, licenses can be granted for parts of the territory.


  Regarding the law applicable to assignments, licenses, and other aspects of property law, such as the rights of co-owners, the EP-UE Regulation includes only few substantive provisions and complements these by referring to national law as applicable through conflict-of-law rules. According thereto, simply put, the property law of the EP-UE State applies where the applicant had its residence or its (principal) place of business at the filing date of the European patent application. In the absence of such residence or place of business in an EP-UE State, i.e. for the many patents filed by applicants from Asia and the USA, German property law applies.


  3. The EP-UE in the Context of Alternative Options – Pros and Cons


  With national patents and utility models, traditionally validated European patents and EP-UEs, applicants have a broad choice on how to suitably protect their inventions in Europe, and these options are not mutually exclusive. These patent rights can coexist with certain limitations. While it is not possible to register a European patent as an EP-UE and nationally validate the same patent in an EP-UE State, applicants can file a divisional application and, upon grant, register the parent application as an EP-UE and validate the divisional nationally (or vice versa). Applicants must only observe the regular limitations of the EPO regarding divisionals. Moreover, national patent applications or utility models can be filed in addition to an application for a European patent. National laws, however, provide certain double patenting limitations which may limit the value of such additional national rights.


  Whether an EP-UE is attractive for patentees depends on its value and costs compared to the available alternatives.


  One factor determining the value is the territorial scope of the EP-UE, which is considerably larger than that of a common bundle of national validations – most European patents are validated in up to five countries only.


  An EP-UE also simplifies the internal and external administration compared to validating the patent nationally in several states, not only with regard to renewal fees but also in cases of transfers, name changes, etc. The price for this simplification, however, is a loss of flexibility. With a portfolio of nationally validated European patents, a patentee can decide from time to time to reduce the number of countries in which the patent is to be maintained. The EP-UE can only be maintained or allowed to lapse in its entirety.


  A further significant factor for the attractiveness of an EP-UE is its enforceability and risk of invalidation. Unlike nationally validated EPs during the transitional period, EP-UEs cannot be opted out from the competence of the UPC (→ PART A III. 5.2). Only time will tell how significant the risk of a central revocation at the UPC is, compared with the advantage of enforcing the EP-UE over its entire territory. 


  Comparing the costs of a basket of national validations with the corresponding EP-UE route (registration as an EP-UE plus validation in the desired countries which are not EP-UE States), also requires considering various, partially countervailing factors, such as the following:


  

    	the respective validation cost and internal handling costs / agent fees;


    	the translations required;


    	the national renewal fees in the chosen countries, agent fees and internal handling costs;


    	the time until grant and the projected further lifetime of the patent (higher renewal fees are less of a factor if they are paid for fewer years).


  


  As these factors are largely case-specific, generalizing statements are difficult, but one can expect that, for three or fewer EP-UE States, a national validation will likely be the less expensive option. To facilitate cost comparisons for specific scenarios, we provide a cost calculator on our website.7


  4. The Transitional Periods and Measures


  The EU Patent Package provides measures to allow for an easier transition, and to alleviate concerns that were raised against the project. These transitional measures apply during different periods, which are somewhat confusingly all referred to as "transitional period". These transitional measures are explained below and are:


  

    instruments by the EPO to postpone, and thus enable the registration as EP-UE for applications that are about to be granted before the UPCA enters into full force;


    the obligation to provide one translation for the registration of an EP-UE, to transition from the remaining national translation requirements to a future without manual patent translations; and


    the provision of (i) shared jurisdiction and (ii) a right to opt out, which are designed to ease the transition from the national courts' competence to the exclusive competence of the UPC; these, however, only regard existing and future European patent applications, nationally validated European patents, and SPCs based thereon.


  


  The transitional measures (a. above) will be available from January 1, 2023 (→ PART A I. 2) until the UPCA enters into full force and effect, and thus will largely overlap with a period referred to as a sunrise period. The obligation to provide a translation (b. above) applies during the first six years from the UPCA's entering into full force, which may be extended up to a total of twelve years. The shared jurisdiction and right to opt out (c. above) apply during the first seven years from the UPCA entering into full force, and this transitional period may be extended to a total of up to 14 years.


  4.1 Transition into the Registration of the First EP-UEs


  A registration as an EP-UE can only be requested for European patents that have been granted on or after the day on which the UPCA enters into full force and effect.8


  In order to facilitate registrations as EP-UEs for European patent applications that are shortly before grant, the EPO allows applicants:


  

    to request a delay of the decision to grant a European patent, but only if the request is submitted on the same day or before the applicant has approved the text intended for grant (in response to the communication under Rule 71(3) EPC) (→ PART C I. 2.1.4.1); and


    to submit a request for unitary effect in advance (→ PART C I. 2.1.4.2).


  


  An early request for unitary effect pursuant to (b) will take effect only if the mention of grant of the European patent is published on or after the day the UPCA enters into full force; it will not delay the grant, which can only be achieved by measure (a).


   4.2 Transition into a Future Without Patent Translations


  Eventually it will be possible to register EP-UEs without having to provide a translation. A translation of the entire patent is required during the transitional period, however. After six years the EU will regularly assess whether high quality machine translations into all official languages of the EU Member States can replace the translation requirement, and at the latest after twelve years the translation requirement will lapse.


  If the language of the European patent is English, as in about 80% of the cases, the patent can be translated into any other official language of the European Union; if the language is German or French, the translation must be into English. In this regard, "any other official language" includes the languages of those EU Member States which the EP-UE will not cover since they have not become EP-UE States (yet). Hence, a translation into Spanish, Polish or Czech could be used, which would be efficient if such translation is required anyhow for a national validation in Spain, Poland or the Czech Republic.


  The correctness of the translation has no legal relevance; it is for information purposes only. Machine translations are not expressly excluded but, considering the objective of the Translation Regulation to train the EPO's translation machine tool based on the submitted translations, it cannot be excluded that the validity of an EP-UE registration based on a machine translation may later be challenged at the UPC.


   4.3 Transition to the Exclusive Competence of the UPC


  We address these transitional measures below in (→ PART C II. 1.3) in the context of the UPC.


   




  III. The Unified Patent Court (UPC)


  1. The Key Features of the New Court


  The second aspect of the EU Patent Package is the Unified Patent Court (UPC), a newly created international organization and supranational civil court, created by and for the UPC Member States. The UPC takes over from these UPC Member States' courts as to the competence for the most important types of patent actions. Its decisions will generally have legal effect throughout the entire territory of the UPC Member States.


  The UPC will have legally qualified and technical judges. Most legal judges and all technical judges will, at least in the beginning, exercise their duties at the UPC only part-time. The part-time legal judges remain judges at their respective national courts and a significant portion of the technical judges are patent attorneys in private practice and inhouse. Most legal judges hold prominent positions in their national courts and have long-standing experience in patent litigation.


  Proceedings before the UPC are designed to be focussed and thus quick, with a first-instance decision within about a year of the service of the complaint. To achieve fair, efficient, and quick procedures, the judge rapporteur is given an active role in the preparation of the oral hearing to ideally avoid the necessity for a subsequent hearing. Secondly, the Rules of Procedure provide short deadlines for the respective submissions by the parties.


  As a result, in order to present the best possible case to the court, it will be essential to engage sufficiently large and efficiently communicating teams and conduct thorough preparation, not only of the next submission but also of the next two or three steps.


  The Rules of Procedure give the court a broad range of options as to the proceedings, the taking of evidence and the provisional and protective measures which may be awarded. It will be up to the UPC to establish its practice as to how and under which conditions these options are utilized.


  The UPCA also creates new substantive patent law, mostly regarding the restricted uses, i.e. the concepts of direct and indirect infringement, and the exemptions therefrom, that is, defenses such as a prior use right or experimental use.


  2. The Substantive Patent Law


  The newly created substantive patent law is not only applicable to EP-UEs, it also applies to nationally validated European patents and SPCs in the UPC Member States. While it is certain that these provisions will be applied by the UPC, it is an open legal question whether they must also be applied by national courts.9


  The provisions on substantive patent law in the UPCA are not new to most practitioners since they are largely modelled on the provisions of the Community Patent Convention of 1975; the Community Patent Convention never entered into force, but it has been used as a blueprint for many national patent laws in the European Union.


  Moreover, these rules on substantive patent law are not comprehensive since patent disputes can involve numerous aspects of civil law. They are supplemented by other sources of law which are determined by a multi-layered choice-of-law regime.


  While the new rules on substantive patent law are largely identical to the rules in place in the UPC Member States, and the patent courts in the European Union have significantly increased their efforts to harmonize their interpretation in patent law matters in recent years, some uncertainty will remain until the UPC has developed its own practice. To minimize this uncertainty, patent right holders can take some guidance from the decision practice of the UPC judges in their national courts, and then utilize the range of UPC Divisions that a claimant will be able to choose from in most cases.


  There are also instances where the new substantive law will bring about changes, for example with respect to indirect infringement and the so-called Bolar exemption.


  As regards indirect infringement, the UPCA requires that the means which relate to an essential element of the invention be offered and/or supplied in the territory of the patent and for use in the same territory (double territoriality requirement). While the wording of this provision is the same as in the laws of the member states, the UPC refers to the territory of the UPC Member States where the patent has effect. A supply in France for use in Germany would thus constitute an indirect infringement under the UPCA if the patent is in force in both countries but may not be an indirect infringement under French or German law.


  The Bolar exemption is based on an EU directive. Directives impose minimum requirements on the EU Member States. This means, each state has a certain amount of discretion as to how it implements a directive. In several EU Member States the Bolar exemption has been implemented with a broader scope than required in the Directive.


  In such countries, it covers, for example, not only studies and trials for the abbreviated procedure to obtain marketing authorization for a generic medicine, but also studies and trials for an innovative pharmaceutical product. Under the UPCA, the Bolar exemption is reduced to the scope of the Directive itself. It thus would cover generic products only.


  3. Organization of the UPC and the Role of the CJEU


  The UPC has two instances, the Court of First Instance and the Court of Appeal. The Court of Appeal is in Luxembourg, where the Court of Justice of the European Union (CJEU) also has its seat.


  The Court of First Instance is structured in several types of divisions that are distributed throughout the UPC Member States. Initially the following Divisions have been established:
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  Proceedings at the Central Division will be conducted in the language in which the patent in suit has been granted. Local and Regional Divisions will operate generally in the langue of the host state(s) but may also offer proceedings in the (other) languages of EPO (English, German and French).


  In addition to the court, the UPC also provides a Patent Mediation and Arbitration Centre with seats in Ljubljana and Lisbon.


  As the UPC is a court of EU Member States, it must also apply European Union law and must, under certain conditions, refer questions regarding the interpretation of European Union law to the Court of Justice of the European Union (CJEU) for a preliminary ruling.


  4. The UPC's Competence and International Jurisdiction


  As the UPC takes over responsibilities from the courts of the UPC Member States, the UPC Agreement includes provisions on the UPC's (exclusive) competence in relation to the national courts in the UPC Member States. In addition to competence for a matter, the UPC requires international jurisdiction. As a court common to its member states, the UPC is integrated in the established framework for international jurisdiction, which is partly based on EU law, namely the Brussels Ia Regulation, and partly on an international treaty, the Lugano Convention. Under these rules of international jurisdiction, the UPC, like the national courts of its member states, also has jurisdiction regarding activities beyond the UPC's territory under specific conditions. For example, the UPC may accept jurisdiction in an action which relates to the non-infringement of the Spanish part of a European patent if the patentee is domiciled in a UPC Member State.


  The UPC's competence is delimited from the competence of the courts of its member states by two factors, namely the type of patent right and the type of action. This is further complicated by the transitional measures modifying this competence, which are addressed below (→ PART A III. 5).


  As regards the patent rights, the UPC's competence relates to EP-UEs, but also to European patent applications, to any existing and future, nationally validated European patents, and to supplementary protection certificates (SPCs) based on such European patents, with or without unitary effect.


  The types of actions are enumerated in Art. 32 UPCA and include infringement actions, revocation actions and actions for declaration of non-infringement (DNI).


  Subject to the transitional measures, the UPC's competence is exclusive, i.e. the national courts in the UPC Member States will eventually lose any competence with respect to these types of actions relating to those patent rights.


  Actions regarding the entitlement to a European patent application or patent as referred to in Art. 61 EPC are the most prominent example of a common type of patent action that is missing from this list.


  Thus, after the transitional period, the respective competences are allocated to the UPC and the national courts (NCs) as summarized in the below table:
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  The picture is different under the transitional measures, however, which keep the national courts' competences to a significant degree.


  5. Transitional Measures Regarding the UPC's Competence


  The introduction of the UPC is moderated by a transitional period of at least seven (at most 14) years, during which:


  

    plaintiffs can still use the national courts with regard to European patent applications, nationally validated European patents, and SPCs based thereon; and


    patentees can completely remove the UPC's competence, i.e. preserve the status quo for these patent rights by obtaining the registration of a valid opt-out.


  


  During this transitional period, with respect to the lion's share of EPs being litigated, namely those that have been nationally validated, the UPC will have to convince users to initiate proceedings at the UPC. Early experiences of plaintiffs with the new court system will certainly shape the likelihood of the UPC being chosen. This should provide an additional incentive for the UPC to provide efficient proceedings and good quality decisions.


  5.1 Shared Competence During the Transitional Period


  The first transitional measure is the sharing of competences between the UPC and the national courts (NCs). As this does not affect the UPC's competence regarding EP-UEs and SPCs based on an EP-UE, this sharing of competences can be summarized as follows (regarding the main types of actions):
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  Plaintiffs thus have a choice between the UPC and the established national courts for many patent actions relating to European patents without unitary effect.10 Notably, this choice is not only for the patent right holder. Third parties can bring a revocation action or action for declaration of non-infringement at the UPC or a national court.


   5.2 Opt-Out and its Withdrawal


  Applicants and patentees can remove the UPC's competence with respect to their European patent applications, nationally validated European patents and SPC based thereon. This removal is referred to as an "opt-out". The opt-out remains effective for the entire term of the patent and any SPC based thereon unless it is withdrawn. 


  An opt-out can thus affect the sharing of competences between the UPC and the national courts as summarized here (regarding the main types of actions):
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  As shown, opting out is not possible for EP-UEs and SPCs based thereon; for these, the UPC has exclusive competence. If registration as an EP-UE is requested after grant with respect to an opted-out European patent, the opt-out is deemed to be withdrawn. An opt-out and unitary effect cannot coincide. This is the only interrelation between opt-out and unitary effect. For avoidance of doubt, not opting out does not bring unitary effect to a nationally validated EP; the only way to obtain unitary effect for a European patent is by requesting it at the EPO within one month after grant; thus, while the UPC is competent to hear actions relating to existing European patents, the unitary effect is only available for future patents (→ PART A II. 1).


  The opt-out and its withdrawal can be exercised only regarding the "entire" European patent including all SPCs based thereon. The application to opt out must be made "in respect of all of the states for which the European patent has been granted or which have been designated in the application".11 Accordingly, every applicant and proprietor of the European patent, including those owning national parts outside the UPC Member States and even outside the EU, such as the owner of only a Turkish national part, must jointly apply for the opt-out.12 If, at the date of the opt-out application, SPCs have been granted based on the EP, the holders of such SPCs must jointly apply as well. A valid opt-out also extends automatically to any later filed or granted SPCs.


  The terms applicant/proprietor/holder refer to a person "entitled to be registered" under the applicable law in the EPO's European Patent Register or a national patent register, irrespective of this person's actual registration.13


  An opt-out will not be registered by the UPC if an action has been commenced before the UPC regarding the patent, or the underlying application or any SPC granted thereon, irrespective of whether the action is still pending. To avoid a race to the UPC between patentees wishing to opt out and plaintiffs filing a UPC action to block the opt-out, a so-called sunrise period has been created which will start three months before the UPC takes up its operations and actions can be brought. Opt-out applications received by the UPC during this sunrise period will be treated as entered on the register on the date of entry into force of the UPC Agreement.


  The right to apply for an opt-out will end one month before the end of the transitional period, but opt-outs applied for before will retain their effect for the lifetime of the patent and any SPCs granted thereon.


  Conversely, a withdrawal of the opt-out is not possible if, regarding the patent in question, a type of action for which the UPC has competence has been commenced at a national court. This includes actions commenced before the opt-out. Thus, third parties may prevent the withdrawal of an opt-out and thereby avoid being sued before the UPC under the patent. Otherwise, an opt-out may be withdrawn at any time, even after the end of the transitional period, thereby re-establishing the shared or (after the transitional period) exclusive competence of the UPC.


  A valid opt-out will be effective from the date on which it has been registered by the UPC. A registered opt-out thus is not necessarily effective. When a claimant brings a revocation action or an action for declaration of non-infringement at the UPC in relation to an opted-out patent or SPC, and if the defendant objects in time, the UPC will decide in these proceedings whether the opt-out met all requirements, possibly not until the main hearing.


  The UPC moreover provides a procedure for removing from the UPC registry the registration of an opt-out or withdrawal if it was based on an unauthorized application.


  6. Representation before the UPC


  Parties can be represented before the UPC by any attorney-at-law authorized to practice before the courts of any UPC Member State. Alternatively, they can be represented by a European patent attorney, i.e. a European representative entitled to act as such at the EPO, with additional qualification. The UPC sets the requirements for this additional qualification and maintains a list of European patent attorneys entitled to represent parties before the court.


  The authorization to represent parties before the UPC applies to any Division of the first instance of the UPC and the Court of Appeal, regardless of the location of the Division. Of course, the attorney should be sufficiently fluent in the language of the proceedings.


  7. Proceedings before the UPC


   7.1 How to Choose the "Right" UPC Division


  Choosing the "right" division has two aspects. First, the division must have competence to the hear the case and second, if more than one Division has competence, the plaintiff should decide which of them is the "best" in view of the plaintiff's objectives.


   7.1.1 Infringement Actions


  Infringement actions can be predominantly brought at a Local or Regional Division of a host country


  

    where the actual or threatened infringement has occurred or may occur;


    where the defendant has its residence or principal place of business or in the absence of a residence or principal place of business, its place of business; or


    in case of multiple defendants in relation to the same alleged infringement, where at least one defendant meets the requirements of (ii), further provided the other defendant(s) have a commercial relationship with this defendant.


  


  An infringement action can be brought before the Central Division if


  

    the actual or threatened infringement has occurred or may occur in a country which neither hosts a Local nor Regional Division;


    if the defendant has no residence or place of business in any UPC Member State; or


    as an infringement counterclaim if a stand-alone revocation action is already pending at the Central Division.


  


  In practice, this will give plaintiffs a considerable choice to select a division they consider advantageous because infringements often occur in many, if not all countries. If a case hinges on a legal interpretation where a national court has decided in favor of the plaintiff's position, choosing a Local Division in this host country may increase the chances of prevailing in this point at the UPC as well, in particular if in the panel two legally qualified judges are from the host country. Secondly, plaintiffs may prefer divisions with experienced judges as this will increase their chance of a well-reasoned and predictable decision. As a third consideration, plaintiffs may select a division which they expect to be generally patentee-friendly in its judgments and which will conduct the litigation quickly and in a manner which keeps costs low. Fourthly, patentees will generally prefer proceedings in a language they understand.


  7.1.2 Revocation Actions


  If no infringement action is pending between the parties regarding the patent in question, a revocation action must be brought at the Central Division; otherwise, it must be brought as a revocation counterclaim at the Local/Regional Division.


  If an infringement action is filed at a Local/Regional Division while a stand-alone revocation action is pending at the Central Division between the same parties and regarding the same patent, the Local/Regional Division can either stay the infringement proceedings until the revocation action is decided or proceed with the infringement proceedings. The revocation claimant, however, can try to prevent the resulting bifurcation of infringement and revocation by filing a revocation counterclaim in addition to the stand-alone revocation action. In this scenario, the Central Division will stay its proceedings to await the Local/Regional Division's decision as to how to proceed.


  As with any revocation counterclaim, the Local/Regional Division has a choice to either handle infringement and revocation counterclaim in one proceeding, or to bifurcate by referring the revocation counterclaim to the Central Division. With the consent of both parties, the Local/Regional Division could also refer the entire case to the Central Division.


  While bifurcation is a legal requirement under German law, it is generally expected to be an exception in proceedings before the UPC.


   7.1.3 Actions for Declaration of Non-Infringement


  Actions for declaration of non-infringement (DNI) must be brought at the Central Division unless an infringement action is pending at a Local/Regional Division between the same parties and regarding the same patent, in which case the DNI action can only be brought at the same Local/Regional Division (in practice this will be a rare scenario). 


  Conversely, a DNI action at the Central Division does not block a claimant from bringing an infringement action at any competent Local/Regional Division. If the infringement action is commenced within three months of the DNI action, the Central Division must stay the DNI action; otherwise, the presiding judges of the concerned Divisions will consult as to how to proceed. 


  A DNI therefore cannot be used as a means to block the patent right holder from bringing an infringement action at a division of their choice.


   7.2 The Character of Proceedings at the UPC


  Infringement, revocation and DNI proceedings at the UPC will generally be structured in three phases: (i) the written procedure, (ii) the interim procedure and (iii) the oral procedure. During the written procedure the parties will be subjected to a strict and challenging regime of deadlines, leaving only one or two months, at most three months to respond, depending on the specific stage and scenario. Moreover, the proceedings will be "front loaded", i.e. the claimant must set out its case including evidence from the start. Thus, good preparation and thinking ahead will be important.


  After the exchange of briefs, during the so-called interim procedure, the judge-rapporteur will have wide discretion to take any steps and give any orders he deems suitable to prepare the case for the main oral hearing. The judge-rapporteur may order the parties to further elaborate on specific points, to answer questions, to produce evidence and/or to submit specific documents. In a so-called interim conference, which the judge-rapporteur may schedule at their discretion and which may be held by telephone or video conference, the main hearing may be further prepared by identifying the main issues and determining the relevant facts in dispute, further clarifying the parties' positions, requesting the production of further pleadings, documents, experts etc., and holding preparatory discussions with witnesses and experts.


  The judge-rapporteur will also schedule the oral hearing. The oral hearing will be conducted under the control of the presiding judge and is expected to take no longer than one day in most cases. Following the oral hearing, the court will usually issue a decision on the merits.


  The decision on the merits may be appealed within two months of service of the reasoned decision. Appeal proceedings will be structured very much in the same way as the first-instance proceedings.


  Within this framework, the Rules of Procedure leave the judges considerable discretion to conduct the proceedings more or less proactively and in a manner which resembles their national proceedings. Therefore, the constitution of the panel will likely have a considerable influence on the conduct of the proceedings, in particular in the first years of the UPC.




  IV. The Most Important Changes for ...


  The EU Patent Package provides a new alternative for obtaining patent protection in Europe and a new court system to enforce or challenge European patents. It will immediately affect users of the current European patent system in several ways. The following is to provide a brief overview on the users' options under the UPCA and the preparations that should be considered even before it comes into force:


  1. … a Patentee with Existing European Patents


  When the UPCA enters into force, any European patent can be enforced – and invalidated – with effect for all UPC Member States before the UPC, including those which were nationally validated, possibly years ago, and are still in force.


  A patentee can avoid the risk associated with a central revocation action by opting out the application or patent. However, to be effective, such an opt-out will have to be registered before an action has been commenced at the UPC with respect to the patent. Hence, patentees should consider opting out during the sunrise period, i.e. before the UPC becomes operational and actions can be filed.


  The patentee can later withdraw the opt-out if they wish to make use of the UPC, provided that no national proceedings have been commenced regarding the patent.


  2. … an Applicant whose EP Is about to be Granted


  If a European patent is about to be granted, the applicant may consider whether to obtain unitary effect for the 17 states initially accepting European patents with unitary effect for their territory, including Germany, France, Italy, the Benelux countries, Sweden, Denmark, the Baltic states and Portugal, instead of nationally validating the patent in several of these states. For this, a delay of grant until after the UPCA enters into force may have to be requested, which is possible until the day on which the response to the communication under Rule 71(3) EPC is submitted (→ PART C I. 2.1.4.1). It may be combined with an early request for unitary effect, to streamline the communication (→ PART C I. 2.1.4.2).


  When a patent is granted after the UPCA enters into force, the patentee has one month from the date of publication of the mention of grant to request the registration of unitary effect. Because a translation of the entire patent will have to be filed together with the request, applicants for European patents should consider in good time whether unitary effect is desired.


  Applicants for a European patent could moreover consider opting-out the European patent application during the sunrise period since a central revocation action might be filed at the UPC even before grant of the patent.


  3. … a Patentee with an EP to be Enforced


  Upon entry into force of the UPCA, a patentee will have the choice of enforcing its European patent either in national court proceedings or in proceedings before the UPC. If the patentee opted out the patent, it must first withdraw the opt-out before filing an infringement action at the UPC. The prospective defendant can prevent such a withdrawal of the opt-out by filing a national invalidation or DNI action. For this reason, the patentee should consider withdrawing the opt-out before making any contact with the prospective defendant, if they wish to initiate proceedings at the UPC.


  4. … a Competitor Expecting the Assertion of an EP


  The UPC will have jurisdiction and competence to invalidate European patents with effect for all UPC Member States. This will provide an alternative, allowing invalidation of several national parts of a European patent (the national parts in the UPC Member States) in one proceedings even after expiry of the opposition period. Before filing a revocation action, it should be checked whether an opt-out is registered, and if this is the case, whether the opt-out application meets the requirements set forth in the Rules of Procedure.


  If the patent has been opted out, a competitor may consider whether a central enforcement at the UPC would be disadvantageous from its perspective and consider filing a national action to preclude a withdrawal of the opt-out.




  PART B: Strategies under the EU Patent Package


  


   


   




  I. Strategies for Patent Prosecution


  1. Introduction


  The introduction of the Unified Patent Court (UPC) and of the European patent with unitary effect (EP-UE), together with their coexistence alongside nationally validated European patents and the transitional period, introduces options in the European patent landscape and uncertainties related to the early developments. This section addresses whether and how these aspects should be considered during prosecution including filing.


  Over the many years that the UPC has been in planning, the ultimate objective was to establish a new system which provides pan-European patent litigation proceedings in a single court. While the UPC in its current form does not achieve this goal, it does provide for considerable consolidation of European patent litigation and the possibility of expanding to include a good majority of countries in Europe in the future, thus complementing pan-European patent prosecution as is practiced at the EPO.


  On account that the UPC is a court system for post-grant litigation, the UPC does not affect substantive prosecution at either the EPO or at any of the national offices. On the other hand, since the UPC is a new system, there are several uncertainties that will exist until the UPC is more established and has matured over the years, as it gains experience and establishes its own case law.


  A fundamental concept of the UPC is that the proprietor (and exclusive licensee) of an EP-UE or of a nationally validated European patent (unless it has been opted out) can, with a single complaint, sue for infringement in all states that have signed and ratified the UPCA (UPC Member States). And, in turn, the patentee can also lose protection for all UPC Member States if the patent is revoked in invalidity proceedings at the UPC. While the court will include judges who have served or may even still serve in parallel at a national court of a UPC Member State, the UPC is a new court with no established case law and no precedent. Thus, for substantive issues, which are very much defined by case law, such as inventive step, it will be interesting to follow how the UPC will proceed with such a review. Will it lean towards the EPO practice of the problem-solution approach, for example, or will it rather lean towards a more global approach as followed by the German courts, for example? These and similar questions cannot currently be answered. Thus, there will be uncertainty going forward and there will be surprise decisions which will have broad consequences in several countries. As a result, parallel protection may be an attractive possibility for some cases to safeguard against the unknowns of the UPC during these first years of the court.


  Further to the UPC, the newly obtainable EP-UE is aimed at covering several states (referred to herein as EP-UE States) with one single registration of a granted European patent. The national validation of European patents will remain an available choice for users of the European patent system both outside and within the EP-UE States.


  The UPC is conceived as being the court with exclusive competence to hear certain disputes for both nationally validated European patents and EP-UE. However, in the transitional period characterizing the first years of life of the UPC, any disputes with regard to nationally validated European patents may still be brought before the national courts of the UPC Member States. The UPC can even lose its competence entirely if the patentee has opted out of the UPC during the transitional period.


  Accordingly, the European patent landscape is enriched with new options, as well as uncertainties as to how the new options will work in practice. In this section, we address some of the most relevant patent prosecution strategies to consider during the initial years of the UPC, i.e. during the seven-year transitional period which may be extended by up to a further seven years, that could help mitigate risks and seize opportunities.


  2. Parallel Filing Options


  Currently, a PCT application may enter the European regional phase and the national phase at the same time (in countries such as Germany where this route is not closed). Such a strategy is not very common when pursuing the same or similar subject matter due, for example, to restrictions on double patenting since the national patent may lose its effect for that which falls within the scope of the European patent. As explained in (→ PART C I. 7.2.2), however, double patenting restrictions for European patents and parallel German and French patents will be somewhat more relaxed, thus formally allowing for such parallel protection. Similarly, it is possible to file a European patent application and a national application within the priority year.


  This of course opens the door to the obvious advantage of parallel protection. On the one hand, a patentee may pursue protection in one country with a national patent. On the other hand, and in parallel, the patentee can pursue the same or similar subject matter via a European patent, which could have unitary effect or be nationally validated in that country without being opted out. In this way, the patentee would have the freedom to start litigation in a national court based on the national right or via the UPC based on the EP-UE patent. Despite this freedom, one should bear in mind the safeguard for defendants as discussed in (→ PART C I. 7.2); double protection in Germany should be seen mainly as advantageous for protecting a German patent against a central attack, and not as a means to enforce a German patent in parallel to the European patent before the UPC.


  As mentioned, one potential advantage of double protection (perhaps the main advantage, at least for Germany) is that patentees may still rely on a national right in the event that the European patent is centrally invalidated. However, it is somewhat uncertain how strong the remaining national patents could be perceived since it is expected that courts will strive to converge their practice and application of the law. When considering this option, one should also bear in mind the costs involved at a relatively early stage of the procedure, often – especially if the decision has to be taken within the priority year – when it is too early to establish the commercial or strategic relevance of the invention. And, it should also be noted that it may be difficult to gain two separate rights with substantially the same scope since different prior art may be cited, different types of objections raised, as well as different practices followed at the national office and at the EPO.


  Thus, while this new court offers possibly attractive new filing strategies going forward, offering a new depth of possible protection, it is also important to keep in mind a cost effective and pragmatic approach.


  3. Divisional Applications


  A slight variation of the above diversification strategy can also be followed at the EPO without duplicating filings at an early stage. For example, at any time after entry into the European regional phase and as long as the European application is still pending, a divisional application can be filed. While the double patenting issues at the EPO are somewhat different to double patenting requirements between national and European patents, the EPO position on double patenting has traditionally been fairly lenient; in general, the claimed subject matter between a parent and divisional application may overlap but just cannot be identical (→ PART C I. 7.1.2). Thus, with minor variations in the claims, it may be possible to pursue very similar subject matter in both a parent and a divisional application at the EPO. And, in view of the UPC and the possibility of an EP-UE, this has the advantage of allowing substantially parallel protection to be sought for the same jurisdiction when one of the two is opted out.


  For example, once the examining division at the EPO has acknowledged a set of claims as meeting the requirements of the EPC, the EPO will issue a Rule 71(3) EPC communication (intent to grant) with a four-month term for approving the text intended for grant. During this period and up to the day before the publication of grant, the applicant can file a divisional application relying on a set of claims which is very similar to that of the claims already agreed upon by the examining division for the parent application. It would be expected that this divisional application would be reviewed by the same EPO examiner and that the claims for the divisional application would also be acknowledged as being in agreement with the requirements of the EPC relatively quickly. As a result, one of the applications (the parent application) may be registered as an EP-UE so as to be certain of the UPC jurisdiction, and the other application (the divisional application) could be opted out of the UPC and validated in any number of the EPO Member States following the traditional practice.


  By following such an approach, the applicant could obtain parallel protection via the EP-UE, falling under the exclusive jurisdiction of the UPC, and via the nationally validated European patent subject to national courts, both of which cover very similar subject matter and thus very similar protection. Obvious caveats here are costs and whether such an approach may begin to place the EPO in a position to further reconsider its practice on double patenting. Perhaps this approach has a higher likelihood of arriving at patents with similar subject matter, since both can be reasonably expected to be confronted with the same prior art and the same approach by the same examiner.


  When pursuing double protection, it may be wise to maintain the more limited patent of the family (and presumably stronger in terms of validity) under the UPC if the additional limitation would not substantially affect the assessment on infringement.


  4. Other Filing Strategies


  Similarly, in some countries it is possible to also apply for, or branch off, utility models. For example, in Germany, until a German national or European patent has been finally granted or rejected, the applicant can apply at the German Patent and Trademark Office for the registration of a German utility model which benefits from the priority date of that patent and is immediately enforceable. There is no double protection prohibition in Germany for a European patent and a utility model branched off from the corresponding European patent application, and thus double protection in this manner is possible. It is worth bearing in mind, however, that the lifetime of a utility model is ten years against the twenty-year term of a European patent. In such cases of a parallel utility model, the unitary effect may be requested for the European patent, thus falling under the UPC exclusive jurisdiction, while the national utility model would remain under the competence of the national court.


  5. Prosecution Applications


  Regardless of the changes as a result of the UPC and EP-UE, the European Patent Office remains the authority entrusted with granting European patent rights. This is an obvious advantage to users of the system since the present procedures and case law, and consequently the knowledge of the system, remains unchanged. At the same time, the introduction of the EP-UE and of the UPC have a number of implications and unknown factors that are worth considering during prosecution of the application.


  Let us consider the example of national prior rights, i.e. national patent applications that are published after but filed before a European patent application. A national prior right is relevant only for the question of novelty and only for the corresponding state, and thus if the relevant national part of the European patent is rendered invalid as a consequence of a national revocation action or central limitation proceedings at the EPO, the remaining parts of the same European patent are not affected. This would not hold for an EP-UE, however, as the entire patent would be invalidated. This thus represents a risk to consider and should of course be taken into account when deciding on which route of protection to pursue; an EP-UE should not be requested when there is knowledge of a potentially relevant national prior right.


  Furthermore, one should follow the golden rule of making use of multiple independent claims as far as allowed by the EPC, e.g. not only one device and method claim but also possibly pursuing claims for a system and/or inter-related products/devices. In fact, even if there are sufficient remedies against an infringer including the prohibition of directly or indirectly infringing, as well the prohibition of manufacturing, selling, offering, using, etc., the different types of claims may allow more flexibility in choosing which remedy to invoke and, possibly in some cases, which division of the UPC to choose for the proceedings. When considering that formulating such claims or providing basis in the description for their later introduction requires relatively little effort once the main claim has been drafted, it is advisable to adopt a drafting practice where these are included. The applicant may then, e.g. at a later stage of prosecution, consider streamlining prosecution by cancelling claims that may be problematic in order to come to a timely grant, if necessary or desired.


  As the UPC will be developing and evolving quickly during this first stage of its life, it will be important to constantly monitor the developments of the UPC, for example in terms of claim interpretation and approach in assessing validity, so that these can be directly reflected in drafting or during prosecution when making amendments.


  6. The Final Stage of Prosecution: Choosing the Territory


  Once the European patent is granted, a decision needs to be taken as to whether to validate it in selected countries according to the traditional approach or whether to request unitary effect. In addition to the implications for litigation, as discussed in the separate chapters dealing with opt-out and litigation strategies, there are several other points worth considering when making this decision.


  In terms of overall costs, a general rule is that four countries (not including the UK) may be considered as the cut-off between following traditional national validation vs. pursuing an EP-UE with regard to cost effectiveness, though the actual number of countries depends on several factors as also discussed in (→ PART C I. 8).


  It should also be kept in mind that no patent pruning is possible with an EP-UE. The EP-UE has one single renewal fee that covers its entire territory; if this fee is not appropriately paid, the entire EP-UE will lapse. In contrast, patentees of nationally validated European patents will still have the choice to forego protection in select countries over time by not paying the respective renewal fee, thus progressively reducing the covered territory depending on the relevance of the patent and the costs entailed.


  Additionally, if a patentee is particularly concerned about a possible torpedo action, unitary effect may be requested without validating the patent in any other country or with any other country being validated via a divisional application, for example. This may reduce the likelihood of third parties filing a torpedo action since its admissibility in a non-UPC Member State may be perceived as low due to a lack of a national right in that state depending on the local practice, or may increase the chances that, even if filed, such (possibly weak) torpedo action would not delay the UPC proceedings for too long a time, as also discussed in further depth in the chapter dealing with litigation strategies (→ PART B III).


  7. Monitoring the UPC Developments Towards the End of the Transitional Period


  A further issue to keep in mind is that the transitional period will end at some stage and it will no longer be possible to bring an action at a national court or to opt out a European patent from the UPC. However, all validly filed opt-outs will remain in force until lapse of the patent, unless validly withdrawn.


  Users of the patent system should therefore decide whether any granted European patent or pending European patent application should be opted out and file a corresponding request, at the latest, one month before the end of the transitional period. Patent proprietors should therefore review their patent portfolios again in good time before the end of the transitional period in order to confirm whether their European patent rights should be opted out or not.


  A further consequence of the end of the transitional period is that any European patent application filed thereafter will automatically fall under the exclusive jurisdiction of the UPC regardless of whether it will be validated in several countries or whether unitary effect will be requested. For example, a European patent which is filed after the end of the transitional period and validated only in Germany and France cannot be opted out anymore. In this case, a nullity action would be heard before the UPC, and, if the UPC comes to the conclusion that the patent is invalid, this decision would apply for both Germany and France.


  Thus, in the event that users of the European patent system are not satisfied with the UPC at the point of the transitional period expiring, they should then consider whether to change their filing strategy from the EPO to national patent offices in order to ensure competence of national courts. In taking such a drastic decision, at least for many EPO users, there are several aspects that must be considered.


  One obvious aspect relates to costs, since prosecuting the same invention before different national patent offices (as opposed to before the EPO) requires duplicated payments of official fees and duplicated types of action such as filing applications or responses to office actions. Even if the EPO official fees are substantially higher than those of the individual national patent offices across Europe, a general rule is that filing at the EPO is likely to be more cost effective than filing separately in three different countries or, depending on the countries, possibly even in two different countries. This rough cost estimate does not take into account other aspects such as the increased efforts, and hence costs, required to manage the European patent family during and after prosecution.


  A further, and perhaps no less relevant, aspect is that a bundle of national applications will likely result in a non-uniform scope of protection across Europe due to the difference in cited prior art and examination proceedings. This might complicate not only the task of maintaining a reliable overview of a patent family and even more of a portfolio, but also introduce risks in view of translations (especially when made under cost pressure) as well as the risk that third parties may design around the scope of the patent in certain territories.


  Finally, while the end of the transitional period seems far away, the potential impact on future filing strategies suggests that it will be important to keep all these aspects in mind, even from an early stage.


  Thus, going forward with the UPC, it is important not only to carefully follow the activities of the UPC but also to actively use and rely on this system, at least partially, so that it can mature into a court system that all users can trust and potentially benefit from.


   




  II. Opt-Out Strategies


  1. Introduction


  The choice of opting out is the possibility of removing a European patent or patent application from the jurisdiction of the UPC so that it remains under the sole competence of national courts, as practiced prior to the entry into force of the UPC. It is worth recalling that the opt-out option is only possible for nationally validated European patents, not for European patents with unitary effect (EP-UEs). EP-UEs fall under the exclusive jurisdiction of the UPC. Also, the opt-out can only be invoked during the transitional period and will no longer be available beginning one month before the end of this period. The UPC system further provides conditions for opting out and withdrawing the opt-out over time.


  In the following, we will firstly address reasons for staying in and for opting out both from a high-level perspective of litigation and case management and from a more specific perspective of a patentee's portfolio. We will then discuss how to practically handle the opt-out with reference to different approaches, ranging from a simplified approach where a portfolio is addressed as a whole on the basis of general considerations to a more in-depth approach where maximization of the patent assets is sought by means of detailed analysis of the portfolio. The matter of opting out affects all patents already granted at the time the UPCA enters into force as well as any pending European patent applications. Reference will therefore be made to both, although it should be noted that, should an opt-out be desired, it is highly recommended to request this while the application is still pending in order to avoid the risk of a central revocation action being filed shortly after grant.


  2. Opting Out or Staying In?


  In general, when choosing between opting out and staying in, one should take into account general factors concerning the patentee's business, such as costs, the patentee's overall interest and practice in the industry, as well as specific factors that relate to particular features of the patents in the portfolio, such as the importance of a patent, the potential advantages derived from specific UPC provisions (e.g. inspection proceedings), and the presence of any divisional cases in the portfolio.


   2.1 Considerations for Opting Out


  A central reason for opting out of the UPC concerns the uncertainties regarding how the UPC courts will develop their own practice on infringement and validity in the early years of existence as well as the risk of losing a patent throughout the entire UPC territory.


  There are, however, several other points that should be considered. For example, it can be advantageous to have the flexibility to choose one national court over another national court depending on the features of a certain national litigation system, such as bifurcation, attitude to remedies, practices for gaining evidence, and the possibility of running separate proceedings (costs permitting) in different countries to increase pressure and uncertainties on the target. However, while a patentee may choose a strategy to benefit from differences across jurisdictions, it should not be underestimated that such differences may diminish substantially in the medium term, possibly influenced by the entry into force of the UPC, particularly across the European jurisdictions where most patent cases are heard.


  Further motivation for opting out concerns situations where enforcement in one country, such as Germany, is sufficient to settle a pending dispute, for instance in view of the relevance of that country's market, the type of product that cannot be re-designed specifically for that market in order to avoid a patent, supply chain arrangements that cannot avoid that market, and practice in the industry.


  Where there are uncertainties in relation to the costs and resources required to litigate under the new system, staying in national jurisdictions may be preferred in order to maximize predictability of expenses, especially if litigation is predicted to take place in one single national court. Similarly, it may be beneficial to continue to rely on the experience and skills of the in-house IP team, as well as on the company's well-established internal processes that need not be re-thought. Overall, a company that is more resistant to change may be more likely to decide to opt out of the new system for these reasons.


  Depending on the details of a patent, specific considerations should also be taken into account.


  For example, if a national court has already issued a positive decision to the patentee, it may be preferred to opt out that patent on the expectation that the same outcome will result again from the same national court.


  Further, validity may depend on different practices in different countries. In fact, despite substantive patent law on validity being harmonized across Europe, some aspects like added matter and inventive step are handled differently in different countries. When opting out, the patentee may thus have the choice of selecting which national court to invoke depending on the details of the patent in suit.


  There might also be situations where the case is not a straightforward win under the UPC, for example due to the UPC's as yet unknown practice. Thus, by opting out, a patentee may choose a national court whose practice is already known to support the peculiarities of the specific case. In this context, a patent deemed to be very important for the patentee's business may be opted out so as to remove risks relating to the uncertainties of the first years of existence of the UPC and it may be reconsidered later whether to withdraw the opt-out depending on the UPC case law developments.


  Importantly, companies should consider that the UPC proceedings only provide a tight timeline with little or no possibility to extend terms, even when substantial and complex issues arise. Thus, if a company feels not sufficiently equipped with the internal and external resources to respond to a possible exceptional workload imposed by UPC proceedings, and does not intend to depart from its present setup, an opt-out may be the preferable choice. This does not change the fact that preparations, at least in terms of retention of internal and external resources, are still needed in the event of being on the defensive side. Finally, one should not forget that a patentee can withdraw an opt-out at any time, as long as a national action has not been filed, and thereafter start litigation under the UPC. Thus, an opt-out can be more generally seen as a way to exclude competitors, rather than patentees, from resorting to the UPC.


   2.2 Considerations for Staying in


  Not opting out does not guarantee that a patentee can obtain a decision on infringement from the UPC because a competitor may pre-empt an infringement action by first filing an action for declaration of non-infringement at a national court. Nevertheless, staying within the competence of the UPC may send a signal to competitors of the patentee's confidence and readiness to litigate under the UPC. The patentee must consider whether this is advantageous in their case.


  In general, a patentee with a global patent portfolio may wish to simplify the management of patent litigation across Europe by taking advantage of the UPC to reduce the number of parallel litigation proceedings and achieving results that apply uniformly across the corresponding territory. Depending on the litigation history of a patentee or of a particular industry, for example how common it is to have multiple court disputes in multiple countries, the UPC may also turn out to be more cost efficient, e.g. by replacing multiple litigation venues or by opening up greater market advantages that would justify the potentially higher UPC litigation costs as compared to litigation in a single country. Additional considerations include whether competitors develop and/or realize the product or service that is the subject of the patent across multiple countries within the UPC territory, as well as the perceived quality and speed of the national courts in those countries. For a company that is not particularly averse to new risks and challenges, staying in may also represent a way to test the new system for new opportunities. Thus, considering the possible benefits in terms of cost savings and pursuing new opportunities may provide a first indication on whether staying in would be suitable in a particular case.


  When deciding whether or not to stay in, it is also recommended to consider specific factors regarding the details of the patentee's business, market and the patents in their portfolio, especially in view of the features of the UPC. For example, litigation under the UPC may prove advantageous if the offer of a product or a service can be regarded as an act of infringement under the UPC but not in all Member States. Furthermore, where indirect infringement is dependent on the specific circumstances of a disputed case, national law may not formally provide remedies in a uniform manner throughout Europe, but the UPC would.


  Another example of leveraging certain features of the UPC is where an inspection to gather evidence of infringement may need to be carried out across multiple UPC Member States. In such a case, a single UPC inspection proceeding may be more advantageous and effective than initiating and coordinating parallel national inspection proceedings. In addition, the UPC could simplify and streamline otherwise complex cross-border scenarios requiring coordinated parallel national proceedings. Thus, a patent covering a certain product or service with a cross-border European market may find it advantageous to remain under UPC competence.


  Lastly, and importantly, one should consider how strong a patent is perceived to be in terms of validity and how clearly its claims read on competitors' products or services. Patents scoring high on these aspects may be regarded as the most suitable candidates for litigation under the UPC since the rigid and fast timeline is expected to favor success of straightforward cases.


  3. One-Size-Fits-All Approaches: Opting Out or Staying In with the Entire Portfolio


  A one-size-fits-all approach consists of either opting out all patents of the portfolio or taking no action so that the entire portfolio remains under the shared jurisdiction of national courts and the UPC. Both approaches take a global view of the general considerations of the litigation system and case management rather than being tailored to individual patents of the portfolio.


  The first choice to opt out is a wait-and-see conservative attitude, giving the patentee the chance to observe, on one hand, which choices competitors take, and, on the other hand, how the UPC develops its practice and case law. This does not require the patentee to adapt their team structure and procedures for handling offensive litigation in Europe. As a consequence, the IP team will likely remain in a position to make informed decisions and accurate risk assessments. This option requires action to be taken, namely making sure that opt-out requests are filed for all applications and patents of the portfolio. At the same time, one can of course not avoid being sued for infringement based on a competitor's patent at the UPC. Hence, one should be prepared to respond as defendant in the event of UPC litigation.


  The second "one-size-fits-all" option, namely staying in with the entire portfolio, is easier to implement since it requires no action to be taken as the shared jurisdiction is the default setting for nationally validated European patents. However, taking no action should not be confused with less work for the IP team. The team must be fully knowledgeable of the UPC system and be ready to ramp up activities at short notice in the event that the company should become involved in a UPC action. A possible disadvantage of this approach is that it might leave the portfolio exposed to strategies advantageously chosen by competitors, who may, for example, choose to file an action before the UPC or a national court depending on which could lead to a more favorable outcome. Thus, when having out-of-court disputes with competitors, it is important to review the status of relationships and assess the necessity and timing for taking any proactive action to steer the venue of litigation.
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  The "all-opt-out" approach is advantageous in that it does not require a detailed analysis of the portfolio and removes possible uncertainties related to the early years of the UPC. It also offers the flexibility of re-entering into the UPC by withdrawing the opt-out, though this may be pre-empted by a defendant filing a national invalidation action or action for declaration of non-infringement in anticipation of a possible withdrawal of the opt-out. At the same time, one should keep in mind that a company opting out the entire portfolio still faces risks under the UPC, e.g. becoming a defendant in a possible infringement action. In other words, opting out does not relieve one company from the duty of getting acquainted with the UPC and prepared to defend itself before the new court.


  The "do-nothing" approach is simpler to realize as it requires no action. On the one hand it sends the competitors a strong message of confidence of being ready to litigate before national courts or the UPC, on the other hand it opens the door for competitors to start an action before a court perceived more advantageous to the competitor. Thus, monitoring relationships with competitors and assessing the timing for proactively starting an action is highly recommendable when patents are not opted out.


  In general, the one-size-fits-all approaches are options to consider if the probabilities of enforcing patents and of the same being attacked for invalidity are perceived to be relatively limited, and if the risks are considered acceptable.


  4. A Specific and In-Depth Approach


  Contrary to the one-size-fits-all options, a specific approach consists of staying in with a certain number of patents while opting out the rest as a way to balance the risks related to the uncertainties of the UPC in the first years of existence against the opportunities provided by the new court. This usually requires a general analysis of the whole portfolio as well as a more detailed analysis of at least a portion of the same.


  Accordingly, patentees should first deal with general considerations regarding opting out or staying in, especially to establish a general picture in terms of risk level acceptance related to the UPC's early uncertainties and of possible opportunities to benefit from the new system. In addition to the above discussion that may be considered as general guidance, a large number of other factors may play a role in this decision, including costs, territory, products or services of interest, structure of the portfolio, organization of competitors, significance of patents to the company or industry, as well as a number of sub-factors as exemplified in the following figure. One possible approach for assessing this would be to list the main factors and sub-factors perceived to be of relevance for the company's operations and to assign a score to each of them in order to arrive at an overall value by means of a general scorecard, which provides a general quantitative indication of whether staying in or opting out is potentially more advantageous for the company.
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  Thereafter, two "baskets" can be allocated for the opt-out and stay-in cases respectively and at least the most relevant patents of the portfolio can be assessed and assigned to one of the two baskets based on a number of considerations. For example, if a patent has already been successfully litigated before a national court, it may be advantageous to place it in the opt-out basket. If the patent claims instead to reveal aspects that could be more readily enforced under the UPC, or that have been assessed as relatively strong in terms of infringement and validity, then such a patent may preferably be assigned to the stay-in basket. Borderline cases may then be opted out, so that the patentee may try to benefit from differences between national courts and then choose the one that appears most favorable in view of the facts of the case. Finally, especially for medium and large size portfolios, one may consider distributing the remaining cases amongst the two baskets to possibly mask the selection criteria adopted by the patentee and consequently render it more difficult for competitors to assess strengths and weaknesses of the portfolio. Here as well, it may be helpful to list all factors specific to a single patent and to assign a score to each of those factors in order to arrive at a specific scorecard (in addition to the previously mentioned general scorecard) providing an indication as to whether the patent is tendentially more suitable for opting out or whether it may be a suitable candidate to keep under the shared jurisdiction.


  In this context, it is important also to set out a strategy for filing and handling divisional applications aimed, for example, at maintaining one patent of the family in one basket and another patent of the same family in the other basket, as also addressed in more detail in (→ PART B I).


  In summary, based on the general scorecard relating to general considerations and the specific scorecards relating to at least a part of the portfolio, one may then assign patents to one of the two baskets as simplified in the below figure.
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  While the specific and balanced approach requires efforts on the part of the patentee to assess at least a part of the portfolio, it balances the risks and the chances offered by the UPC and possibly maximizes the exploitation chances of the portfolio. During the transitional period, patents from the stay-in basket may still be moved to the other basket, while patents in the opt-out basket can be moved to the UPC even after the transitional period, thus allowing the strategy to be flexible as the UPC practice develops.


   




  III. Strategies for Patent Litigation


  1. Relevance of Unitary Effect, Opt-Out Declaration and Transitional Period


  For a nationally validated European patent or patent application that has been opted out, the available options for court proceedings are the same as before the introduction of the EU Patent Package. Legal actions to enforce a patent by way of main infringement or provisional injunction proceedings, to prepare for enforcement (for example by way of an inspection), or to defend against enforcement (for example by way of a proactive revocation action or action for declaration of non-infringement) can only be filed before national courts, in accordance with the rules on international jurisdiction set forth in the Brussels Ia Regulation and the relevant national procedural and substantive law.


  Conversely, EP-UEs can only be litigated before the UPC, without any viable option to file before a national court a legal action for which the UPC has competence in accordance with Art. 32 UPCA (→ PART C II. 1.2.2.1). After the end of the transitional period, the same exclusive jurisdiction of the UPC will apply to nationally validated European patents or patent applications which have not been opted out in due time (i.e. until one month before the end of the transitional period), or for which a previously declared opt-out has been withdrawn (→ PART C II. 1.3).


  This chapter deals with some general strategic considerations in view of the options available during the transitional period as a result of the shared jurisdiction of the UPC and the national courts for nationally validated European patents and applications which have not been opted out, or for which a previously declared opt-out has been withdrawn.


  These options and related strategic considerations may in turn become relevant for the questions of whether or not to declare an opt-out in the first place, to withdraw a previously declared opt-out,14 to obtain an EP-UE upon patent grant,15 or to obtain double patent protection for certain important inventions or products,16 in order to increase the patent enforcement options and reduce risks resulting from strategic defense options of the (prospective) adversary.


  2. The Impact of Shared Jurisdiction of the UPC During the Transitional Period


  The concept of shared jurisdiction is not unique to the transitional period set forth in the UPCA. Rules on international and local jurisdiction often provide for the competence of multiple courts for the same subject matter so that the plaintiff can bring an action to the court considered most beneficial for the relevant case or procedure. Deliberately making use of such choice of court is often referred to as forum shopping. While there is thus nothing new about forum shopping as such, the additional option of bringing an action to the UPC implies certain strategic considerations which were not relevant under the European patent litigation system prior to the UPC.


   2.1 Selection of Venue: UPC, National Courts, or Both


  While the UPCA and the Rules of Procedure are based on rules and general principles of substantive and procedural law which have been applicable in some or even all EU Member States for a long time, in their totality they entail an entirely new litigation system. Understanding the relevant features of this new system is important for making an informed decision as to which court promises to be the most suitable for obtaining a result meeting a party's objectives. While the assessment of the options and decision on the venue for a specific legal action always needs to be conducted on a case-by-case basis in view of the specific circumstances of the case at hand, there are some general considerations.


   2.1.1 Territorial Scope of Decision


  First and foremost, the effect of any decision by the UPC extends to the whole territory in which the UPCA is in force (→ PART C I. 2.2). If a nationally validated European patent is in force in just one UPC Member State, the broad territorial scope of the UPC's jurisdiction will often be of no practical benefit. However, even in such cases, measures to enforce a court decision can be taken anywhere in the UPC territory. Depending on the circumstances, such an opportunity may constitute a relevant advantage.


   2.1.1.1 Single Country Advantage


  For example, if an inspection order of the UPC is based on a nationally validated European patent which is in force in only one country, the inspection can also be carried out in any other UPC Member State. This is helpful for the patentee if relevant premises (for example, manufacturing facility, shipping facility or research and design facility) of the suspected infringer are in a UPC Member State without patent protection. Enforcing an inspection order of a national court in another European country is practically impossible, and it is very difficult to obtain an inspection order of a national court in the country where the evidence is located if the asserted European patent is not in force in that country. Consequently, in a situation where the patent is not in force in the UPC Member State where the evidence is located, only the UPC allows for an effective use of the inspection procedure to collect evidence and prove infringement.17


  Similar considerations apply if there is concern that the infringer will not comply voluntarily with an injunction order or an order to pay damages after having been found to infringe a patent in one UPC Member State. If the infringer is based in another UPC Member State where the infringed patent is not in force, only a court order of the UPC allows for corrective means to be employed to enforce the court order without the need to have the judgment recognized and enforced in the infringer's home country. Such recognition and enforcement of a national court order in a different country would be time consuming and entail costs as well as legal and practical uncertainties. For example, ex parte provisional injunction orders by a national court are not enforceable in other EU countries. While enforcement in a different EU country is possible if an injunction order is violated that was issued in inter partes provisional injunction or main infringement proceedings, the national systems regarding corrective means are very different, such that it may be uncertain whether effective sanctions will be available in the home country of the infringer to enforce the decision of a foreign court.


   2.1.1.2 Two or More Countries


  In cases where the relevant European patent is in force in two or more UPC Member States, the advantage of the extended territorial scope of a UPC judgment is even more evident since the effect of an injunction, the basis for calculating damages, or the decision to revoke a patent or maintain the claims in amended form will automatically extend to all such UPC Member States where the European patent is in force.
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  Consider using the UPC in cases where the effect of a positive judgment in two or more UPC Member States is desirable. The more countries there are that need to be covered by the court decision to achieve a party's objective, the larger is the benefit of using the UPC. Where the market size or cost-benefit ratio of litigating a patent does not justify legal action in one or several countries separately, litigating before the UPC can be the only attractive option for patent enforcement. The same applies if issues of cross-border enforcement render patent assertion before national courts impractical.


  Even in cases where national litigation would be a viable option as there is no particular need to obtain a judgment having effect in two or more UPC Member States for an effective patent enforcement or to meet the party's primary objectives, obtaining a positive judgment from the UPC may entail a welcome bonus effect if there is a larger territory in which the injunction is in force or for which damages have to be paid, for example.


   2.1.2 Difference in Substantive Law (Or Practice)


  Depending on the case at hand, it can make a real difference whether the substantive law provisions of the UPCA are applicable. Based on the general expectation that national courts will not apply the UPCA (→ PART C II. 1.3.1), in order to take advantage of the provisions of the UPCA it will be necessary to litigate before the UPC.


  For example, in contrast to several national legal systems, Art. 27 UPCA does not provide for the so-called Bolar exemption to apply to acts required for marketing authorizations for non-generic drugs (→ PART C II. 9.4.7). While it is uncertain how broadly the experimental use exception in Art. 27 UPCA will be interpreted by the UPC, it may be the case that an infringement action against acts conducted in Germany for the purpose of obtaining a marketing authorization for a non-generic drug may be successful before the UPC even though the same action would have no prospect of success before a German court.


  In situations where the acts relevant for infringement are conducted in two or more UPC Member States, infringement can be affirmed since the UPC has jurisdiction over the whole UPC territory and, when assessing infringement, will jointly consider all parts of an asserted European patent which are in force in the UPC territory. For example, if the relevant steps of a patented process or method are conducted in different UPC Member States, national courts may deem the specific national part not to be infringed (since part of the relevant steps are conducted outside the territory for which they have jurisdiction). On the other hand, the UPC will consider the whole UPCA territory for the question of whether the relevant European patent has been infringed, and thus acts conducted in different UPC Member States where the asserted patent is in force would not put infringement into question. Similar considerations apply for the double territorial requirement for indirect infringement (→ PART C II. 9.3.2).


  While the above examples relate to cases where the UPC can be expected to be more favorable for the patentee and overcome obstacles that would arise before national courts, there are other examples where the non-UPCA provisions of national law or their established interpretation by the national courts result in a better position for the patentee. For example, in Germany there is settled case law stating that an offer to sell a product constitutes infringement even if the actual sale or delivery will take place only after patent expiry.18 It is uncertain whether the UPC will adopt the same approach, considering that courts in other countries take a different position on this question.


  Finally, the UPCA contains specific rules on certain aspects that can be crucial for the effective enforceability of a patent, such as (reversal of) the burden of proof (Art. 55 UPCA (→ PART C II. 9.7.3)) and the period of limitation (Art. 72 UPCA (→ PART C II. 9.4.9)).
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  The UPC applies rules of substantive patent law differing from those applied by the national courts, which may be positive or negative for the assessment of an envisaged legal action. In some cases, it is relevant for the assessment of infringement that the UPC's jurisdiction and consideration extends to acts conducted in several countries. It can become a decisive factor for the forum selection when these differences impact the prospect of success of a legal action.


   2.1.3 Difference in Procedural Law (Or Practice)


  The UPC Rules of Procedure provide for a streamlined procedure with rather short terms to be observed by the court and both parties.
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  In comparison to jurisdictions where procedures are slow and/or cannot be expected to provide for a high-quality assessment of the case, the UPC is an attractive option which will likely result in speedy and well-considered decisions rendered based on modern rules of procedure tailored to the needs of (international) patent litigation.


  In addition, it can be generally said that the Rules of Procedure provide for a significant degree of discretion and options for the court (and the parties) as how to approach certain aspects of a patent litigation procedurally. Within the range of this discretion the couleur locale (i.e. particular approaches adopted by different divisions) will play an important role for the litigation strategy, in particular in the selection of a Local Division where the nationality of the judges and their practical experience in their jurisdiction can be expected to have an influence on the procedural approach taken. For example, whether or not a party expert is cross-examined (or heard at all in a court hearing) is a procedural question likely influenced by the personal background and experience of the judges deciding on the case. Depending on whether such oral (cross-)examination is considered beneficial over a procedure which is mainly decided based on the written submissions of their parties (the approach one would expect to be taken by German judges) may have an influence not only on the question of which Local Division to select when using the UPC, but also on the question of whether to use the UPC in the first place. Filing an action before the UPC as opposed to filing an action before a German Regional court, for example, will open up the opportunities to benefit from all the flexibility of the Rules of Procedure and the couleur locale of the relevant Local Division selected by the plaintiff. There are also numerous rules that are peculiar to the UPC which could make it easier or more difficult to bring an action before the UPC in comparison to a national court. For example, the Rules of Procedure expressly provide for an action for declaration of non-infringement (DNI) to be able to be filed even without a warning letter of the patentee (or licensee) if the plaintiff has sent a request for an acknowledgment of non-infringement to the patentee (or exclusive licensee) but has not received the acknowledgment within a period of one month (Rule 61(1) RoP). Under German law, such circumstances would not result in the necessary declaratory interest ("Feststellungsinteresse") in an action for DNI. A DNI could be filed before the UPC only.
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  The UPC Rules of Procedure provide for considerable discretion of the judges while containing some detailed rules that can become relevant for the outcome of a legal action on the merits. A good grasp of the Rules of Procedure (as well as practical experience as to how they are likely to be applied by the various divisions of the Court of First Instance) is thus an important factor for forum selection and strategic preparation and conduct of a legal action at the UPC.


   2.1.4 Predictability


  The procedural conduct of litigation before the UPC and the interpretation of substantive patent law provisions is less predictable before the UPC than before the national courts in countries with a significant amount of jurisprudence in patent matters and where a standard procedure is established. This is particularly true during the first years of the UPC's operation where there are no or few decisions of the Court of Appeal that could provide guidance to the divisions of the Court of First Instance. However, even when there are more cases decided by the Court of Appeal, it will take considerable time for the UPC to establish standards for the conduct of procedure and interpretation of substantive patent law provisions to allow for a clear distinction between what to expect before the UPC and what to expect before a national court. Even if the Court of Appeal addresses a specific legal question in some detail in one of its decisions, it will not be so clear what can be derived from that single decision for a similar case. For example, once the Court of Appeal sets forth specific criteria under which infringement by equivalent means will be acknowledged by the UPC and applies them to the case at hand, experience before the national courts shows that it will likely take numerous further decisions until the guidance that can be derived from them is clear enough for a fairly reliable assessment to be made as to whether infringement will likely be accepted in any given new case. Similarly, although procedural questions should in principle have less influence on the outcome of a case, depending on the situation, the conduct of the procedure may have a big impact on whether the most relevant objective can be fulfilled. For example, the speed at which an injunction can be obtained will be strongly influenced by the court's use of its discretion as regards whether to stay infringement litigation pending the outcome of a potential separate opposition or revocation action. National courts in different countries follow different approaches in that regard, and it will have to be seen what approach will be taken by the divisions of the UPC.


  The same applies for the question of whether or not a provisional injunction is granted in ex parte proceedings. The Rules of Procedure give the judges of the UPC wide discretion to conduct the proceedings before the UPC, and different divisions of the Court of First Instance (or even different judges acting for the same division) may follow different approaches there, without any of these approaches being wrong or subject to harmonization by decisions of the Court of Appeal. Anything allowed under the Rules of Procedure can be done and, while the conduct of procedure can be expected to be influenced by the national traditions of the judges handling a case (of course within the boundaries of the Rules of Procedure), it will be unclear for a considerable time to what extent and how. The extent of consistency in the approaches taken by different divisions or within a specific division will also be initially unclear.
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  In cases where the case law and/or established court practice of the national courts result in a rather high likelihood of success (in terms of meeting the main objectives), careful consideration should be given to whether the benefits of litigating before the UPC outweigh the expectation of success before a national court.


   2.1.5 Costs


  The mere fact that the UPC is an international court does not necessarily mean that legal fees are higher than in proceedings before national courts. However, due to the untested Rules of Procedure (on the basis of which court practice still needs to be established), which invite parties and their representatives to file procedural requests and try to influence the conduct of the procedure to their advantage, there will likely be more procedural arguments exchanged between the parties, resulting in higher costs. Also, the relatively short terms adopted by the UPC for filing submissions will likely result in higher legal fees. Although the factors influencing the actual costs are numerous and their relevance varies depending on the particular case, it can be expected that costs before the UPC will tend to be higher than conducting a comparable legal action before one national court, but probably not as high as conducting proceedings before multiple national courts.
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  Costs are more difficult to predict before the UPC but, in cases where litigating before the UPC does not bring any significant advantage over litigating before one national court, the latter option will likely result in lower (and better predictable) costs.


   2.1.6 Benefit of Combining Types of Action


  One of the unique features of the transitional period is the option to make strategic use of the shared jurisdiction of the UPC and the national courts by combining actions before the UPC and before one or more national courts in relation to one and the same patent. For example, a patentee could file a request for provisional injunction at a national court, such as a German regional court which has an established court practice in relation to the grant of provisional injunctions and has potentially even shown readiness to grant provisional injunctions ex parte when certain conditions are met. At the same time or later on, the same party could file an infringement action based on the same patent and against the same adversary (and in relation to the same cause of action) before the UPC. As the court does not decide on the merits of the case in provisional injunction proceedings, the combination of provisional injunctions proceedings at one court with an infringement action at another court does not result in a risk of irreconcilable decisions and is thus generally permissible under procedural law.19
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  One of the strategically valuable key features of the (at least) seven-year transitional period is the option to file different types of legal actions in relation to the same patent before the UPC and before national courts. In this way, parties can make strategic use of the differences between the national court systems and the UPC in terms of territorial scope of judgments, applicable substantive and procedural law, predictability, and costs, for example. Potential pitfalls resulting from procedural requirements in the Rules of Procedure (or national law) have to be carefully considered when devising a litigation strategy, however.


  Alternatively, a patentee could sue different defendants before different courts, i.e. file an infringement action before the UPC against a defendant who is known or expected to operate in several European countries, and file an action before a national court against an infringer operating only in one country.


  A major aspect of forum selection will, in most cases, be the chance of success in the particular proceedings. The possible cross-benefits of an action for potential further enforcement steps (against the same party or other parties) may also play an important role.
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  Additionally, a party can combine actions before the UPC and national courts when enforcing (i) different patents (potentially belonging to the same patent family) in relation to the same product or infringer or (ii) the same patent in relation to different products or infringers.


   2.2 Defensive "Torpedo" and "Hitting Home" Strategies and the UPC


  Over the past decades, the so-called torpedo action has been heavily discussed – and also used – as a cross-border strategic defensive tool available on the basis of European rules on international jurisdiction.


  In accordance with the so-called lis pendens rule applicable in the EU20, the patentee (or licensee) cannot file an infringement action regarding the same patent and against the same alleged infringer (in relation to the same product) before a court of a different EU Member State when an action for declaration of non-infringement (DNI) is already pending before one court of an EU Member state. If the international jurisdiction of the court where a DNI has been filed by the alleged infringer is affirmed, the DNI proceedings will result in a decision on the merits of the case, without the option for the patentee to bring a further action (e.g. infringement) in the country of their choice. Provisional injunction proceedings can be instituted, however, irrespective of any pending DNI in a different country as they do not result in a (potentially irreconcilable) decision on the merits and can be filed irrespective of the (international) jurisdiction of the court of another country regarding the DNI proceedings.21


  The term "torpedo action" is typically used for a DNI which is filed at a court (e.g. in Italy) which has no international jurisdiction for the patent in suit (e.g. the German part of a European patent) but (due to national procedural practice) takes up to several years to affirm its lack of jurisdiction. Even in such a case where the Italian courts do not have international jurisdiction for patent litigation regarding the German part of the European patent, the patentee is prevented from bringing an infringement action in Germany as long as the Italian courts have not confirmed by way of a final decision that they do not have international jurisdiction.
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  The blocking effect of torpedo actions can also be used, in principle, to prevent patent litigation before the UPC. In that matter, the UPC has to follow essentially the same rules as a national court. It is uncertain, however, whether the UPC will actually stay an action for which (i) they have exclusive jurisdiction (such as an infringement action based on an EP-UE) or for which (ii) the lack of international jurisdiction of the court first seized appears obvious to the UPC (e.g. where the DNI has been filed at an Italian court in relation to the German part of a European patent while the defendant has no place of business in Italy and there is no other apparent basis for international jurisdiction of the Italian courts).


  The typical torpedo situation (where the court first seized does not have jurisdiction and cannot render a decision on the merits) has to be distinguished from a situation where the plaintiff brings an action at a court which actually does have jurisdiction to decide on the case.


  As a general rule, an alleged infringer has the option to pre-emptively file an action for DNI at a competent court that they consider to be more favorable than another court that the patentee (or licensee) could potentially choose for bringing an infringement action. If the alleged infringer does not challenge the validity of the relevant patent in the DNI, they can file a DNI in a country where the defendant (i.e. usually the patentee) has their domicile or general place of business (and thus the place of general jurisdiction) and also obtain the court's confirmation of non-infringement in relation to other EU countries where they may be accused of patent infringement. The term "hitting home strategy" has been used to refer to such use of a DNI filed in the country where the patentee has their place of business and where the DNI plaintiff has a better prospect of success in order to prevent patent infringement actions in one or more countries considered less favorable by the alleged infringer.


  HOFFMANN EITLE COMMENT


  Hitting home strategies can be expected to also be effective for preventing an action before the UPC. However, this kind of cross-border DNI is only a suitable defense strategy in a very limited number of cases. For example, validity of the patent in suit cannot be challenged, and the action needs to be brought at a place where the patentee has a place of business.


   2.3 Simple National DNI to Prevent a UPC Infringement Action (and Vice Versa)


  A real novelty in the new system is the option to file a declaration of non-infringement (DNI) before a national court in relation to just one national part of a European patent to prevent an infringement action before the UPC. For example, if a company that is concerned about being sued for infringement before the UPC based on acts conducted in Germany files a DNI before a German national court, the German courts have (international) jurisdiction since the alleged act of infringement has been conducted in Germany.22 The patentee can file a counter-suit for infringement at a German Regional Court of their choice, but the way to the UPC is and will remain blocked. Although in a German DNI no validity challenges can be raised, the DNI plaintiff can file a German national revocation action in parallel to the DNI. Alternatively, the DNI plaintiff has the option to file a revocation action against the European patent before the UPC, with the consequence that the judgment of the UPC will affect not only the German part of the European patent but all UPC Contracting Member States. Consequently, the patentee may be left with a central validity attack before the UPC and the risk of losing the patent all at once in the whole UPC territory, without the option to file an infringement (counter-)action before the UPC.


  This leads to an interesting question relating to the role of the UPC during the transitional period that will have to be addressed and decided sooner or later by the UPC, and, most likely, ultimately by the ECJ: in the event that acts of infringement occur (or are imminent) not only in Germany but also in other UPC Member States in which the European patent in suit has been validated, will it be possible for the patentee to file an action before the UPC asserting infringement only of the non-German parts of the European patent, i.e "carving out" Germany from the UPC action in view of the already pending DNI relating to the German part that deprives the UPC from its jurisdiction for the German part?


  Some considerations speak in favor of such option to limit the requests for relief to certain UPC Member States when bringing an action before the UPC. One such consideration is that there will be several situations in which the effect of the judgment of the UPC will inevitably not be unitary throughout the UPC territory. For example, in a case where a license or a prior use right exists in one UPC Member State, it must be possible for the patentee to request an injunction and other remedies only for those UPC Member States where the European patent is validated and where no license or prior use right exists.


  On the other hand, the whole purpose of the UPC is to avoid inconsistent or irreconcilable decisions relating to the same European patent and the same acts or products. The UPC could take the position that, in a case where a decision of a national court on the national part of a European patent within the UPC territory is pending, the whole patent should not be decided on by the UPC, i.e. a carve-out of a national part should not be allowed for the reason that a separate national action is pending in relation to one (or more) national part(s) of the relevant patent.


  This issue can be dealt with more easily if the constellation is the other way round: if a DNI is filed before the UPC, it is clear that there is no room for a national infringement action between the same parties and regarding the same cause of action before a national court in a UPC Member State. In that way, an alleged infringer could avoid, for example, being sued in Germany where, due to the separation principle, validity cannot be challenged in infringement litigation. On the other hand, having filed a DNI before the UPC, the patentee will always have the option to file a counter-action for infringement before a UPC Local Division of their choice. The risk of losing such a counter-action for infringement at the UPC should be taken into account before filing a DNI before the UPC.
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  Filing a DNI before a national court can effectively prevent an infringement action before the UPC, at least in relation to the national part of the patent against which the DNI has been filed. Due to the principle that, within the jurisdiction of the UPC, irreconcilable national judgments should be avoided, the UPC may decline its jurisdiction altogether, i.e. for other national parts of the relevant European patent as well. A simple national DNI may thus become an even better torpedo in that it prevents an infringement action before the UPC for good (as opposed to the mere delaying effect of the classic torpedo where, in the end, the court first seized denies its jurisdiction, thus clearing the way for a later infringement action that was initially avoided).


  3. Filing Actions to Prevent or Lock in an Opt-Out


  Finally, there are strategies to prevent an opt-out from being declared by filing an action regarding the relevant patent before the UPC. Filing an action before the UPC permanently prevents the proprietor (or applicant) from declaring an opt-out, i.e. even after the relevant action before the UPC has been finally terminated.


  Conversely, regarding patents for which an opt-out has been declared, filing an action before a national court within the UPC territory will permanently prevent the proprietor (or applicant) from withdrawing the opt-out, even after the end of the transitional period.


  Although the first situation – i.e. where an action has been filed before the UPC – is sometimes referred to as "lock-in" (meaning that no opt-out is possible any more), it should be noted that it is in no way guaranteed that any further legal action in relation to the relevant patent can only be brought before the UPC. The lack of an opt-out rather results in the shared jurisdiction of the UPC and the national courts, and it is therefore plaintiff's choice where to bring a legal action, as long as no action is already pending before a different court in relation to the same cause of action and between the same parties ("lis pendens"). This shared jurisdiction will continue to apply until the end of the transitional period, and only thereafter will the UPC assume exclusive jurisdiction.
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  As filing an action before the UPC does not prevent actions before the national court, and "locking in" an opt-out by filing an action before a national court is only an option where a patentee has declared an opt-out (thus showing no particular intention to enforce the relevant patent at the UPC), we expect the strategic use of filing an action to prevent or lock-in an opt-out declaration to be limited.


  4. Thorough Understanding and an Open Mind


  While only a few aspects relevant for litigation strategies under the new system can be touched upon in this handbook, it is possible to get a flavor of the various options and types of strategic considerations that may become relevant for achieving one's major objectives in a patent dispute. If the complexity of patent litigation in one country has been compared with a three-dimensional chess game, the shared jurisdiction during the transitional period and the additional options of opting out and obtaining unitary patent protection certainly add further complexity.


  Nevertheless, success can be found in exploiting the opportunities resulting from the additional options and pitfalls that come along with the new system, so it is certainly key to have a thorough understanding of the intricacies of the different levels and aspects of substantive and procedural law and practice in both the UPC and national litigation systems, while being open to exploring new paths and being creative
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  I. The European Patent with Unitary Effect and Its Alternatives


  1. The EP-UE and its Legal Basis


   1.1 What Is a European Patent with Unitary Effect?


  Since the introduction of the European patent system by the European Patent Convention (EPC) in 1978, applicants have profited from a single examination and grant procedure in one language of proceedings before the EPO. However, upon grant, the European patent (EP) "disintegrates" into the designated national and supra-national patents. Hence, after grant, with regard to maintenance and enforcement, the European patent is handled like a bundle of national patents in the contracting states of the European Patent Organisation (EPO Member States) where it has been validated.


  Despite discussions for more than 40 years, the EPO Member States, and in particular the more closely cooperating EU Member States have regrettably been unable to agree on a "Community Patent" or an "EU Patent" to be effective as one single patent in each and every EU Member State after grant. The main stumbling block has been the language regime of such a Community Patent.23 The "European patent with unitary effect" (EP-UE) is the latest result of this discussion. While a true Community Patent still remains a political goal, the EP-UE comes at least close to a Community Patent. It will have unitary effect in most, but not all, EU Member States.24 The EP-UE will not be available, however, for EPO Member States that are not also EU Member States, such as the UK, Turkey and Norway.


  The EP-UE is based on the option of a supra-national instead of national validation of a European patent. The legal basis for this supra-national effect is Art. 142 EPC. According to this provision, any group of EPO Member States can provide by special agreement that European patents granted for those countries can be validated centrally and will thus have unitary character throughout their territories. With such a special agreement, these EPO Member States may provide "that a European patent may only be granted jointly in respect of all those States". A supra-nationally validated European patent has existed from the beginning of the European Patent Organisation, namely in Switzerland/Liechtenstein: the Swiss Patent Office acts as the patent office for both Switzerland (CH) and Liechtenstein (LI). Thus, it is sufficient to validate a European patent in Switzerland for it to become effective both in CH and LI. The EP-UE Regulation is also such an agreement under Art. 142 EPC.


  The EP-UE is therefore a true European patent within the meaning of Art. 2 EPC. The best way to understand it is to view it as a European patent that is validated as one single patent for a group of countries. Compared to the national validation of European patents, the difference is a quantitative one: the supra-national EP-UE covers many states and a large territory, but it still remains a part of the traditional European "bundle" patent.


  To put it differently, the EP-UE is granted by the EPO in the same way as the existing European patents and must satisfy the same requirements of the European Patent Convention (EPC). Upon grant, the patentee can elect whether or not the European patent will have unitary effect with regard to the EP-UE States, i.e. whether or not it will become an EP-UE. Under the EP-UE Regulation, a patentee can apply for registration as an EP-UE within one month after grant of the European patent. With regard to the registration as an EP-UE and the maintenance as EP-UE, the EPO acts as the patent office for all EP-UE States (→ PART C I. 2).
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  For EPO Member States that do not participate in the EP-UE (these are at least the countries shown in white in the figure above), the European patent will have to be validated country by country, as has so far been the case. This national validation also remains as an alternative for those countries that participate in the EP-UE if the applicant prefers the traditional bundle patent. However, it will not be possible both to register a European patent as an EP-UE and to validate it nationally in an EP-UE State.25


   1.2 The Legal Instruments Creating the EP-UE and Unified Patent Court


  The European patent with unitary effect (EP-UE) is only one of the two main constituting elements of what is together also referred to as the EU Patent Package. The other constituting element is the new pan-European civil court for patent matters, the Unified Patent Court (UPC).


  UPC and EP-UE are created by three main legal instruments, the UPC Agreement, the EP-UE Regulation and the Translation Regulation. These legal instruments are supplemented by secondary legislation such as among others the UPC's Rules of Procedure (RoP), as well as the EPO's Rules relating to Unitary Patent Protection (UPP Rules) and Rules relating to Fees for Unitary Patent Protection (UPP Fee Rules).


   1.2.1 The UPC Created by the UPCA


  The UPC is based on an international treaty, the Agreement on a Unified Patent Court (UPC Agreement or UPCA) which was signed on February 19, 2013 by 25 EU Member States. The UPCA enters into force upon ratification by a designated three (DE, FR, and IT) signatories plus any other ten of the signatories. More precisely, it enters into force on the first day of the fourth month after the 13th instrument of ratification or accession has been deposited.26 At the time of writing, Austria (AT), Belgium (BE), Bulgaria (BG), Denmark (DK), Estonia (EE), Finland (FI), France (FR), Italy (IT), Latvia (LV), Lithuania (LT), Malta (MT), Luxembourg (LU), The Netherlands (NL), Portugal (PT), Slovenia (SI) and Sweden (SE) have deposited their instruments of ratification. Germany (DE) has concluded its legislative preparations to deposit its instrument of ratification and acts as "gatekeeper" for the entry into force of the UPCA. Once the court is ready, the deposit of Germany's instrument of ratification is the trigger event which allows the court to start its operations about three months later. It is presently assumed that this will happen in early 2023, provided that the preparations can be concluded as planned.27


  After signing the UPCA, it was recognized that, in order to ready the UPC for its start, certain provisions of the UPCA must enter into force beforehand. Therefore, the Protocol to the Agreement on a Unified Patent Court on Provisional Application (Protocol on Provisional Application) was agreed upon and entered into force on January 19, 2022. It creates the UPC as a legal person and provides the institutional, organizational and financial provisions to ensure the proper functioning of the UPC at the time the UPCA enters into force in its entirety. Once the preparations have been concluded and the UPCA enters into force, the UPC assumes jurisdiction for all countries which, at that time, have deposited their instruments of ratification or accession (UPC Member States) with regard to the matters set forth in the UPCA (→ PART C II. 1.2). The UPCA also includes the initial statute of the UPC which can be amended in future by the Administrative Committee.28


  Once the UPCA has entered into force, further signatory states (with the exception of Great Britain, which has since left the EU) can subsequently also join by depositing their instruments of ratification or accession. It is therefore likely that the territory for which the UPC has jurisdiction will grow over time.


   1.2.2 The EP-UE Created by Regulations


  The EP-UE is based on two Regulations: the EP-UE Regulation29 and the Translation Regulation30. Regulations are legislative acts of the European Union. In general, they are immediately effective as law in the EU Member States. Typically, this means they are law in all EU Member States. This is not the case for these two Regulations, however. The EU Member States could not reach political agreement regarding an "EU Patent", and thus a sub-group of EU Member States came together to create the EU Patent Package. They used the instrument of so-called "enhanced cooperation" which allows some EU Member States to further progress on the path to integration within the structures of the EU when it has become clear that the EU as a whole cannot achieve the goals of such cooperation within a reasonable period. Spain and Italy, which were cut out in this way, sued against the use of the instrument of enhanced cooperation, but this lawsuit was dismissed by the (European) Court of Justice (ECJ).31 Italy then decided to sign the UPCA and joined the enhanced cooperation.


  The EP-UE Regulation and the Translation Regulation were passed as of December 17, 2012 and entered into force on January 20, 2013.32 However, while these Regulations are legally already in force in the EU Member States participating in the enhanced cooperation (Participating Member States), the Regulations will apply only from the date when the UPCA also enters into force. Moreover, they will apply only for those states that have also ratified the UPCA.33 This is relevant with regard to Poland, for example, since Poland initially participated in the enhanced cooperation but then decided not to sign the UPCA. Without ratification of the UPCA by Poland, therefore, these Regulations will not enter into force for Poland.


   1.3 In Which Countries Will the EP-UE Have Unitary Effect?


  To provide an EP-UE with unitary effect for its territory, a state must fulfil four conditions. It must:


  

    be an EPC Member State,


    be an EU Member State,


    have participated in the enhanced cooperation to create the EP-UE, either from the outset or by later decision (Participating Member State), and


    have ratified or acceded to the UPCA (UPC Member State).


  


  In this book, we refer to countries that fulfil all four conditions as EP-UE States. An overview on the respective Member States is included as Annex (→ PART D I).


  Initially an EP-UE will have unitary effect in Austria, Belgium, Bulgaria, Germany, Denmark, Estonia, Finland, France, Italy, Latvia, Lithuania, Malta, Luxembourg, the Netherlands, Portugal, Slovenia and Sweden because these countries meet all requirements at the time the UPCA enters into force. In contrast, Poland and Hungary will likely not become EP-UE States. While they fulfil the conditions (i) through (iii), they are unlikely to meet condition (iv) in the near future because these countries later decided not to ratify the UPCA. Until Poland or Hungary respectively ratifies the UPCA, EP-UEs will not have effect in these countries. Below we provide a table of all EPO Member States, setting out which of them fulfil the further conditions to become an EP-UE State.


  The left-hand side shows the relative market sizes of likely EP-UE States and the remaining EPO Member States (colored light (blue)) according to their gross domestic products (GDP).34
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  It is moreover expected that EP-UEs will differ in their territorial scope depending on the time of their registration as EP-UEs. Early EP-UEs will have unitary effect in a smaller territory than later registered EP-UEs. The reason for this is that the number of EP-UE States will most likely grow over time, and an EP-UE will have unitary effect only in those countries that were EP-UE States at the time of its registration as an EP-UE.


  To explain this in more detail, the UPCA will enter into force upon ratification by three-plus-ten countries, namely Germany, France, and Italy, plus ten further signatory states. The unitary effect of an EP-UE will not extend to such countries that were not yet EP-UE States at the time of registration, since they had not yet ratified the UPCA. The unitary effect will also not extend retroactively to these countries later, after they have ratified the UPCA.


  The actual rules stipulating the conditions for the unitary effect in the EP-UE Regulation are fairly complicated. An EP-UE will have unitary effect in those countries that (a) are participating in the enhanced cooperation at the time of application for registration of unitary effect;35 and (b) where the UPCA is in force36 at the time of registration of unitary effect. This will be explained based on the following examples, in which it is assumed that the UPCA had already entered into force in other countries before grant of the patent in the example.


  In the following example, the EP-UE will have unitary effect in Country Z, but not in Countries X and Y. In Country X, the UPCA was ratified between the dates of the patentee's application for unitary effect and its registration. However, since the UPCA enters into force only on the first day of the fourth month after depositing the instrument of ratification37, in this example the UPCA enters into force in Country X only after registration of this patent's unitary effect. Thus, the patent will not have unitary effect in Country X. Neither will this exemplary patent have unitary effect in Country Y, irrespective of the time the UPCA is ratified. This country joined the enhanced cooperation only after the patentee's application for unitary effect. Such a scenario would only apply if Spain, Croatia, or any future EU Member State were to join the enhanced cooperation (all the remaining of the current 27 EU Member States have already participated in the enhanced cooperation). The EP-UE will, however, have unitary effect in the final example, in Country Z. There, both conditions were fulfilled before the relevant cut-off dates.
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  The provision that the UPCA must be in force at the date of registration of the EP-UE may pose difficulties for patentees if their patent is granted shortly before or after a certain country ratifies the UPCA. It will not be in the hands of the patentee whether the unitary effect will be registered before or after the UPCA enters into force in this country (on the 1st day of the fourth month after ratification). This entirely depends on the speed of the registration process at the EPO. A patentee who wishes to have patent protection in the respective country would have to validate its patent nationally as well to ensure protection, even though the national validation may turn out to be superfluous.


  If the ratification in a relevant country is imminent, an applicant may in such or other scenarios benefit from delaying the mention of grant after receiving the Rule 71(3) EPC notification. The EPO has announced that it will allow requests for a delay in the period between January 1, 2023 and the entering into force of the UPCA (→ PART C I. 2.1.4) and may in the future allow the same when additional countries prepare to ratify the UPCA after its entering into force. Should the filing of such a request not be possible, the applicant could delay grant by other means, e.g. by not immediately agreeing to the text proposed in the Rule 71(3) EPC notification but filing a minor amendment. This may save costs, assuming that the EP-UE renewal fees remain unchanged after a country's accession.


   1.4 What Does Unitary Effect Mean in Practice?


  Upon registration of unitary effect, the EP-UE has unitary character retroactively as of the date of publication of mention of grant in the EPO Official Bulletin38 in all EP-UE States at the time of registration. The EP-UE may only be limited, transferred, revoked or allowed to lapse in respect of all EP-UE States where it is valid.39 Consistent with Art. 68 EPC, the unitary effect of a European patent will be deemed not to have arisen from the outset to the extent that the European patent has later been revoked or limited.40


  2. How to Register and Maintain an EP-UE


  The entry into force of the UPCA does not change the key aspects of EPO practice. The EPO continues to handle the search, examination and grant of European patent applications in the same manner as before, irrespective of whether the applicant intends to request unitary effect after grant. Once a European patent has been granted and unitary effect requested, the EPO is responsible for registering the European patent with unitary effect (EP-UE) and collecting any renewal fees for the EP-UE.


  The following chapters deal with the legal requirements for a valid request for unitary effect and the payment of renewal fees for EP-UEs. These requirements are set out in the two relevant (EU) regulations: the EP-UE Regulation and the Translation Regulation. Based on these Regulations, more detailed rules relating to Unitary Patent Protection (UPP Rules)41 and Rules relating to Fees for Unitary Patent Protection (UPP Fee Rules)42 were adopted by the EPO Administrative Council. These rules enter into force on the same day as the UPCA.


   2.1 Request for Unitary Effect


  In order to obtain an EP-UE, a formal request for unitary effect ("UE Request") must be filed with the EPO no later than one month after publication of the mention of grant of the European patent. Within the EPO, a so-called Unitary Patent Protection Division formed by one legally qualified member will be entrusted with the examination of UE Requests.43 The procedure will be relatively simple and straightforward, but the following requirements should be kept in mind right from the prosecution phase of the patent if unitary effect is to be sought for after grant.


   2.1.1 Requirements for the Registration of Unitary Effect (Rule 5(2) UPP Rules)


  One important prerequisite for an EP-UE is that the European patent has been granted with the same set of claims in respect of all 25 Participating Member States.44 That is, the patentee is not eligible for an EP-UE if:


  

    the designation of any of the 25 Participating Member States has been withdrawn; and/or


    a European patent contains a different set of claims in respect to any of the Participating Member States.


  


  The above case (ii) may arise if the applicant conducted amendments effective only in one of the Participating Member States over an earlier but post-published national patent application in this country. This scenario occurs very rarely in practice. If it does occur and the applicant anticipates that unitary effect may be sought after grant, only one set of claims including the amendments necessary over the prior national application should be pursued, ideally for all EPO Member States.45


  It seems counter-intuitive that the European patent must have the same set of claims in all Participating Member States although the patent will have unitary effect only in the EP-UE States, i.e. the Participating Member States where the UPC has exclusive jurisdiction with regard to European patents with unitary effect on the date of registration. The wording of – and the systematic relationship between – Arts. 3(1) and 18(2), para. 2 EP-UE Reg., however, speak in favor of this interpretation and the EPO has intentionally adopted46 the same in Rule 5 UPP Rules.
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  A particular situation exists with regard to Malta, and potentially in the future Croatia. Malta is a Participating Member State but has only been an EPO Member State since March 1, 2007. This raises the question of whether unitary effect can be obtained at all for European patents filed before this date. European patents based on an application filed before March 1, 2007 are arguably not patents granted in respect of all the Participating Member States, as required by Rule 5(2) UPP Rules. Fortunately, this issue, if it is one at all, should, even in the worst case, only affect a very small proportion of European patent applications, namely those that were filed before 2007 but have still not been granted. It may be prudent not to request unitary effect for such "old" patents and instead use the traditional national validation procedures.


  The same issue may arise with regard to applications filed before January 1, 2008 if Croatia, which became an EPO Member State as of this date and an EU Member State on July 1, 2013, also becomes a Participating Member State by subsequently participating in the enhanced cooperation.


   2.1.2 Requirements for the Request for Unitary Effect (Rule 6(2) UPP Rules)


   2.1.2.1 Formal Requirements


  The request for unitary effect must be filed with the EPO. The requester must be the "proprietor of the European patent" (i.e. the patentee). If there are multiple proprietors in respect of the same or different EP-UE State47, the request must be filed jointly in the name of all proprietors and a common representative must be appointed. However, if a co-proprietor owns a European patent exclusively in respect of one or more non-EP-UE States (e.g. Switzerland, Spain, United Kingdom), this co-proprietor must not be listed in the request for unitary effect.


  The request for unitary effect must be duly signed and filed with the EPO in the language of the proceedings. The request should preferably be filed online or, alternatively, by postal service, fax or web form. In each case it is recommended to use the dedicated form provided by the EPO. In this manner, it can be ensured that the language requirement is met, and all necessary information is provided in the request for unitary effect.


   2.1.2.2 Filing of a Translation of the European Patent


  The UE Request must include a translation of the European patent (→ PART C I. 4). The language of the translation depends on the language of the patent, i.e. the language of the proceedings, as follows:


  

    where the language of the patent is French or German, a full translation of the European patent into English; or


    where the language of the patent is English, a full translation into any other official language of the EU.


  


  2.1.2.3 One-Month Deadline and Examination of UE Request


  The request for unitary effect must be filed within a non-extendable period of one month after the publication of mention of grant of the European patent in the European Patent Bulletin. If the due date is missed, re-establishment of rights is the only legal remedy. The wording of the respective provision of the UPP Rules48 corresponds to that of Art. 122 EPC. Therefore, it can be reasonably assumed that, for any request for re-establishment, the EPO will apply the same strict standard as it presently applies under Art. 122 EPC.


  If a request for unitary effect is duly filed, the EPO will examine whether the requirements for the registration of unitary effect (Rule 5(2) UPP Rules) and the requirements of the request for unitary effect (Rule 6(2) UPP Rules) are met. If the latter requirements have not been fulfilled, for instance because the translation has not been supplied in time, the EPO will invite the requester to remedy the deficiency within a non-extendable period of one month (Rule 7(3) UPP Rules). If all requirements are met, the EPO will register unitary effect and notify the patentee of the date of registration of unitary effect.49 The unitary effect of the EP-UE then takes effect retroactively from the date of publication of mention of grant in the European Patent Bulletin.


   2.1.3 Timelines and Validation Strategy


  Despite the grace period provided for in Rule 7(3) UPP Rules, the patentee only has a short period after grant to prepare the translation required for the UE Request. For the reasons explained in (→ PART C I. 4), in particular the possibility to reuse the translation submitted with the UE Request during traditional validation, the decision on the language of the translation is also tied to the desired territorial coverage and validation strategy. Although more time is available for the traditional country-by-country validation50 than for the UE Request, it is recommendable to clarify early on whether the registration of unitary effect is desired, ideally shortly after the issuance of the Rule 71(3) EPC communication, by means of which the EPO proposes the text for grant. By informing the European representative about the validation strategy together with instructions for responding to the Rule 71(3) EPC communication, undue haste in preparing the necessary translations for the EP-UE and, if applicable, the country-by-country validation within the remaining EPC territory can be minimized.


  The usual timeline for validation measures after the issuance of the Rule 71(3) EPC communication is illustrated in the flowchart below.
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   2.1.4 EPO Procedures Shortly before Entry into Force of the UPCA


  As long as the UPCA has not yet entered into force, owners of pending EP applications that reach the granting phase might have a strong financial interest in delaying the grant in order to benefit from the possibility to request unitary effect, if protection is sought in many EPO Member States. Moreover, without any adaptive measures, the one-month deadline for requesting unitary effect could be considerably shortened, in the extreme case to one single day, if the mention of grant is published in the month prior to entry into force of the UPCA. These needs and difficulties have been considered by the EPO, which has adopted the following temporarily available legal mechanisms:


  

    requesting a delay in issuing the decision to grant51; and


    requesting unitary effect before the UPCA enters into force (early UE Request)52.


  


  It is possible, and will be useful in many instances, to combine these two mechanisms. Both mechanisms will be available only during an interim period starting on January 1, 2023 and ending on the day before the entry into force of the UPCA.


   2.1.4.1 Request for a Delay in Issuing the Decision to Grant


  During the above-described interim period before the UPCA enters into force, it will be possible for an EP applicant to request a delay in issuing the decision to grant, so that the mention of grant is published in the European Patent Bulletin on or immediately after the date of entry into force of the UPCA. Such a request can be filed for any EP application for which a communication pursuant to Rule 71(3) EPC has been issued as long as the text communicated with that communication has not yet been approved by the applicant. The request can also be validly filed on the same day as the approval of the text. The request for delay must be filed on a dedicated form, FORM 2025, provided by the EPO. Otherwise, it will be deemed not to have been filed. The form should preferably be filed online.


  An example of the timeline where a request for a delay of grant is filed is illustrated below.53
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  The above timeline is based on the assumption that the German government deposits its instrument of ratification on February 10, 2023 such that the UPCA enters into force on June 1, 2023. In this example, the applicant is entitled to request a delay in issuing the decision to grant between January 1, 2023 and the expiry of the four-month term set by the EPO in the communication under Rule 71 (3) EPC. On such a request, the EPO would delay the grant and would publish the mention thereof shortly after the UPCA enters into force, e.g. in early June 2023. The applicant would then be able to file the request for unitary effect within one month following the publication of mention of grant.


  It should be noted that the request for a delay in issuing the decision to grant has no effect on the four-month term for replying to the Rule 71(3) EPC communication. Therefore, applicants must still timely respond to the Rule 71(3) EPC communication.


   2.1.4.2 Early Request for Unitary Effect


  It will also be possible during the above-described interim period before the UPCA enters into force to file an early request for unitary effect, provided that the EPO has already dispatched the communication pursuant to Rule 71(3) EPC. Otherwise, the applicant will be given the opportunity to resubmit the request. Any request for unitary effect should preferably be filed online using the dedicated form, UP 7000. If an early request has been duly filed, the EPO will register unitary effect once the UPCA has entered into force.


  It is important to note that unitary effect can be registered only for European patents granted on or after the date of entry into force of the UPCA. In other words, unitary effect cannot be registered if the European patent is granted before the entry into force of the UPCA, even if an early request for unitary effect has been validly filed. To prevent this, applicants may request a delay in issuing the decision to grant the European patent, as explained in the previous section.


  In summary, even before the entry into force of the UPCA, applicants for European patents should carefully consider whether they would like to make use of the possibility to request unitary effect. If so, it is recommended to use the transitional measures provided by the EPO in order to ensure that the granting procedure is delayed to an extent that unitary effect can be timely requested and then registered once the UPCA has entered into force.


   2.2 The Territorial Scope of an EP-UE


  Applicants for European patents that intend to make use of the new system should keep in mind that, although 25 EU Member States originally participated in the enhanced cooperation, not all will have (signed and) ratified the UPCA when it enters into force. Initially, an EP-UE will therefore only cover a smaller territory, the territory of the EP-UE States, because some Member States have not yet ratified the UPCA or currently do not intend to do so (for example, Poland). Further ratifications of the UPCA are expected but are unlikely to take place all at once. Consequently, there will be different generations of EP-UEs with different territorial scopes. The territorial scope of a given generation of EP-UEs will remain unchanged for their entire lifetime, irrespective of any subsequent ratifications of the UPCA after the date of registration of unitary effect (→ PART C I. 1.2).


  For information purposes, the EPO Member States covered by a given EP-UE will be listed in the Register for Unitary Patent Protection and in the EPO's communication informing the requester of the date of registration of unitary effect (Rule 7(1) UPP Rules). The territorial scope of each EP-UE will thus be clearly visible and easy to ascertain.54


   2.3 Renewal Fees for EP-UEs


   2.3.1 Payment of Renewal Fees


  Renewal fees for any EP-UE must be paid to the EPO in euros, and the payment can be made by any person. They are due in respect of the years following the patent year in which the mention of grant was published in the European Patent Bulletin.55 The due dates for payment are calculated in the same manner as for European patent applications at the EPO. Renewal fees are due for each coming year on the last day of the month containing the anniversary of the filing date of the European patent application. For example, if a European patent application was filed on October 6, 2019 and the mention of grant published on November 11, 2024, the last regular renewal fee is payable for the sixth year.56 If unitary effect has been registered for this European patent, the renewal fees for the EP-UE fall due for the seventh year and every subsequent year. The renewal fees cannot be validly paid more than three months before they fall due.


  If a renewal fee is not paid in due time, it may still be paid within six months of the due date, with an additional fee of 50% of the overdue renewal fee.57 In this case, the patentee will be informed of the failure to pay the renewal fee in time. If the renewal fee and the additional fee are still not paid within the additional six months, the patentee will be notified of a loss of rights.


  The renewal fees to be paid each year are set forth in the following table.
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  The renewal fees for EP-UEs correspond to the sum of renewal fees levied by the four countries (GB, DE, FR, NL) where European patents were most often validated in 2015, when the fee level was agreed.58 However, the EPO does not appear to intend to reduce the fee level to take account of the EP-UE no longer covering GB due to the UK's withdrawal of its UPCA ratification.


   2.3.2 Special Provisions Relating to the First Renewal Fee


  Depending on the filing date, the date of publication of mention of grant and the date of notification of registration of unitary effect, the patentee may only have a limited time for paying the first renewal fee. In the absence of any additional grace periods, it may theoretically even occur that renewal fees for the European patent fall due before unitary effect has been registered.


  Therefore, the UPP Rules introduce special provisions relating to the payment of the first renewal fee to simplify the procedure shortly after grant and to minimize the risk of losing rights.


   2.3.2.1 Three-Month Safety Period


  If the first renewal fee falls due within three months of the notification of the registration of unitary effect (Notification under Rule 7(1) UPP Rules), the patentee may still pay the renewal fee within this three-month period without any additional fee (Rule 13(4) UPP Rules). However, this provision does not affect the usual six-month period for the late payment of renewal fees together with the additional fee of 50%. As in all other cases, the six-month period starts running from the original due date. In the following example relating to a European patent having a filing date in February, the registration of unitary effect was notified on January 19, 2024. Despite a due date of February 29, 2024, the first renewal fee can be paid on or before April 19, 2024 without any additional fee and with an additional fee by August 31, 2024.
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   2.3.2.2 Renewal Fee Falling Due between the Mention of Grant and the Registration of Unitary Effect


  The first renewal fee may also fall due after the date of publication of mention of the grant in the European Patent Bulletin but on or before the unitary effect has been registered by the EPO. This may occur, e.g. if the publication of mention of grant falls in the same month as the anniversary of the filing date59, or the procedure for registering unitary effect takes longer due, for example, to a request for re-establishment of rights or the involvement of the UPC. Once the unitary effect has been registered, the EP-UE takes effect retroactively from the date of publication of mention of grant in the European patent Bulletin. Consequently, the renewal fee would automatically be overdue since the regular due date lies before the registration of unitary effect. In such a case, the due date is shifted to the date of the notification of registration of unitary effect, and the renewal fee can be paid within three months of notification without any additional fee (Rule 13(5) UPP Rules). The six-month period for the late payment of renewal fees together with the 50% additional fee also starts running from this new due date. In the following example, the due date for the first renewal fee, which is on February 29, 2024, is shifted to the date of notification of registration of unitary effect, which is on March 18, 2024.
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  3. Opposition and Limitation


  The EP-UE is a European patent. It can therefore be opposed and limited just like any other European patent. In this case, the established provisions of the EPC will apply.60


  HOFFMANN EITLE COMMENT


  Any limitation or revocation resulting from opposition or limitation procedures before the EPO will always affect the entire European patent. As an example, in the case of a European patent consisting of an EP-UE, an EP-ES, and an EP-CH, any limitation or revocation will affect identically the EP-UE, the EP-ES and the EP-CH. There does not seem to be any way for a patentee to limit solely the EP-UE part ex parte, e.g. in the event of later finding a national German patent application that was filed earlier but is unpublished which would result in a lack of novelty of claim 1 of the EP-UE, but not of the EP-ES or EP-CH.61 Such a limitation can, however, be requested by the patentee before the UPC in contentious inter partes proceedings.62


  4. Translation


  It is a requirement for grant of any European patent, also including the EP-UE, that the claims be translated into the three official languages of the EPO, i.e. English, German, and French. This translation of the claims must be provided when responding to the communication pursuant to Rule 71(3) EPC before grant.


  After grant, an EP-UE generally does not need to be translated any further, except at the request of a court or an alleged infringer in the event of a dispute regarding the translation.63 However, for the first six years, which may later be extended up to 12 years, a full translation of the EP's specification and claims must be provided in accordance with the following language regime:64


  

    where the language of the proceedings is French or German, a full translation of the specification of the European patent into English must be provided; and


    where the language of the proceedings is English, a translation into any other official language of the EU can be used.


  


  About 80% of the European patents are filed in English, and English is therefore generally the language of the proceedings. Thus, in most cases, the patentee can choose the language of the translation.


  HOFFMANN EITLE COMMENT


  Which language should the patentee choose for the translation? The main factor will be cost efficiency.


  For example, if the patentee wishes to validate the European patent in ES or PL as well, the best option would be to provide a full translation of the EP-UE into Spanish or Polish, whichever translation is most readily available and can be obtained at the best rate. The patentee can use the same translation then for its national validation in ES or PL and thus save costs.


  Conversely, if no national validation outside the EP-UE territory is planned, the patentee should consider that it might require a translation for later litigation. In this case, a German translation would likely be the best option. The figure above shows the relative market sizes. Germany is by far the largest market in the EU. If market size determines the likelihood of infringement and, hence, the likelihood of infringement litigation, filing a translation into German should be the most rational choice. Also, Germany is currently the most popular forum for patent litigation in Europe, and it is expected that the German Local Divisions will be similarly popular with patentees. Thus, if a German Local Division is the most likely forum for infringement litigation, filing a German-language translation may save costs at a later stage.


  The translation must be submitted within one month of the mention of grant.65 The EPO has implemented this literally, i.e. the complete translation will have to be prepared and filed together with the request for Unitary Effect; the EPO will, however, give an opportunity to remedy the deficiency if a translation is not submitted (→ PART C I. 2.1.2.3).66


  The Translation Regulation expressly provides that the correctness of the EP-UE translation does not have legal relevance; it is for information purposes only.67 This is different from the situation of national validation in ES, for example, where translation errors can have serious consequences.


  HOFFMANN EITLE COMMENT


  Although quality requirements are not expressly defined, submitting translations of particularly poor quality may not meet the requirements for registering the EP as an EP-UE, in particular if it is an apparently poor machine translation. Indeed, one objective of the translation requirement is to further train the machine translation service provided by the EPO to reach a level so that manual translations are no longer necessary.


  5. Enforcement


  The new Unified Patent Court (UPC) will be exclusively competent for any infringement action arising from an EP-UE, including provisional measures such as preliminary injunctions, and for any invalidation actions against the EP-UE (→ PART C II. 1.2).


  6. Alternatives to an EP-UE


  It is very important to realize that the EP-UE will not be "the new" European patent, nor will it be the only patent obtainable in the EU.68 The option to register unitary effect in all EP-UE States will be established, in addition to the existing option to validate the European "bundle" patent in any or all EPO Member States, and there will remain the alternative to apply for national patents instead of a European patent. For example, if inventors wish to have patent protection in France (FR), Germany (DE), and Great Britain (GB), either they can apply for national patents in these countries or they can apply for a European patent and validate it nationally in these three countries, as is the case now. Upon entry into force of the EU Patent Package, inventors have one more option to choose from with regard to the EP-UE territory. They can register the European patent to have unitary effect, which would cover Germany and France as well as many more countries, and they can, in addition, nationally validate the EP at the UKIPO to cover the United Kingdom as well.


  The only exception to this is that a national validation of a European patent will not be possible in EP-UE States if unitary effect has also been registered for the patent.
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  In the EU countries that do not qualify as EP-UE States, such as Spain, Hungary or Poland, for example (at the time of writing), and in all non-EU but EPO Member States such as the United Kingdom, Turkey or Switzerland, the existing national patents and the European "bundle" patent will remain the only alternative. To list the various options once more, patent applicants can obtain either (i) a national patent, (ii) a European patent with unitary effect, (iii) a European patent taking effect in one or more of the EPO Member States, or (iv) a combination of the alternatives (i) and (ii) or (iii), or even (i), (ii) and (iii) where the EP-UE does not cover all desired EPO Member States, i.e. a European patent which is registered to have unitary effect and also validated nationally in one or more of the other EPO Member States that are not among the EP-UE States at the time of registration.69


  Any new option entails both chances and risks. It will therefore be useful to briefly review all existing options and to compare their respective benefits and costs (→ PART C I. 8).


   6.1 National Patents and Utility Models


  The new EP-UE Regulation does not affect existing legislation on national patents. Recital (26) of the EP-UE Regulation explicitly states that this Regulation shall be without prejudice to the rights of the EP-UE States to grant national patents and should not replace the EP-UE States' laws on patents.


  Therefore, national patent offices will continue to exist, and it will still be possible to enforce national patents as before. As is the case now, it will not always be possible to enforce a national patent once a nationally validated European bundle patent based on the same invention and (priority) application has been validated or registered for unitary effect with regard to that country. Most EPO Member States have prohibited "double protection"70, although some are now amending such provisions in view of the EU Patent Package (→ PART C I. 7).


  In some countries, such as Germany, it is furthermore possible to apply for, or branch off, utility models based on a prior patent application. In the case of Germany, branching off permits that, until a German national or European patent has been finally granted or rejected, the applicant can apply at the German Patent and Trademark Office for the registration of a German utility model which will benefit from the priority date of that patent.


  Nothing changes with regard to the enforcement or invalidation of national patents or utility models either. With regard to national patents and utility models, the national courts retain their jurisdiction, and the UPC has no competence.


  HOFFMANN EITLE COMMENT


  The instrument of branching off utility models is often used in Germany to create an immediately enforceable IP right for an infringement action. The scope of the utility model can be tailored to the attacked embodiment and a cease-and-desist order can be obtained even before the European patent is granted. This instrument might become still more popular because the patentee can enforce, in parallel, both the European patent (with or without unitary effect) before the UPC and the utility model before a German national court, giving the patentee two chances to obtain a cease-and-desist order, at least in Germany. One should remember, though, that the maximum duration of a German utility model is ten years and that processes are not eligible for utility model protection.


   6.2 Nationally Validated European Patents


   6.2.1 Principle


  The national validation of European patents will also remain possible and will continue to be the only option to validate an EP in Non-EP-UE States. In the EP-UE States, the patentee must choose between an EP with unitary effect or nationally validated EPs.


   6.2.2 Validation


  As in the past, every European patent will need to be "validated" in those designated EPO Member States where the patentee wishes to have protection. The process of national "validation" consists of the appointment of a professional representative for the respective national part of the European patent, the filing of a translation where required by national legislation,71 and the payment of an official fee where required. Furthermore, renewal fees must be paid in each state where the patent is to be validated.


  This situation remains the same for all EPO Member States, including those that also offer the EP-UE. Thus, a nationally validated European patent, e.g. an EP-FR or EP-DE, will continue to exist and will be available, unless the patentee decides within a month after the mention of the grant in the European Patent Bulletin to file a request for unitary effect. Only if such a request is validly filed will the patentee no longer be able to pursue protection via, for example, an EP-FR or EP-DE patent in France or Germany but will achieve the same objective via the unitary effect of the EP-UE.72


   6.2.3 Translation Requirements for Nationally Validated EPs


  EPO Member States identified years ago that the translation requirement of nationally validated European patents leads to high costs for patent holders and recognized that the situation was a burden on the competitiveness of the European economy. In 2000, several EPO Member States therefore signed the "London Agreement" on the reduction of translation requirements according to the EPC, which came into force in 2008.73 Presently, 22 EPO Member States have joined the London Agreement or at least implemented it into national law, among them 14 EU Member States.74 Of these 14 EU Member States, five do not require any translations of the EP (Belgium, Germany, France, Ireland, and Luxembourg). The remaining nine require a translation of the claims into their official language (Croatia, Latvia, Lithuania, Slovenia, Denmark, Finland, Netherlands, Sweden, and Hungary) and six of them additionally require an English translation of the description if the EP is not drafted in English (Croatia, Denmark, Finland, Netherlands, Sweden, and Hungary). The remaining EU Member States still require a full translation of the European patent, i.e. Austria, Bulgaria, Cyprus, Czech Republic, Estonia, Greece, Italy, Malta, Poland, Portugal, Romania, Slovakia, and Spain. In some cases (e.g. Greece/Cyprus and Italy/San Marino), it is possible to use the same translation.


  Assuming the EP is drafted in English, a translation of the claims into German and French will be necessary under Rule 71(3) EPC. To cover the entire territory of the EU, the following translations are required after grant: the claims must be translated into Croatian, Latvian, Lithuanian, Slovenian, Danish, Finnish, Dutch, Swedish, Hungarian, Bulgarian, Greek, Czech, Estonian, Italian, Polish, Portuguese, Romanian, Slovakian, and Spanish (19 translations of the claims need to be provided). In addition, the description must be translated into German (for Austria), Bulgarian, Greek, Czech, Estonian, Italian, Polish, Portuguese, Romanian, Slovakian, and Spanish (11 translations of the description and drawings). The translation costs of (what the EU Commission considers to be) a "typical European patent" with 15 claims (2 pages) and 20 pages description can be estimated to be € 340.00 per language for the claims, and € 1,360.00 per language for the description. This adds up to a significant € 21,080.00 in translation costs if the entire territory of the EU is to be covered.


   6.2.4 Enforcement – Invalidation


  Even though nationally validated European patents (i.e. the classic EP bundle patent) will continue to exist and will likely remain the standard EP, dramatic changes will come with regard to their enforcement and invalidation. Currently, the national (patent) courts have exclusive competence for any infringement or invalidation lawsuit arising from a nationally validated EP; this will now change. With the UPCA entering into effect, the default competence for any classic "patent lawsuit", in particular any patent infringement or invalidation action, transfers, in principle, to the newly created UPC. Thus, it will ultimately be the UPC that will review and decide on cases concerning both nationally validated European patents and EP-UEs. There are, however, some exceptions to this principle, namely the transitional measures, which will be explained below (→ PART C II. 1.3).


  7. Limitations to Double Protection


   7.1 Introduction


   7.1.1 The Meaning of Double Patent Protection


  Double patent protection means that the same invention is protected in a certain territory by two patents with the same proprietor having the same filing or priority date at different territorial levels, e.g. a European patent and a national patent or utility model.


  The EPC does not prohibit such double patent protection by a European patent and a national patent or a national utility model for the same territory; this is left to the EPO Member States to possibly institute such prohibitions and to set forth the conditions.75 Accordingly, the rules on double (patent) protection vary from country to country.76


  This situation is not fundamentally changed by the introduction of the EU Patent Package, but some UPC Member States have reconsidered their position regarding double patent protection as discussed below.


  Double patent protection must be distinguished from two other similar scenarios that are subject to different rules:


  

    "double patenting" at the EPO, where the same applicant files two European patent applications claiming identical subject matter, e.g. in a parent and divisional application or an application and its priority application; and


    "double nationalization" of a European patent, where it is nationally validated in an EP-UE State and registered as an EP-UE.


  


   7.1.2 Double Patenting


  It was confirmed by the EPO's Enlarged Board of Appeal that, despite the absence of a statutory prohibition on double patenting, a European patent application claiming identical subject matter to a granted European patent can be refused by the EPO or a granted patent can be revoked in opposition proceedings.77 There is no issue, however, if claims only partially overlap and the claimed subject matter is not identical.


  Once granted by the EPO, such European patents, where the claims have partially overlapping scope, can be handled individually under the EU Patent Package. For example, the parent application may be registered as an EP-UE while the divisional application is validated as a traditional European patent or vice versa. During the transitional period, one nationally validated European patent may be opted out while the other remains within the UPC's competence.


   7.1.3 Double Nationalization


  Double nationalization of a European patent as both an EP-UE and a nationally validated European patent in an EP-UE State is precluded. A patentee may decide, though, to nationally validate in EP-UE States as a fallback position in the event that the registration as an EP-UE fails. However, once a European patent is registered as an EP-UE, any national validation in an EP-UE State is deemed not to have taken effect, retroactively as of the date of publication of the mention of the grant.78


   7.2 Double Patent Protection in Germany


  As will be shown with the example of Germany, some EPO Member States have amended their national rules on double protection in view of the EU Patent Package.


   7.2.1 German Law on Double Patent Protection Prior to the UPC


  Germany has made use of the option provided by the EPC to prohibit double patent protection under certain conditions, as set forth in Art. II § 8 of the German Act on International Patent Treaties (IntPatÜG).79 In essence, once a granted German national patent comes to co-exist with the German part of a European patent that either was not opposed or survived opposition, the national patent ceases to have effect (ex nunc) from the time that one of these conditions applies. In other words, the German national patent becomes ineffective to the extent that it protects the same invention, if the German part of the European patent is granted in a final and binding manner, provided that these patents are granted to the same inventor (or his legal successor) and have the same priority date.


  The prohibition of double patent protection was introduced by the German legislator because it was held that there is no legal interest in owning two patents for the same invention covering the same territory, and the European patent was considered to have a greater economic significance and thus should take precedence.80 The German patent subsequently loses its effect by law. Even if the European patent later lapses, this protection conferred by the German patent will not be revived.81


  In infringement proceedings based on the German patent, the defendant can thus claim that the (German) patent in suit has lost its effect under Art. II § 8 IntPatÜG insofar as it protects the same invention as the European patent.


  HOFFMANN EITLE COMMENT


  According to one of the leading legal commentators, the term "same invention" is to be interpreted rather restrictively. For example, a German patent does not lose its effect if the scope of protection of the German patent is broader in at least some respect, e.g. if the independent claim of the European patent includes one or more features that are not included in the independent claim of the German patent.82


  Because this is a scenario that is not uncommon, only very few decisions have found the double patent protection defense to be successful.


   7.2.2 German Law After the UPCA Enters into Force


  The UPC has led the German legislator to reconsider its position of giving the European patent precedence over a German national patent. The potential for central revocation of the European patent at the UPC has been seen as a significant new risk for patentees. The German legislator has therefore decided to keep the German national patent effective, unless the patentee opts out of the competence of the UPC (→ PART C I. 7.2.2.1). The new law, however, limits the Patentee's ability to enforce both the European patent at the UPC and the German national patent at a German court (→ PART C I. 7.2.2.2).


  Accordingly, the German law on double patent protection has been amended and is applicable as of the entry into force of the UPCA.83


   7.2.2.1 New Version of Art. II § 8 IntPatÜG


  The new Art. II § 8(1) IntPatÜG permits double protection for a German national patent and a non-opted-out European patent, as well as a German national patent and an EP-UE.


  However, if an opt-out has been registered, the previous rules will apply, prohibiting double protection for a German national patent and a European patent. Accordingly, the German national patent ceases to have effect when the last of the following three cumulative conditions has been fulfilled:


  

    no opposition has been filed by the end of the opposition period or opposition proceedings have concluded with maintenance of the European patent;


    the opt-out has been registered; and


    the German patent has been granted.84


  


  This loss of effect is final, and the German national patent will not regain effect, even if the opt-out is later withdrawn.


   7.2.2.2 Art. II § 18 IntPatÜG – Safeguard for Defendants in Case of Dual Enforcement


  A new provision (Art. II § 18 IntPatÜG) was introduced as a safeguard for defendants and to compensate for patentee's new freedom to enjoy double patent protection (→ PART C I. 7.2.2.1). The enforcement of a German national patent is restricted in order to mitigate the risk that both rights, the national patent and the European patent (including EP-UE), might be asserted against a defendant.


  A defendant may raise the objection that the enforcement of a German national patent before a German civil court is inadmissible if an infringement action against the same defendant is pending before the UPC or concluded with a final decision based on a European patent that a) was granted to the same inventor (or its successor in title), b) has the same priority as the German national patent, and c) relates to the same embodiment.85


  This objection must be raised prior to the commencement of the oral proceedings.86 Unlike in the case of prohibition of double patent protection, the national patent remains fully effective even after asserting the defense under Art. II § 18 IntPatÜG.


  HOFFMANN EITLE COMMENT


  For this provision to apply, an action must have been lodged at the UPC, even though the German court has shared jurisdiction with the UPC for non-opted-out European patents during the transitional period. This raises the question of whether a defendant should also be protected in the same way if both the national patent and the European patent are asserted in a national court.87 Whether the provision can be applied analogously at this national level will have to be decided by the German courts.


  Furthermore, this provision expressly stipulates that only the defendant must be identical in both proceedings; the plaintiffs may be different. This means that actions by another party (which obviously must have standing to sue), such as an exclusive licensee or an assignee, are also covered.88


  If all the prerequisites of the defendant's objection apply, the legal action is to be dismissed as inadmissible by the German civil court.89


  The above rules also apply to Supplementary Protection Certificates, for instance to SPCs granted on the basis of a German national patent in relation to the corresponding European patent or EP-UE, and furthermore to SPCs granted on the basis of a European patent or EP-UE in relation to the corresponding national patent.90


  For interim or protective measures, however, these rules do not apply.91 In cases where a quick injunctive relief is necessary, patentees can therefore enforce their German patent in provisional injunction proceedings in addition to main infringement or provisional injunction proceedings pending before the UPC. Such a strategy may be beneficial in matters where time is of the utmost importance, e.g. against generic competitors in the pharmaceutical field.


   7.3. Impact on Practice


  The new German provisions on double patent protection provides new strategies for patentees.


  During the transitional period (lasting seven years, extendable to a total of 14 years), traditional parent European patents and their corresponding one or more divisional European patents may be opted out independently, thus removing the European patent(s) in question from the jurisdiction of the UPC and avoiding a central revocation attack. The opt-out can be withdrawn later if so desired.92 The subject matter of the claims of the parent European patent and of its corresponding divisional European patents can overlap as long as it is not identical. The core of an invention can therefore be protected by several European patents and, provided that at least one remains within the UPC's competence, it can be enforced within all EP-UE States at once. For these patents, unlike for German national patents, the prohibition of double protection93 does not apply and the double assertion defense94 is not available to the defendant either. Therefore, during the transitional period, especially in the beginning, the strategy of filing parent and divisional application(s) with largely overlapping subject matter might be preferred over additionally filing a corresponding German national patent application.


  If, towards the end of the transitional period or thereafter, patentees still wish to have a patent right which is not subject to the UPC, filing a German patent application in addition to a European patent application (even for identical subject matter) to obtain a corresponding German patent might be worthwhile.


  An additional option for patentees, both during and after the transitional period, is to obtain a German utility model that can be branched off under certain circumstances95 from a pending patent application or patent. The branched off German utility model can be enforced independently of the national and European patent(s) with effect in Germany, without prohibition of double protection.


  The bottom line is that the new legislation in Germany concerning double patent protection will give more flexibility for patentees to develop a strategy, reconciling defensibility and enforceability of their technical IP rights.


   7.4. Legal Situation Regarding Double Patent Protection in Other UPC Member States


  France has introduced amendments that are similar to the ones adopted in Art. II § 8 IntPatÜG in Germany, allowing double patent protection for national patents and non-opted-out European patents or EP-UEs.96 Portugal has also amended their Industrial Property Code97 and simply deleted the previous provision (Art. 88 Portuguese Industrial Property Code) that prohibited double patent protection for national and European patents.


  The other UPC Member States that currently allow double patent protection by a national patent and a European patent are Austria, Denmark, Sweden and Finland.


  With the UPC coming into existence and amendments to the patent law in some of the major European jurisdictions, the new patent system might be a reason for further UPC Member States to also allow double patent protection in the future.


  The following table illustrates the legal situation with respect to double patent protection by national patents in addition to European patents and EP-UEs in 17 UPC Member States:98
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  8. Costs of an EP-UE and a Comparison with National Validations


   8.1 The Cost Factors for an EP-UE


  The costs for the future EP-UE will be composed of


  

    the application and prosecution costs;


    validation and renewal fees;


    translation costs; as well as


    agent fees and/or internal handling costs.


  


  8.1.1 Application and Prosecution Costs


  The application and prosecution costs of the EP-UE will correspond to those of a "normal" European patent or PCT-EP because there is no change in the procedure and schedule of fees up to grant.


  The average costs for filing and prosecuting a European patent up to grant vary widely depending, inter alia, on the field of technology, which is also reflected in the number of pages per patent application. For example, prosecuting patent applications in the life sciences field is generally much more expensive than applications in the automotive industry.


  In any case, no significant changes are to be expected with the introduction of the EP-UE with regard to this stage of prosecution.


   8.1.2 No Official Fee for the Registration of Unitary Effect


  For the registration of unitary effect, no official fee is charged by the EPO.


   8.1.3 Translation Costs


  As explained, during a transitional period, the request for unitary effect must include a translation of the patent either into English if the language of the patent is German or French, or, if the language of the patent is English, into any official language of an EU Member State (→ PART C I. 4).


  For obvious reasons, the translation costs will directly depend on the length of the text, the language of the source text and the language of the translation, and the quality of the translation desired.


  One aspect driving the introduction of the UPCA was the desire of many EP applicants to reduce the very high translation costs associated with the country-by-country validation of traditional European patents, even though these costs had already been considerably reduced by the London Agreement, which, as discussed above, stipulates for many countries that only the claims need to be translated. It is therefore counterintuitive that a full translation of a European patent must be included in the request for unitary effect. Against this background, this translation requirement is a transitional measure, which will be effective during the first six years from the entry into force of the UPCA99 and which could be prolonged up to twelve years. After that, patentees will no longer be required to file a translation of a European patent together with the request for unitary effect.


  Finally, a compensation scheme has been established to reduce the costs for small and medium enterprises (SMEs), natural persons, non-profit organizations, universities and public research organizations having their residence or principal place of business within an EU Member State; where such applicants file applications in an official language of the European Union other than English, French, or German, the costs of translating the application will be reimbursed up to a given amount.100 The compensation scheme is to be funded by the EPO's renewal fee income.


   8.1.4 Renewal Fees


  Upon the registration of unitary effect, renewal fees must be paid to the EPO. The mechanism for this and the amount for each patent year are set forth in (→ PART C I. 2.3).


   8.1.5 Agent Fees and/or Internal Handling Costs


  Finally, depending on the applicant's organization, either agent fees or the internal handling costs must be considered. These will typically be incurred for the filing of the request for unitary effect and for paying renewal fees.


   8.2 Cost Comparison between EP-UE and National Validations


  Comparing the costs of the EP-UE route versus national validations is naturally one of the most important decision factors for applicants. We are using "EP-UE route" in the following as an abbreviation for the route which includes the EP-UE and in addition may include national validations in EPO Member States which the EP-UE does not (yet) cover, e.g. Spain and the United Kingdom. Comparing the costs of the two routes unfortunately requires an individual assessment, taking into consideration the countries the patentee wishes to cover and the patentee's specific individual costs for internal handling, agents, translations etc. General statements can only be made with certainty regarding the "more extreme" scenarios, and the point at which the EP-UE route would result in lower costs than national validations can only be determined approximately and with some caveats. HOFFMANN EITLE provides an online cost calculator to assist in assessing individual cost scenarios.101


  Which route provides the better cost-benefit ratio is difficult to generalize for two reasons. Firstly, several countervailing factors have an influence on the total costs over a patent's lifetime. Secondly, patentees will not benefit to the same extent from the additional territory that the EP-UE route will provide. The factors to be considered for a cost comparison are, in no particular order, validation and renewal fees, translation costs, as well as the respective agent fees and/or internal costs. The costs associated with those factors for the national validation route depend not only on the number of national validations but also on the specific countries chosen for national validation.


  National validation and renewal fees differ significantly. For example, the total renewal fees in Austria amount to € 12,838 while in Poland they are only € 3,430 (in each case, year six through twelve). The influence of the renewal fees of each respective route on the total cost also depends on the years for which these renewal fees are payable, i.e. after how many years the patent is granted, as well as for how many years it is maintained.


  As to the respective translation costs, only some countries require a translation of the entire patent, or at least the claims for a national validation. The EP-UE route will require one full translation at least during the first six years (→ PART C I. 4). Depending on the countries that would otherwise be chosen for national validation, the translation costs for the EP-UE route may thus be higher or lower. Patentees may, however, be able to offset translation costs if such a translation already exists or is needed anyhow, e.g. for a national validation in a third country. For example, if the patent is in English and is to be validated in Spain, the Spanish translation can be used when applying for the unitary effect, even though Spain does not (yet) participate in the UPCA.


  The EP-UE route will, in almost all cases, require less administration. Instead of having to validate and pay renewal fees at several national patent offices, the patentee can request the registration of unitary effect at the EPO and will pay renewal fees for all EP-UE States centrally to the EPO. How much impact this reduction in administrative burden has depends on the number of national validations that can be replaced by the EP-UE and the patentee's individual cost structure. While savings can be achieved, we regard the impact of this cost factor to be much lower compared to the others.


  It must moreover be mentioned that, if the EP-UE route is chosen, one common cost management tool will no longer be available to the same extent, namely the pruning of a patent portfolio; if the patent is nationally validated, a patentee can let individual countries lapse while keeping the patent in force in other, more commercially important countries. In contrast, the patentee can only maintain or abandon the EP-UE in its entirety.


  Taking the above caveats into account, the following scenarios may give some general guidance:


  For the combination of validation countries that is currently most common, namely DE, FR, UK, it will be significantly cheaper to stay with national validations (a national validation would be required for the UK either way). We estimate cost savings relative to the EP-UE + UK of about 40% and up to about € 20k if the patent is maintained for 20 years. This is mainly due to the higher renewal fees and the cost of the translation which exceed any savings in validation costs, including agent fees.


  The cost savings of a national validation would be less significant if the patent were to be validated in Italy as well (i.e. DE, FR, UK, IT). Here we estimate the national validation to be up to 20% less costly than the EP-UE route (corresponding to savings of slightly less than € 10k). If the patent is not maintained beyond year fourteen, and also depending on the individual cost factors, the potential savings could be significantly lower, e.g. only € 2k. The reasons for this are that one translation is required for each route, the difference in renewal fees during this time period is less substantial, and the (national) validation versus (EP-UE) registration costs are a more significant factor.


  National validation will be more expensive, i.e. the EP-UE will achieve the promised savings, if the national validation is intended additionally to cover the Netherlands (i.e. the desired minimum territory is DE, FR, UK, IT, NL). Here the national validation route would be about 15% more expensive over the full twenty years, and in total incur additional costs of about € 3k to € 9k.


  In summary, the break-even point in costs of an EP-UE vs. national EPs is around four validation states, provided they are all EP-UE States.102 That is, if a patent were to be validated in four or more EP-UE States, in particular if at least one translation is required for the national validation, one can generally expect that staying with the national validation route will be as expensive or even more expensive than using the EP-UE. Conversely, choosing the EP-UE route if the patent is to be validated in four or more EPO Member States will likely save costs, unless "pruning" is a measure the patentee regularly makes use of.


  While for many applicants the above cost comparison will be the more important aspect because they must work with largely fixed budgets for their IP activities, the EP-UE's value proposition also includes the economic value of the patent. Naturally all the above national validations cover less commercial activity than the respective EP-UE routes. For example, a national validation in the scenario DE, FR, UK may save about 40% costs compared to the EP-UE route, but would also result in about 40% less coverage103, and in the scenario DE, FR, UK, IT a cost saving of 20% must be balanced against a loss of about 23% coverage.


  9. SPCs under the UPCA


  According to the current regime, the owners of patents for pharmaceutical or agrochemical inventions can seek an extension of their patent (the so-called basic patent) for up to five years by means of a supplementary protection certificate (SPC) in order to compensate for the loss of effective patent term caused by the delay in obtaining a marketing authorization for the product protected by the patent. The rules are laid down in the corresponding EU regulations 469/2009 for medicinal products104 and 1610/96 for plant protection products105 ("SPC Regulations"). SPC applications need to be filed on a country-by-country basis within six months of the date of the marketing authorization taking effect in the Member State concerned if the basic patent has already been granted.


  Against this background, many stakeholders had hoped that the introduction of the UPC and the EP-UE would also simplify the SPC practice in Europe. To some extent this is achieved on the litigation side because it is possible to litigate national SPCs at the UPC (→ PART C II. 1.2.2.2.1). The EU Patent Package, however, lacks specific provisions amending the SPC Regulations, in particular any that would be suitable to create a unitary SPC.


  Thus, the most important change for patent holders seeking SPC protection is the option to rely on an EP-UE as a basic patent. That this is possible follows from the broad definition of suitable basic patents in the SPC Regulations and is corroborated by the Rules of Procedure of the UPC.106


   9.1 National SPCs Based on EP-UEs


  For EP-UEs to be accepted by applicants of pharmaceutical or agrochemical patents, it is crucial that EP-UEs can also be used for the extension of the 20 year patent term by means of an SPC. According to a study conducted by the Max Planck Institute into the legal aspects of SPCs in the EU (MPI study)107, legal scholars and the national patent offices agreed that this is possible. This has also for some territories been expressly stated, for example for Germany in the German Act on International Patent Treaties.108


  This conclusion can be reached as follows. Both SPC Regulations stipulate in Art. 1(9) that the "basic patent" can be any patent which protects a product as such, a process to obtain a product or an application (use) of a product, without further specifying the nature of such a patent, i.e. whether it is a national patent or an European patent. It is the established practice of all national patent offices to grant SPCs on the basis of nationally validated EP (bundle) patents. For the purpose of Art. 1(c), the registration of the unitary effect for a European patent does not change the nature of the patent concerned.


  However, the SPC Regulations and the EU Patent Package have not yet been brought into full alignment by the EU legislator. As a result, several issues of interpretation have been identified.


  For instance, according to Art. 30 UPCA, a supplementary protection certificate shall confer the same rights as conferred by the patent and shall be subject to the same limitations and the same obligations. Along the same lines, Art. 5 of both SPC Regulations states that the certificate shall confer the same rights as conferred by the basic patent. The plain wording of these provisions suggests that a national SPC based on an EP-UE should be enforceable in all EP-UE States, even if it has only been granted with effect for one state. However, this interpretation is at odds with the principle that national patent offices can only grant rights limited to the territory of the respective state. Further, this interpretation also does not consider the principle that SPCs may be granted only when a marketing authorization exists in the EU Member State where the application is made. Against this background, irrespective of the misleading wording of Art. 30 UPCA and Art. 5 of the SPC Regulations, SPCs granted by a national patent office based on an EP-UE must be considered as national rights.109


  With respect to appeals against decisions issued by the national patent offices and the national courts, the SPC Regulations also refer to national law, see e.g. Art. 18 of the SPC Regulation for medicinal products:


  The decisions of the authority referred to in Art. 9(1) or the bodies referred to in Art. 15(2) and 16(2) taken under this regulation shall be open to the same appeals as those provided for in national law against similar decisions taken in respect of national patents.


  Thus, decisions taken by a national patent office or the court of an EP-UE State, such as the rejection of a grant of an SPC or its invalidation, cannot be appealed to the UPC, even though this might be desirable for reasons of harmonization, in particular to national practices regarding SPCs granted on the basis of an EP-UE. Otherwise, in SPC infringement proceedings, the UPC, having exclusive jurisdiction may, in some cases, be prevented from issuing one judgment applicable to the entire territory of the EP-UE in view of discrepancies in the scope and interpretation of SPCs granted for an EP-UE among different Member States.


   9.2 Proposal for an SPC with Unitary Effect


  Many sound reasons speak in favor of the introduction of an SPC with unitary effect. At present, a single procedure to obtain SPC protection in several EU Member States is not available. Therefore, as mentioned before, patentees who seek to obtain SPC protection throughout the European Union must typically entrust national agents in 27 EU states with the filing of corresponding national applications and keep track of their prosecution, grant and maintenance by renewal fees. The current procedure is thus unnecessarily complicated and expensive. Furthermore, it also causes duplication of work on the part of the national patent offices, which need to examine in parallel almost identical applications. This lays the foundation for diverging assessments by the national patent offices with the consequence that, in some EU Member States, an SPC application may be granted with an amended product definition or even rejected, while in other states the application proceeds to grant without any difficulties. This situation clearly contravenes the aim of Art. 118(1) Treaty on the Functioning of the European Union (TFEU) to create uniform patent protection within the internal market.


  Against this background, the EU Commission published a strategy paper110 in 2015 addressing among other things:


  […] uncertainties over how the unitary patent will work together with national patents and current EU rules on national supplementary protection certificates (SPC) granted under the EU SPC arrangements and the creation of a unitary SPC.


  The Commission identified a lack of coherence in the unitary patent system in the absence of a unitary SPC as being a main issue of concern. Accordingly, the Commission announced that it would consider and, as appropriate, bring forward a recalibration of the patent and SPC regulatory framework in the EU, including a unitary SPC.111


  However, little progress has been made since then, presumably in part due to the delayed entry into force of the UPCA. As the following discussion may show, the introduction of a unitary SPC title does not only raise various legal questions but, depending on the authority entrusted to grant the same, may also require substantial efforts to provide the necessary organizational framework.


   9.2.1 Which Authority Will Be Responsible for the Grant of Unitary SPCs?


  The already cited MPI study112 examines in detail which authorities may be suitable to be entrusted with the grant of unitary SPCs along with the pros and cons associated with the respective options, the authorities being:


  

    the national patent offices, which could grant unitary SPCs in a system of mutual recognition;


    the European Medicines Agency (EMA) based in Amsterdam;


    the European Union Intellectual Property Office (EUIPO) based in Alicante, which is a true EU authority currently entrusted with the grant of EU trademarks and industrial designs;


    the EPO; and


    a virtual authority staffed with experienced SPC examiners from the national patent offices.


  


  A survey conducted in connection with the MPI study pointed to concerns on the part of stakeholders and national patent offices regarding the use of options (ii) to (iv), the reason being that neither the EUIPO, nor the EMA, nor the EPO has the expertise needed for the task of granting SPCs. A large majority of stakeholders favored the grant of the unitary SPC by a virtual (EU) office (option (v)) with appeals being directed to the UPC. However, the MPI study also concludes that this would be a quite substantial legislative project. By contrast, using an existing EU granting authority such as the EUIPO with subsequent appeal to the General Court of the EU (GCCU) would present the fewest legal hurdles to a quick implementation of a granting system for unitary SPCs.113


   9.2.2 Unitary SPCs and National Marketing Authorizations


  SPCs can only be granted if two essential requirements are fulfilled, these being the existence of a basic patent protecting the product of the SPC in the country where the application was filed and the existence of a marketing authorization for this product in the same country.114 This territorial congruence can easily be checked by the national patent offices when examining national SPC applications. For the grant of unitary SPCs, the necessary territorial congruence poses a challenge, however. The reason for this is that only central marketing authorizations, which are issued by an EU authority with effect for the entire EU, would necessarily cover the territory of any EP-UE used as basic patent.115


  However, central marketing authorizations are not available for plant protection products. For the authorization of plant protection products, a zonal system has been established that follows climate considerations. Marketing authorizations are granted by the competent national authority of one EU Member State. The other EU Member States in the same zone are in principle obligated to accept this decision on a mutual recognition basis. Only in specific situations where climate considerations do not play a role, for instance if the product is intended to be used in a greenhouse, all EU Member States are considered to belong to one single zone.116


  In the case of medicinal products, conducting centralized authorization procedures is mandatory if certain indications or types of medicines specified in the Annex of Reg. 726/2004 are concerned.117 It is optional for other medicines if these contain new active substances for indications other than those specified in the Annex and/or represent a significant therapeutic, scientific or technical innovation and/or if the authorization would be in the interest of public or animal health at EU level.118 While the majority of new, innovative medicines are thus evaluated by EMA and authorized by the European Commission in order to be marketed in the EU, some medicines including old active substances are still authorized at national level. If a company wishes to request marketing authorizations in several EU Member States for a medicine that is outside the scope of the centralized procedure, it may use the mutual recognition procedure or the decentralized procedure.119


  Thus, if the eligibility for unitary SPCs is not to be limited to central marketing authorizations, any proposal for the creation of a unitary SPC must therefore take into account that the existing national marketing authorizations on which the applicant intends to rely (i) do not necessarily cover the entire EP-UE territory and/or (ii) are not normally granted at the same time. Various issues resulting from these particularities are discussed in the MPI study.120 


  In the event that the available national marketing authorizations do not cover the entire EP-UE territory, one option according to the MPI study would be to grant the unitary SPC only for the corresponding part of this territory. In the alternative, the unitary SPC could be granted for the entire EP-UE territory while limiting its enforceability to the territory where a marketing authorization exists.


  In order to cope with the different issuance dates of national marketing authorizations, the MPI study contemplates two models of unitary SPC right, having either static or dynamic territorial coverage:


  

    	According to the static model, the territorial coverage would be limited to the EP-UE States where a marketing authorization exists on a "critical date" (deadline) by which the application for a unitary SPC must be filed. In all those states where the marketing authorization is issued after this critical date, it would be necessary to file corresponding national SPC applications relying upon the same EP-UE.


    	The second option would be a unitary SPC with dynamic territorial coverage. This would require that the EU legislator provide for the possibility that the owner of the EP-UE could file a request for an extension of the territorial scope of the unitary SPC itself if further national marketing authorizations are issued after a critical date still to be specified. The territorial scope of this "unitary" right could thus be expanded over time, at the latest by the expiry of the EP-UE.


  


  The second model has also been discussed in the literature and is favored by representatives of the plant protection industry.121 For the acceptance of this model, it will be decisive whether sufficient information on national authorization procedures pending for the product of the unitary SPC will be made available by the national authorities in order to protect the interests of third parties. Without this information, they could be faced with a sudden, unexpected extension of the territorial coverage of a unitary SPC.


  The above shows that, before a unitary SPC becomes reality, many legal and practical questions need to be clarified. A simple adaptation of the existing SPC Regulations will not suffice to create a reliable, balanced and transparent system for the creation of unitary SPCs. Rather, greater legislative efforts are likely to become necessary to achieve this goal within the not too distant future.


   




  II. Actions before the UPC


  1. International Jurisdiction and Competence


  Rules on international jurisdiction and competence provide for a burden-sharing among the courts. They should be based on the nature of the case and considerations of suitability, fairness and predictability, thereby safeguarding the right to be heard before a court and the right to the lawful judge. The UPC Agreement distinguishes between the international jurisdiction of the court and its competence in relation to the national courts of the UPC Member States.


  If the UPC does not have international jurisdiction and competence for the subject matter of the proceedings, a defendant may raise this as a preliminary objection (→ PART C II. 11.6.1.3). If the defendant fails to object within one month from the service of the complaint, they are deemed to have submitted to the jurisdiction and competence of the UPC.122


   1.1 The International Jurisdiction of the UPC


  According to Art. 31 UPCA, the international jurisdiction of the UPC shall be established in accordance with the Brussels Ia Regulation123 or – where applicable – the Lugano Convention (LC).124 This is consistent with the classification of the UPC as a court common to the UPC Member States, which is subject to the same obligations as any national court of a UPC Member State.125 The UPC has international jurisdiction in relation to, inter alia, infringement and validity of European patents (EP) and EP-UEs.126 If the UPC has no international jurisdiction, this may be raised as a defense if, for example, infringement proceedings are commenced at the UPC nevertheless. The national courts have jurisdiction under the Brussels Ia Regulation and the Lugano Convention in areas of law which fall outside the ambit of the UPC's jurisdiction.


  For the purpose of determining jurisdiction, four groups of states can be distinguished:
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  Group 1 : EU Member States and initial UPC Member States


  Group 2 : EU Member States, but not UPC Member States


  Group 3 : Non-EU Member States that are EPO Member States and members of the Lugano Convention; CH, IS and NO


  Group 4 : EU Member States that are EPO Member States, but not members of the Lugano Convention; AL, LI, MC, MK, RS, SM, TR and UK


   1.1.1 Background – Brussels Ia Regulation / Lugano Convention


  The (recast) Brussels Ia Regulation, which replaced the Brussels I Regulation with effect from January 10, 2015, sets out rules determining the international jurisdiction of the courts of the EU Member States as well as rules preventing parallel proceedings before the courts of different EU Member States. The Brussels Ia Regulation is presently applicable in 26 Member States of the European Union. The remaining EFTA Countries, i.e. Iceland, Liechtenstein, Norway, and Switzerland, are connected by the Lugano Convention to the Brussels Ia Regulation. The Lugano Convention Standing Committee considered amending the Lugano Convention in accordance with the recast, but "made no recommendation on the possible amendment of the Lugano Convention and did not decide on any further steps." Concerning Denmark, the Lugano Convention refers to the application of the Brussels Convention (Art. 64(1) LC) which preceded the Brussels I Regulation.


  In 2014/2015, the Brussels Ia Regulation was further amended to clarify provisions regarding jurisdiction of the Unified Patent Court and the Benelux Court of Justice.127


  The relationship between the Brussels Ia Regulation and the Lugano Convention is as follows: if a defendant has their domicile in a Member State of the Brussels Ia Regulation, the Brussels Ia Regulation will apply. If a defendant is domiciled in a Member State of the Lugano Convention, the Lugano Convention will apply (Art. 64(1) LC, Art. 68 (2) BR Ia). If the defendant is domiciled in Denmark, the Lugano Convention will apply.


  The UPC Agreement establishes a court common to those EU Member States that ratified the UPC Agreement. This single court replaces the national courts previously competent for the matters governed by the UPC Agreement. The UPC Agreement regulates the internal distribution of competencies between the different divisions of the UPC and the enforcement of the judgments of the UPC in the UPC Member States. Whether the UPC has international jurisdiction is decided in accordance with the Brussels Ia Regulation (or the Lugano Convention). Art. 71(a) Brussels Ia Regulation explicitly identifies the UPC as a "court" with the meaning of the Brussels Ia Regulation.


  The following sections concern actions brought before the UPC in relation to EP-UEs, and not opted-out European patents.


   1.1.2 Defendant Domiciled in an EU Member State


  With regard to defendants domiciled in an EU Member State which is also an UPC Member State, the Brussels Ia Regulation is applicable. According to Art. 71b(1) BR Ia Regulation, the UPC has jurisdiction where the courts of an EU Member State would have jurisdiction under the rules of Chapter II.


   1.1.2.1 General Rule – Domicile of the Defendant


  The general rule of the Brussels Ia Regulation (and the Lugano Convention) is that jurisdiction is to be exercised by the country in which the defendant is domiciled, regardless of nationality.128 Thus, all actions against a defendant can be brought in the court at their place of domicile which, if it is a company or other legal person, is their statutory seat, central administration, or principal place of business. 129


  As not all UPC Member States have established their own Local Division, it may well be that a defendant domiciled in a UPC Member State not having a Local Division will be sued before a division of the UPC court that is located in another participating UPC Member State.


  Example (1): As Lithuania is one of the UPC Member States, a Lithuanian defendant can be sued before the UPC. However, Lithuania does not have its own UPC Local Division but a Regional Division together with Sweden, Estonia and Latvia. This Regional Division is located in Stockholm in Sweden. Thus, the Lithuanian defendant can find themselves either before the Regional Division in Stockholm, or before the Central Division in Paris or Munich.


   1.1.2.2 Special Jurisdiction: Location of the Harmful Event


  Apart from the general rule on jurisdiction, in certain circumstances a defendant domiciled in a Member State may be sued in the courts of another country. In matters relating to torts, Art. 7(2) Brussels Ia Regulation provides that an infringer may be sued in the country where the patent infringement occurred or may occur. Since the infringement of a patent is a tort, the claimant thus has a choice between the general forum of the courts in the defendant's country of domicile or the special forum where the patent infringing act was committed. In other words, the claimant does not have to follow the infringer to their home court but can sue them where the infringement occurred.


   1.1.2.3 Special Jurisdiction: Co-Defendant's Domicile


  In many cases, more than one infringer commits an infringement. If there are two or more defendants, Art. 8(1) of the Brussels Ia Regulation provides that all co-defendants can be sued in the country where one of them (the anchor defendant) is domiciled, provided the claims are so closely connected that it is expedient to hear and determine them together to avoid the risk of irreconcilable judgments resulting from separate proceedings. Art. 8(1) Brussels Ia Regulation reads as follows:


  A person domiciled in a Member State may also be sued:


  (1) where he is one of a number of defendants, in the courts for the place where any one of them is domiciled, provided the claims are so closely connected that it is expedient to hear and determine them together to avoid the risk of irreconcilable judgments resulting from separate proceedings;


  (emphasis added)


  As can be seen, Art. 8(1) Brussels Ia Regulation provides for a number of conditions:


  

    	co-defendants must be domiciled in an EU Member State;


    	at least one of the defendants must have their domicile in the country of the court seized;


    	the claims between the co-defendants must be "closely connected"; and


    	it must be expedient for the court to decide regarding co-defendants in one proceedings to avoid irreconcilable judgments resulting from separate proceedings in the contracting states.


  


  Example (2): Company A is the owner of an EP-UE. The patent is infringed by X and their local subsidiaries in Germany, the Netherlands, France, and Italy. Company A can jointly sue X-Germany, X-Netherlands, X-France, and X-Italy before a court in Germany, the Netherlands, France, or Italy.


   1.1.3 Defendant Domiciled in a Member State of the Lugano Convention


  If a defendant is domiciled in a Member State of the Lugano Convention, i.e. Switzerland, Iceland or Norway, the position is largely similar to that of defendants domiciled in an EU Member State. Reference is therefore made to the explanations in (→ PART C II. 1.1.2).


   1.1.4 Defendant Domiciled in a Third Country


  For defendants domiciled outside a Member State of the EU and the Lugano area, Art. 6(1) Brussels Ia Regulation provides the general rule that the jurisdiction of the courts is determined in principle by the provisions of national law, e.g. Sections 12 et seq. of the German Code of Civil Procedure. The exceptions relevant for patent matters are Art. 24(4) Brussels Ia Regulation (exclusive jurisdiction of the state where a patent is registered regarding validity of this patent) and Art. 25 Brussels Ia Regulation (prorogation).


  However, the general rule provided in Art. 6(1) Brussels Ia Regulation is inappropriate for patent infringement proceedings. Therefore, the new Art. 71b Brussels Ia Regulation provides for jurisdiction of the UPC in the cases described below, even if the defendants are domiciled outside a Member State of the EU and the Lugano area.


   1.1.4.1 Applicability of Chapter II Brussels Ia Regulation


  The new Art. 71b(2) Brussels Ia Regulation provides that Chapter II of the Brussels Ia Regulation (the chapter concerning jurisdiction) "shall apply as appropriate regardless of the defendant's domicile", if no jurisdiction is otherwise given under the Brussels Ia Regulation. Consequently, the UPC has jurisdiction over defendants domiciled outside the EU Member States and the Lugano Convention area (e.g. over defendants domiciled in Japan, the US or China) in the following situations:


  

    	an infringing act committed in the area of a UPC Member State;130


    	a dispute arising out of the operations of a branch, agency or other establishment;131


    	joint defendants;132


    	counterclaims.133


  


  Example (3): A German patentee can bring an action for infringement of their European patent (nationally validated European Patent or EP-UE) against a US- or China-based infringer before the German Local Division of the UPC if the infringement occurs in Germany.


   1.1.4.2 Damages Jurisdiction Over Infringement Occurring Outside the EU – "Long-Arm Jurisdiction" of the UPC


  According to Art. 71b(3) Brussels Ia Regulation, the UPC has a limited "long-arm" jurisdiction in disputes relating to infringement of a European patent to award damages, even if arising outside of the European Union. The idea behind this rule is that foreign defendants with property within the jurisdiction of the UPC should not be able to avoid the court's jurisdiction. In most cases the "long-arm" jurisdiction of the UPC will be of minor interest as it is restricted to the assessment of damages and is only available where the jurisdiction of the UPC is founded on infringements occurring within a UPC Member State. In order for the UPC to assume jurisdiction, additional requirements must be met:


  

    UPC has jurisdiction in a dispute relating to the infringement of a European patent; and


    infringement must give rise to damages within the EU; and


    defendant must have (sufficient) property in one of the UPC Member States; and


    the dispute must have a sufficient connection to the state where the property is located.


  


  This long-arm jurisdiction is not available, however, in respect of infringement occurring in any Member States of the Lugano Convention if the defendant is domiciled in any of these states (i.e. Switzerland, Iceland or Norway). This restriction arises from provisions within the Brussels Ia Regulation which give primacy to the Lugano Convention, and the fact that the Lugano Convention has not been amended to acknowledge the long-arm jurisdiction of the UPC.


  Example (4): Swiss company A owns an EP validated in all EPO Member States. The US based company X, which has its European headquarters in Luxembourg, sells its goods in Ireland, Spain, the UK and Turkey. These products infringe A's European patent.


  The UPC has jurisdiction to hear the infringement case according to Arts. 71b(2), 7(2) Brussels Ia Regulation, since the infringing act is committed in at least one UPC Member State (i.e. Luxembourg). Thus, the UPC can decide on infringement and damages having occurred in Luxembourg (and other UPC Member States). But what about damages occurring in Spain, the UK and Turkey? Art. 71b(3) Brussels Ia Regulation refers to "damage arising outside the Union" (i.e. outside an EU Member State). Thus, Art. 71b(3) Brussels Ia Regulation does not apply to Spain as it is a Member State of the EU. The UPC therefore has no jurisdiction to decide on damages occurring in Spain. Whether this is different for the UK (which is located in Europe but no longer an EU Member State since Brexit) and Turkey depends on whether the additional requirements of Art. 71b(3) (see items iii. and iv. above) are fulfilled. Since X has its headquarters in Luxembourg, it is safe to assume that it owns sufficient property in a UPC Member State (see item iii. above). If the Luxembourg headquarters are involved in the infringement, relevant infringement evidence may be located and found in Luxembourg. This constitutes a sufficient link to the state where the property is located (item iv. above). Thus, the UPC has jurisdiction in relation to damages arising in the UK and Turkey.


   1.1.5 Exclusive Jurisdiction – Regardless of the Domicile of the Parties


  Art. 24(4) Brussels Ia Regulation stipulates that each EU Member State has exclusive jurisdiction to determine the validity of a European patent granted for its territory regardless of the domicile of the parties. Since the UPC is a court common to all UPC Member States, it has exclusive jurisdiction for all revocation actions against EPs and EP-UEs, without being expressly mentioned in Art. 24(4) Brussels Ia Regulation.


  Example (5): French company F is the owner of an EP validated in all EPO Member States. Italian company I sells infringing products in Spain (a non-UPC country), Italy and the Netherlands. F may sue I before the UPC for infringement in Italy and the Netherlands. In addition, F can also bring an action before the Spanish courts for infringing acts committed in Spain. I can bring a counterclaim for revocation before the UPC claiming invalidity of the patents for Italy, the Netherlands and all other UPC Member States. Since Spain is not a UPC Member State, a revocation action regarding the Spanish part of the EP has to be brought before the Spanish court which has exclusive jurisdiction for patents registered in Spain.


   1.2 The UPC's Competence in relation to the National Courts


  In addition to having international jurisdiction, the UPC must have competence for the subject matter of the action. The rules on the UPC's competence determine the cases for which the UPC as a supranational court has exclusive or – during the transitional period – shared competence in relation to the national courts of the UPC Member States. The UPC's competence is determined by two factors, the type of patent right and the type of action.


   1.2.1 Types of Patent Rights Within the UPC's Competence


  The UPC has competence not only with regard to EP-UEs134, but also, subject to certain conditions, regarding European patent applications, nationally validated European patents, and Supplementary Protection Certificates (SPCs). SPCs are only within the UPC's competence, however, if the underlying basic patent is a European patent (with or without unitary effect), and not a national patent.135 In practice, SPCs based on national patents are quite rare though.


  The court's competence regarding these IP rights is not all-encompassing; it is limited by the types of action for which the UPC has competence (→ PART C II. 1.2.2).


  Regarding European patent applications and nationally validated European patents, the UPC's competence is limited to existing and future applications and patents, i.e. applications that are pending and granted patents that have not yet lapsed at the time the UPCA enters into force.136 Moreover, during a transitional period of at least seven years, the UPC's competence in respect of these rights is shared with the national courts (→ PART C II. 1.3.1) and patentees may decide to opt out of the UPC's competence altogether (→ PART C II. 1.3.2).


  The same is true of SPCs (cf. → PART C I. 9).137 Even though the UPCA does not expressly set forth the same requirement of pendency as of the time the UPCA enters into force, it is regarded as implicit that the SPC may not have expired already. There is no convincing reason why SPCs should be treated differently from patents in this regard. Moreover, while in contrast to Art. 3(c) UPCA regarding nationally validated European patents and Art. 3(c) UPCA regarding European patent applications, Art. 3(b) UPCA regarding SPCs does not include the same express reference to Art. 83 UPCA, the transitional shared competence and right to opt out, SPCs are specifically addressed in Art. 83 UPCA. This should remove any doubt that these exceptions apply to them too.


  In contrast, neither the shared competence nor the opt-out option applies to European patents for which unitary effect has been registered (EP-UEs), nor to SPCs based on EP-UEs.


   1.2.2 Types of Action Within the UPC's Competence


   1.2.2.1 Conclusive List of Competence


  The types of action for which the UPC is competent are conclusively listed in Art. 32 UPCA. For these actions the UPC has exclusive competence.


  The following is a short list which also refers to the respective sections of this book where each action is addressed in more detail:


  

    [image: Conclusive List of Competence table]

  


  HOFFMANN EITLE COMMENT


  A rather curious representative on the list of actions within the competence of the UPC is the action relating to "the right based on prior use of the invention" in subparagraph (g). The prior use right is a limitation granted under national laws to persons who fulfil certain conditions of having used the invention prior to the patent application (→ PART C: II. 9.4.3). This shall protect investments in technologies for which no application for patent protection has been made. A prior use right is usually asserted, however, as a defense in an infringement action or as a ground for non-infringement which can be asserted in an action for declaration of non-infringement (DNI). Thus, even though Art. 32(1)(g) UPCA speaks of "actions" relating to the use of an invention, the UPC's competence also covers a decision on rights based on prior use asserted "only as an objection" in infringement proceedings or DNIs.


  As shown, these actions can be grouped into the three categories under which we will address them below:


  

    	infringement issues (→ PART C II. 1.2.2.2);


    	invalidity issues (→ PART C II. 1.2.2.3); and


    	other issues (→ PART C II. 1.2.2.4).


  


  The UPC only has "exclusive" competence over those actions mentioned in Art. 32 UPCA. Does the wording "exclusive" in Art. 32 UPCA imply that the UPC retains "non-exclusive" competence for such actions not listed in Art. 32 UPCA? The consequence of this would be that such action could be filed with either the UPC or a national court. Or does Art. 32 UPCA actually mean that for all actions not mentioned in this article, the competence is not with the UPC but (exclusively) with the national courts and that therefore these actions can only be filed with the national courts? The latter interpretation appears to be correct since Art. 32(2) UPCA makes it clear that:


  The national courts of the Contracting Member States shall remain competent for actions relating to patents and supplementary protection certificates which do not come within the exclusive competence of the Court.


  (emphasis added)


  However, what about actions not mentioned in Art. 32 UPCA, such as actions regarding compulsory licenses, disputes regarding inventorship and actions regarding entitlement to the patent? Since the UPCA does not give the UPC jurisdiction for these matters, actions which are missing from this list of actions remain within the exclusive jurisdiction of the UPC Member States. This means, for example, a person who has been contractually promised to be assigned an EP-UE or other covered IP right must enforce its claim before a national court. The same is true for claims under a license agreement, e.g. the licensor's claim for royalties. A licensee may, however, raise the license as a defense in an infringement action.138 Regarding claims of the inventor or its assignee to be assigned the patent when it is applied for by a third person without such a right (entitlement actions), this is discussed separately in (→ PART C III. 1.3).


   1.2.2.2 Infringement Issues


  1.2.2.2.1 Actions for Infringement of Patents and SPCs, Art. 32(1)(a) UPCA


  An action can be filed with the UPC if a patent (an EP-UE or a non-opted-out European patent or SPC) is infringed or if an infringement is likely to occur.


  Acts that constitute infringement are defined in Arts. 25 and 26 UPCA. Art. 25 UPCA provides that where the subject matter of the patent is a product, the proprietor has the right to prevent third parties from making, offering, placing on the market or using the product, or from importing or storing the product for those purposes. Where the patent relates to a process, infringement is defined as using the process, or offering the process for use where the third party knows or should have known that use of the process is prohibited. Acts performed in relation to the direct product of a process can also be an infringement (→ PART C II. 9.3.1). Art. 26 UPCA provides that indirect infringement occurs in relation to means relating to an essential element of the invention when the third party knows or should have known that the means were suitable and intended for putting the invention into effect (→ PART C II. 9.3.2).


  Acts that are exempt from patent infringement are defined in Art. 27 UPCA. These acts include acts done (a) privately and for non-commercial purposes, (b) for experimental purposes, as well as (c) certain tests and trials for medicinal products and others (→ PART C II. 9.4).


  When an infringement action is pending, the UPC is also entitled to hear "related defenses, including counterclaims concerning licenses".139 For example, in high-tech patent disputes where the patent in suit is a standard-essential patent, the alleged infringer can defend itself by arguing that it is entitled to a license under the patent in suit on FRAND terms, or – if the claimant has already offered a license – that the terms and conditions offered by the claimant are not fair, reasonable and non-discriminatory (→ PART C II. 9.4.5).


  1.2.2.2.2 Actions for Declaration of Non-Infringement, Art. 32(1)(b) UPCA


  Art. 32(b) UPCA provides the UPC with the power to hear actions for declaration of non-infringement (DNI). With a DNI, a claimant can seek a judgment by a court that there is no actual or potential patent infringement (→ PART C II. 11).140


  An action for DNI may be filed by a party who feels they are being unjustly accused by the patentee or an exclusive licensee of committing or intending to commit patent infringing activities. This approach is already known from the existing national patent laws.


  What is new to some UPC Member States is the additional possibility provided by the UPC Agreement to proactively bring an action for DNI. Under these rules, it is not necessary for a potential claimant in an action for DNI to wait until they have been accused of patent infringement. They may proactively bring an action for DNI if:


  

    they have contacted the patentee or the exclusive licensee, providing one or the other with full particulars of its activities and asking for a written acknowledgment that the activities do not infringe the patent; and


    the patentee or licensee has refused or failed to give any such acknowledgment within one month.141


  


  The benefit of this option is that a party who is concerned that its products may be blocked by an EP-UE or a European patent may adopt this approach before manufacturing or launching its products, in other words before investing in the product, to "clear the way" before launch.
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  With regard to nationally validated European patents (not EP-UEs) and SPCs, the patentee can prevent this by opting out (→ PART C II. 1.3.2).


  This also allows the potential infringer a certain degree of forum shopping since the action has to be brought before the Central Division instead of the Local or Regional Division(s) which would be competent to hear a corresponding infringement action.142 However, since the DNI is stayed if the patentee (or an exclusive licensee) subsequently commences an infringement action before a Local or Regional Division against the claimant of the DNI within three months of the date on which the DNI was filed, the utility of this forum shopping may be limited (→ PART C II. 11).143


  1.2.2.2.3 Actions for Provisional and Protective Measures and Injunctions, Art. 32(1)(c) UPCA


  The UPC also can order provisional and protective measures and injunctions. "Provisional" means that a court decision can be obtained quicker than in main proceedings. Thus, provisional measures can be requested if the claimant cannot await a full trial to be completed or where such measures are required to preserve144 and produce145 evidence.


  The most important provisional measure is the grant of (provisional) injunctions, Art. 62 UPCA146. The court may grant provisional injunctions against an alleged infringer or against any intermediary whose services are used by the alleged infringer to prevent any imminent or actual infringement.147 The UPC may also issue an order to seize products suspected of infringing a patent so as to prevent these goods from being put on the market.148


  In order to grant any of these measures, the court may request the claimant to provide reasonable evidence that they have the required rights to the patent or SPC and that the patent or SPC is already being infringed or that an infringement is imminent (→ PART C II. 10).


  The UPC is, of course, also entitled to issue permanent injunctions preventing an infringer from continuing its infringing activities upon a main infringement action.149


  1.2.2.2.4 Actions for Damages / Compensation, Art. 32(1)(f) UPCA


  Art. 68 UPCA provides that the UPC may order an infringer who deliberately or at least negligently infringes a patent or SPC to pay damages to the injured party.150 Thus, in infringement proceedings, the patentee/exclusive licensee can claim not only injunctive relief but also damages (→ PART C II. 9.5.3.1).151


  In its infringement decision on the merits, the court may also order an interim award of damages to the successful claimant.152 This award shall cover at least the expected costs of the procedure for the award of damages and compensation on the part of the successful party. On the other hand, it is also possible for the court only to determine the infringer's liability for damages per se in its decision on the merits. It is then for the patentee/exclusive licensee to calculate and claim from the infringer the amount of damages in out-of-court negotiations. If the parties cannot agree on the amount of damages to be paid by the infringer, the patentee/exclusive licensee can lodge an application for determination of damages with the court.153 This application can include a request that the infringer has to lay open its books.154


  However, when negotiating an out-of-court agreement regarding the amount of damages, the patentee/exclusive licensee should bear in mind that the application to have the amount of damages determined by the court must be filed with the court no later than one year from service of the final decision on the merits.155 Thus, the patentee/exclusive licensee will have to terminate stalled negotiations in time before this period expires.


  Further details regarding the procedure of the application for determination of damages and the request to lay open books are laid down in Rules 131 to 144 of the Rules of Procedure.


  1.2.2.2.5 Use of the Invention Prior to Patent Grant / Prior Use of the Invention, Art. 32(1)(g) UPCA


  The UPC also has the competence to hear actions relating to the use of an invention prior to the granting of the patent or relating to rights based on prior use of the invention. This is a rather curious type of action since, in the case of the former, the patentee only has a claim for compensation (→ PART C II. 9.5.3.2) which is already covered by Art. 32(f) UPCA. The latter case of a prior use right is usually a defense and not a cause of action (→ PART C II. 9.4).


   1.2.2.3 Invalidity Issues – Revocation / Invalidity Actions and Counterclaims for Revocation / Invalidity, Art. 32(1)(d) and (e) UPCA


  The UPC provides the patentee with the possibility to obtain a substantially pan-European injunction (i.e. an injunction for all UPC Member States). The UPC, however, also entails the risk that the EP-UE or a non-opted-out European patent or SPC can be invalidated for all UPC Member States by just one judgment of the UPC, rather than requiring separate revocations in each UPC Member State, as is presently the case with the nationally validated European patents. This is likely to be a serious hazard for many patentees, causing them to opt out their European patents and/or to avoid filing for EP-UEs, at least until they are confident that the UPC is working well (→ PART C II. 1.3.2).


  Revocation of a patent may be claimed by way of either a stand-alone revocation action (→ PART C II. 12.1) or a counterclaim for revocation (→ PART C II. 12.2).
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  In order to avoid the risk that patent rights will be invalidated across most of Europe by just one ruling, a patentee should consider:


  

    	not filing for EP-UE (in particular if patentee does not need protection in all EP-UE States);


    	opting out European patent(s);


    	switching to filing national patents for certain products in main markets;


  


  establishing a mixed patent portfolio of EP-UEs, European patents and national patents.


   1.2.2.4 Other Issues


  1.2.2.4.1 Actions for Compensation for Licenses, Art. 8 EP-UE Regulation, Art. 32(1)(h) UPCA


  Art. 8 of the EP-UE Regulation provides that a patentee having a European patent with unitary effect may file a statement with the EPO to the effect that they are prepared to allow any person to use the invention which is the subject of the patent as a licensee in return for appropriate consideration. Any disputes regarding the amount of royalties to be paid by the licensee for such a license are to be decided exclusively by the UPC (→ PART C III. 2.3.2).


   1.2.3 Actions Concerning EPO Decisions in Carrying Out EP-UE Regulation Tasks, Art. 32(1)(i) UPCA


  The European Patent Office is responsible for several administrative tasks regarding the EP-UE. For example, it administers the Registry and collects and administers renewal fees for EP-UEs.156 The UPC has exclusive competence for all disputes regarding the tasks assigned to the EPO.


   1.2.3.1 Competence During the Transitional Period, Art. 83 UPCA


  Exceptions to the rules explained above apply during a transitional period of initially seven years, which may be extended by a further seven years, from the UPCA coming into effect. These are addressed in (→ PART C II. 1.3).


   1.3 The Transitional Period


  For a transitional period of (at least) seven years, the UPC will share competence for existing or future nationally validated European patents (the nationally validated European "bundle" patent) with the national courts of the UPC Member State, unless the patent proprietor opts out of the competence of the UPC in its entirety. In addition to an enforcement country by country,157 patentees and third parties alike thus have the choice to bring infringement or revocation actions, for example, with effect for all UPC Member States in which the respective EP has been validated.158


  Both transitional regimes apply also to EP applications and Supplementary Protection Certificates (SPCs) obtained based on such an EP. After the end of the transitional period, which may be extended once for an additional up to seven years, the UPC will have exclusive competence for all EPs, EP applications and SPCs for which no opt-out has effectively been declared.159


   1.3.1 Shared Competence During the Transitional Period


  For nationally validated EPs, EP applications and SPCs based thereon the national courts retain their competence during the transitional period; this competence is shared with the UPC, unless the respective right has been opted out. Irrespective of the wording of the UPCA, the UPC therefore does not have exclusive but only shared competence over these IP rights. The transitional period is at least seven years, but it may be prolonged once by up to a further seven years upon a study on the UPCA's implementation.160


  The purpose of the shared competence of the UPC and national courts during the transitional period is to maintain the choice of a national court for patentees who, when applying for the European patent, would have preferred having the option of enforcing the resulting patent nationally. Also, European patents may be validated only in one or a few EU Member States, making a central enforcement less necessary or attractive.161
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  Based on the wording of Art. 83(1) UPCA, the scope of the national courts' non-exclusive competence alongside the UPC is limited to


  

    infringement actions based on a European patent or an SPC; and


    invalidation actions regarding these IP rights.


  


  This would exclude, for example, an action for the declaration of non-infringement, compensation derived from provisional protection, or interim measures at a national court within the exclusive competence of the UPC conferred by Art. 32 UPCA.


  Such a restrictive understanding of Art. 83(1) UPCA, however, would conflict with the legislative objective of the transitional regime, namely to maintain patentees' choice with regard to nationally validated European patents to continue using a national court instead of the UPC, in particular since such patents may only be valid in a small number of UPC Member States.


  In line with the prevailing literature, the national courts are likely to also assume shared competence during the transitional period with respect to procedures that are reserved for the UPC, but not expressly listed in Art. 83(1) UPCA.162


  The question of competence needs to be distinguished from the law that a court will apply to any specific case. Some commentators take the position that the transitional regime under Art. 83(1) and (3) UPCA is limited to altering the exclusive competence conferred to the UPC under Art. 32 UPCA, and that the substantive law provisions in the UPCA163 supersede existing national law within their scope of application.164 If correct, such a view would have substantial implications which might not have been foreseen when the UPCA was drafted: national courts would have to apply the same provisions to EPs as the UPC and could only resort to national patent law (not necessarily their own) in accordance with Art. 24(2) UPCA. In consequence, the national courts of the UPC Member States might be required to apply the substantial provisions of the UPCA instead of national patent law even if the patentee has opted out of the competence of the UPC.165


  The UPCA is not intended to harmonize national laws among the UPC Member States during the transitional period, however. Rather, it is the purpose of the transitional regime to offer patentees a choice between the UPC and the traditional enforcement system.166 Also, difficulties might arise if the national courts were to apply provisions of the UPCA without the procedural rules of Art. 56 et seq. UPCA.167 Under such considerations, the national courts of the UPC Member States would not be required to apply the substantial provisions of the UPCA.
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  The legal question regarding the law applicable during the transitional period will have to be decided by the national courts and (eventually) the CJEU. For the moment, we expect the national courts to continue to apply their national laws168 or apply the provisions of the UPCA in conformity with the national provisions and case law169. This allows for forum shopping in certain situations: patentees that seek to benefit from established case law of the UPC Member States (e.g. the extensive territorial application of national patent law on actions or rules on infringement of second medical use patents) may thus resort to enforcement before the national courts. In other situations, applying the provisions of the UPCA may be more beneficial for the patentee than engaging in a procedure under national law.170


  The shared competence of the national courts for non-opted-out EPs will end when the transitional period is over and the UPC will become the exclusive forum for actions based on these rights. However, actions already pending at national courts at that time shall not be affected.171


   1.3.2 Opting Out


  During the transitional period, patentees have the option entirely to avoid the UPC's competence with regard to any particular European patent application, European patent or SPC based thereon. In order to do so, patentees can make use of the so-called "opt-out" option. Such an opt-out declaration cannot be filed for an EP-UE or an SPC based on an EP-UE.


   1.3.2.1 The Procedure for Opting Out


  Under the transitional regime, the patentee may elect to remove the UPC's competence entirely by opting out.172 Any opt-out registered in time (that is, between the start of the sunrise period and one month before the end of the transitional period173) will remain effective for the entire term of the patent, i.e. also after the end of the transitional period. Provided that all other prerequisites for an effective opt-out declaration are fulfilled, the opt-out will become effective with its entry into the UPC Registry.


  In addition to the process set forth in Rule 5 RoP, the UPC online portal provides patentees and representatives with form sheets as guidance for filling in the necessary information.174 The UPC online portal allows for the filing of an application for lodging opt-outs for multiple patents and/or applications. However, in this case, the relevant information needs to be provided for each of the rights to be opted out.


  The following information is required:


  

    publication number of the European patent or application;


    patentee(s) from each state for which the European patent has been granted;


    details of each granted SPC based upon the patent;


    details of the person lodging the opt-out on behalf of each patentee or applicant and each holder of an SPC based on the patent.


  


  The portal allows online submission of opt-out applications together with the required documentation including the completed opt-out form sheets. If the formal requirements are met, the registrar will enter the opt-out into the UPC Registry as soon as practicable. The UPC registrar will not (and cannot) examine whether the legal requirements for an opt-out are met before entering the opt-out into the UPC Registry.


  The opt-out application must be submitted to the UPC Registry no later than one month before the end of the transitional period. The opt-out remains effective for the entire term of the IP right unless it is withdrawn by the patentee.
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  This means that even with regard to European patent applications which are filed up until the end of the transitional period, the applicant can still opt out and exclude the UPC's competition for the patent's entire term. In practice the transitional period for opting out ends one month earlier since the application must be submitted no later than one month before the transitional period ends.


  At one time, a high fee was contemplated for opting out which would have served as a disincentive to make use of the option to opt out from the UPC. The current rules no longer provide for payment of such an opt-out fee.175
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  Nevertheless, opting out will in any case incur costs. Therefore, patentees may decide to opt out only their more valuable patents to ensure that they cannot be easily invalidated in a central action before the UPC. Selecting those patents will be no small task and it is thus recommendable for patentees to start reviewing their portfolios well before the UPCA enters into force.


  An application for an opt-out will be ineffective, however, if at the time of registration an action has already been brought before the UPC, even if said action is no longer pending (so-called "UPC forever" clause).176 Similarly, if an action has already been brought before a national court, even if before the opt-out, the opt-out can no longer be withdrawn.


   1.3.2.2 Opt-Out in the Name of the Actual Applicant or Proprietor


  According to the RoP, the application for an opt-out (or a withdrawal thereof) is to be filed by or in the name of the person entitled to be registered in the national patent registers or the EPO register,177 i.e. the actual, possibly unregistered proprietor/applicant. If a patent or patent application is owned by two or more proprietors or applicants, the application must be filed by and name all proprietors / applicants.178 The person registered as the applicant or proprietor of a patent may differ from the actual applicant or proprietor and, in addition, different national parts of a European patent may be held by different persons. The RoP foresee that the application for an opt-out contains a declaration by or on behalf of each proprietor / applicant listed in the opt-out application that they are entitled to be registered in the national patent register,179 i.e. that they are the actual proprietor of the respective patent / application.
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  Companies and in particular large company groups need a good overview of the patents they want to opt out and, at least for important patents, they should confirm the chain of ownership also for national parts of a European patent in non-UPC Member States. Still, in some cases, it may be difficult to identify the actual proprietor of each national part of a patent, e.g. if a patent has been transferred after grant and/or not all national parts are still in force. In such more complex scenarios, a specific legal assessment is thus required.


  The application to opt out is made in respect of all states for which a patent has been granted or, in case of a patent application, which were designated in the application.180 Contrary to previous drafts, the final version of the RoP no longer contain a limitation to the UPC Member States.181 It is thus necessary to identify and submit the opt-out also in the name of the proprietor of the respective patent in non-UPC Member States such as the UK or Switzerland, if the concerned patent has been granted in such jurisdiction.


  The RoP do not require that the concerned patent is in force, or that the patent application is still pending at the time of the opt-out. A case-specific assessment is thus necessary if e.g. a patent has been assigned after grant. In this case, it would have to be considered which national parts have been transferred by the assignment (e.g. whether national parts are included where the patent had been in force either provisionally or through validation but lapsed before the assignment) and for which national parts such a transfer could be recorded in the respective national patent register under the respective national law.
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  Consent by licensees, irrespective of whether the license is exclusive or non-exclusive, is not a requirement for a valid opt-out. Still, declaring or even not declaring an opt-out without consent or at least without notifying the licensee may constitute a breach of (implied) duties under the license agreement. License agreements will often not address the obligations of the patentee in the specific situation of an opt-out and the interpretation of more general wording may differ depending on the law applicable to the license.


  Rules on representation for the filing of an application for an opt-out or a withdrawal thereof are less strict than the rules for other procedures before the UPC. For opt-out and withdrawal of applications, representation may be carried out by representatives pursuant to Art. 48 UPCA (qualified UPC representatives).182 Applications for an opt-out can also be lodged by the patentee himself or anyone with an according power of attorney, the so-called-mandate, including in-house staff.183


   1.3.2.3 Effects of an Opt-Out


  Once the opt-out has been entered into the UPC Registry, the UPC will lose its competence with regard to the specific European patent, patent application or SPC for which the opt-out was registered.184 The opt-out applies to all national parts of the European patent.185
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  In view of the wording that a patentee "shall have the possibility to opt out from the exclusive competence of the Court" in Art. 83(3) UPCA, some commentators have concluded that an optout would not entirely remove the competence of the UPC. However, during the transitional period the UPC has non-exclusive competence and the legislative purpose of this provision was to give patentees a choice to prevent a central revocation of their European patents by the UPC. The provision should thus be understood to remove the competence of the UPC in its entirety.


  Procedurally, when examining the formal requirements of an infringement or revocation action and, more generally, in all proceedings before the UPC,186 the UPC Registry shall, "as soon as practicable", check whether an opt-out has been entered into the register for the concerned patent and then inform the claimant accordingly, who may then withdraw or amend their request to the UPC.187 The UPC Registry will not itself refuse service of the action. Rather, it is up to the defendant to challenge the jurisdiction and competence of the UPC based on the opt-out within its preliminary objection.188 The effectiveness of the registered opt-out will then be tested within the proceedings before the UPC.


  Opting out of the competence of the UPC does not empower the national courts to render decisions with effect for the entire territory of the UPC Member States. Instead, the general rules on international jurisdiction189 continue to apply.


  While in particular Germany and France have liberalized their rules on double patenting with respect to EP-UEs and regular non-opted-out EPs, double protection by a national patent and an opted-out EP is not permitted in these countries.190


   1.3.2.4 Withdrawal of an Opt-Out


  The patentee may at any time withdraw an opt-out, even after the end of the transitional period, thereby re-establishing the competence of the UPC.191
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  The option to "opt back in" facilitates a strategic use of the opt-out option. Patentees may, for example, initially shield their patent from a nullity action with effect for the UPC Member States in which their EP has been validated and later withdraw this opt-out to enforce their EP with effect for these jurisdictions. After an opt-out has been withdrawn, however, it is not possible to opt out from the UPC a second time.192


  The withdrawal of the opt-out will become effective (provided that all the other prerequisites for an effective withdrawal are fulfilled) only with its entry into the UPC Registry. Similar to an action before the UPC blocking an opt-out, an action that has been commenced before the court of a UPC Member State in a matter in which the UPC also has competence will block the withdrawal of opt-out.193
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  Potential infringers or third parties may thus prevent the patentee from choosing between national and UPC proceedings by filing a nullity action or an action for declaration of the non-infringement before a national court with respect to an opted-out patent. If an alleged infringer is concerned, for example, that the patentee, who opted out, may opt in again to commence an infringement action before the UPC, such an alleged infringer may consider filing a national invalidation action or action for declaration of non-infringement against one national part of this EP to preclude the patentee from opting in again.


   1.3.2.5 Opting Out SPCs


  The entry into force of the UPCA will not in any way affect the established practice for filing and granting national SPC applications based on nationally validated European patents. However, such SPCs will fall under the competence of the UPC if the corresponding basic patent has not been opted out.194
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  The shared competence of the UPC may carry a risk that all SPCs related to a single patent could be revoked in one strike by the UPC within a very short time (about one year). The proprietors of patents eligible for an SPC extension who wish to have minimum exposure to the new system, are thus well advised to opt out these patents, thereby also removing the UPC's competence for any SPC (application) based thereon.


  Rule 5 RoP sets out in detail the framework for declaring the opt-out with effect for SPCs based on nationally validated European patents. The effects of this rule can be summarized as follows, the most important effect being that the SPC always follows the patent:


  

    An application to opt out a European patent or an application to withdraw an opt-out shall extend to any SPC based on this patent.


    This rule also applies to pending and future SPC applications. Where any SPC is granted subsequent to lodging the application to opt out, the opt-out shall take effect automatically on grant of said SPC.


    It is not possible to opt out an SPC independently from the European patent on which it is based.


    Accordingly, if a European patent extended by an SPC has already expired, it is necessary to declare the opt-out for the expired patent in order to extend the legal effect of the opt-out to the SPC concerned.


    If the holder of any SPC is different from the patentee, the SPC holder and patentee must lodge the application to opt out or the application to withdraw the opt-out together.


    Also, where the patent or SPC is owned by two or more proprietors/holders, all proprietors/holders shall lodge the application to opt out together.


  


  For patents and applications, Art. 83(3) UPCA explicitly stipulates that the patent which will be subject to the opt-out must have been granted or applied for "prior to the end of the transitional period". Such qualification is missing with regard to SPCs, suggesting that one can opt out with regard to SPCs which are applied for and granted only after the end of the transitional period.
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  In our view, the wording of Art. 83(3) UPCA provides innovative pharmaceutical companies with a reasonable argument to have the opt-out registered not only for their EP, but also for anticipated SPCs granted after the end of the transitional period, as long as the opt-out has been effectively declared for the basic EP. This understanding appears to be backed by Rule 5(2) RoP, according to which an opt-out under Art. 83(3) UPCA will also extend to future SPCs granted on the basis of an opted-out EP.


  From the above rule ("SPC follows patent"), it becomes clear that it will not be possible to declare the opt-out for any SPC based on an EP-UE since the EP-UE necessarily comes under the exclusive competence of the UPC. This is also expressly stated in Rule 5(2)d RoP.


   1.3.3 Sunrise Period


  If an action before the UPC is commenced before the opt-out has been entered into the UPC Registry, the opt-out will be deemed to be ineffective.195 Concerns have therefore been raised that competitors, who have an interest in invalidating the European patent, might file an action at the UPC on the same day on which the UPCA becomes effective, i.e. before the patentee has had any chance to have its opt-out registered.


  To mitigate such concerns, a so-called "sunrise period" of three months before the UPCA enters into force has been set up. During this period, applications for an opt-out can be lodged in advance and accepted applications will be registered instantly once the UPCA enters into force.196 Thus, the sunrise period offers patentees a head start before competitors have a chance to initiate an action before the UPC.


  2. Territorial Scope


  Decisions of the UPC generally have effect throughout all UPC Member States where the patent in suit – i.e. an EP-UE, a European patent197 or an SPC – is in force.


   2.1 Limitations of the Territorial Scope


  Under certain circumstances the territorial scope of the UPC's decisions may be limited.198


   2.1.1 Multiple Patentees or Licensees


  If designations of a European patent have been transferred by the original patentee, or if an exclusive license of a European patent has been granted for some designations, the effect of a UPC decision is limited to the designations owned by/licensed to the party that brought an action before the UPC.


  Example: A European patent has been validated for DE, FR and IT. The plaintiff holds an exclusive license for FR. If the plaintiff and exclusive licensee for FR brings an infringement action before the UPC, the effect of the UPC's decision is limited to FR. The same would be the case if the FR designation had not been exclusively licensed but transferred to the plaintiff. In this latter case of a transfer, the effect of an infringement action brought by the original patentee is limited to DE and IT, as the original patentee no longer holds the FR designation.


   2.1.2 Limitations of Infringement Actions


  The patentee may want to limit the territorial scope of an infringement action due to the existence of national licenses or national prior use rights199 to some, but not all states within the UPC's territory. If a patentee therefore decides territorially to limit the requests of their infringement action according to Art. 76(1) UPCA, the UPC may not award more than requested.


  It has not yet been clarified by the UPC whether the plaintiff must have reasons for a territorial limitation of their requests (such as national licenses or national prior use rights), or whether they may territorially limit their requests without giving reasons. The wording of Art. 76(1) UPCA and the principle of ne ultra petita in national procedural law suggest that no reasons are necessary.


  Example: A European patent has been validated for DE, FR and IT. The infringer is active in all three countries but has a national prior use right for DE. The patentee will therefore limit their requests in an infringement action before the UPC to FR and IT.


  If national prior use rights or national licenses exist for some but not all designations, the UPC may decide to limit the territorial scope of the effect of its decisions to certain designations even if the patentee has not territorially limited their infringement action.


  Example: A European patent has been validated for DE, FR and IT. The patentee brings an infringement action before the UPC against an infringer active in all three territories who has a national license for DE. Even though the patentee has not limited their requests to FR and IT, the UPC will limit the effects of its decision to FR and IT if the infringer defends themselves with the national license for DE. As the patentee only succeeded partially, according to Art. 69(2) UPCA the court may order that the costs be apportioned equitably.


   2.2 Relationship to Non-UPCA EU Member States


  According to Art. 71a and Art. 71b(1) Brussels Ia Regulation the rules on jurisdiction of the Brussels Ia regulation must be applied in the relationship between the UPC and the EU Member States which are not UPC Member States. In this regard, the UPC's international jurisdiction is established according to Arts. 4, 6, 7(2) and 8(1) Brussels Ia Regulation (→ PART C II. 1.1).


  In the case of a European patent infringement action200 against a defendant domiciled in a UPC Member State, this means that, according to Art. 4 Brussels Ia Regulation, the UPC's territorial jurisdiction extends not only to all European patent parts for which UPC Member States are protection states, but also to the European patent parts for which EU Member States that are not UPC Member States are protection states.201


  Example: If an infringer domiciled in Munich (Germany) infringes an EP-ES in Spain, the European patent infringement action may be brought before the Local Division of the UPC in Munich according to Art. 4, 71a, 71b(1) Brussels Ia Regulation. The Local Division in Munich may also decide on injunction and damages for Spain, which is an EU Member State but not a UPC Member State. If the defendant raises a revocation action against the EP-ES, according to Art. 24(4) Brussels Ia Regulation the UPC loses its competence and the Spanish courts are competent.


  3. Lis Pendens and Torpedo Actions


  An important aspect of international civil procedure is how one court or panel reacts to proceedings involving the same or a related matter that is already pending before a court or panel of another country. Since civil judgments by foreign courts are generally recognized and enforced, and more than one court may have jurisdiction, having different panels consider the same matter in parallel is inefficient and risks contradicting decisions.


  The Brussels Ia Regulation (BR Ia), which governs the relations between the courts of EU Member States202, therefore includes rules on the handling of co-pendency of related actions, the so-called lis pendens rules. One example of these rules is that a court must stay its proceedings if they a) involve same cause of action and b) are between the same parties as proceedings which have been instituted previously at a court of another EU Member State (i.e. the court first seized). Once the court first seized has established its jurisdiction, any court of another EU Member State seized later must decline its jurisdiction.


  The Brussels Ia Regulation is secondary EU law. It is thus subject to the jurisdiction of the Court of Justice of the European Union (CJEU), as were its predecessors,203 and this will continue to apply under the UPC204. Over the years the CJEU has provided significant guidance on the interpretation of the Regulation, including the lis pendens rules. For example, the CJEU has established that an action for declaration of non-infringement and a corresponding infringement action have the same cause of action.205


  The UPC, being created as a common court of the UPC Member States that are also EU Member States, is integrated in this existing system of the Brussels Ia Regulation.206 The UPC is to apply the lis pendens rules both with regard to the courts of EU Member States that are not also UPC Member States and, during the transitional period, with regard to the national courts of the UPC Member States.207


  Between the courts of EU Member States and the courts of Iceland, Switzerland and Norway substantially identical lis pendens rules apply under the Lugano Convention of 2007.


  In the following, going beyond the aforementioned lis pendens rules, we provide an overview of the rules to be applied by the UPC with regard to a variety of proceedings that may be pending when UPC proceedings are instituted, ranging from proceedings at another division of the UPC to EPO proceedings, EU Member State court cases or proceedings at an oversees court (→ PART C II. 3.1).


  The lis pendens rules under the Brussels Ia Regulation have been used for a strategy that has become known as a "torpedo action", wherein a prospective defendant in potential infringement proceedings preempts or at least delays such an infringement action by filing an action for declaration of non-infringement in a court of an EU Member State that is not known for making speedy decisions (→ PART C II. 3.2).


   3.1 Provisions on Lis Pendens


  In the following, we address the obligations and options of the UPC in several scenarios where proceedings are already pending before another court or panel when the UPC proceedings are instituted.


  The first four of these scenarios, more specifically the rules on a mandatory or discretionary stay of proceedings by the UPC in the event of proceedings having been instituted earlier at a national court, are summarized in this table:
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   3.1.1 UPC Proceedings and Proceedings at a Court of a Non-UPC Member State Within the EU


  If, when an action is brought at the UPC, proceedings are already pending at a court of any EU Member State that does not participate in the UPC, for example (at the time of writing) a Spanish court, the UPC must apply the same rules as are applicable between national courts in EU Member States under the Brussels Ia Regulation.208


  According to these rules, if the proceedings involve the same cause of action and the same parties, and if the UPC is seized later than the national court, the UPC must stay its proceedings until the national court has established its jurisdiction. Once the court first seized has established its jurisdiction, the UPC must decline jurisdiction in favor of the national court; the same applies contrariwise if the UPC is the court first seized and later proceedings regarding the same cause of action and between the same parties are instituted at a Spanish national court, for example.209


  Thus, an action requesting a declaration of non-infringement and an infringement action regarding the same patent and attacked embodiment are considered as the same causes of action.210 On the other hand, infringement actions based on different national validations of a European patent have been seen as different causes of action.211 Also, infringement proceedings and proceedings to invalidate the asserted patents do not involve the same causes of action.


  There are exceptions, however, to the principle that the later seized court must stay its proceedings. When the jurisdiction of a court that has been seized is based on a choice of forum in an agreement between the parties (prorogation), this court may proceed and any other court that has been seized earlier or later must stay its proceedings until the chosen court has established whether it has jurisdiction.212 Furthermore, a later seized court does not have to stay its proceedings if the matter pending at the earlier seized court is one where the later seized court has exclusive jurisdiction under Art. 24 Brussels Ia Regulation.213 This includes the exclusive jurisdiction regarding the validity of a European patent, which lies with the court of the country for which the challenged national part of the European patent has been granted.


  If the respective proceedings do not involve the same cause of action and the same parties but are still related, then the second seized court has discretion whether to stay its proceedings.214 This is the case if the proceedings "are so closely related that it is expedient to hear and determine them together to avoid the risk of irreconcilable judgments resulting from separate proceedings".215


  The above rules regarding infringement actions do not apply to "provisional, including protective, measures".216


   3.1.2 UPC Proceedings and Proceedings at a National Court of a UPC Member State


  During the transitional period, the UPC has shared competence with the national courts of the UPC Member States regarding nationally validated European patents (→ PART C II. 1.3.1). Hence, proceedings regarding the same cause of action and between the same parties, or merely related proceedings, may become pending both at the UPC and at a national court of a UPC Member State. In such a scenario, the provisions explained in the preceding part (→ PART C II. 3.1.1) apply as well according to Art. 71c(2) Brussels Ia Regulation.217
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  It is worth noting that Art. 71c(2) Brussels Ia Regulation does not reference Art. 35 Brussels Ia Regulation, the provision on provisional measures. The UPC might conclude that, if main or provisional injunction proceedings are pending at a national court, the UPC – unlike a national court of another EU Member State – cannot pursue provisional measures involving the same cause of action and between the same parties, although we regard this as unlikely.


  Moreover, based on the above provisions, a prospective defendant in national infringement proceedings may preempt (possibly multiple) national proceedings by filing an action for declaration of non-infringement (DNI) at the UPC (→ PART C II. 11). This would not preclude the defendant in the action for DNI from pursuing an infringement action at the UPC (→ PART C II. 3.1.6), but it would block any subsequently filed national infringement action, i.e. a national court would have to stay and eventually dismiss any infringement action based on the same patent, regarding the same attacked embodiment and between the same parties.


  A more complex question is whether a national action for DNI with regard to one UPC Member State only would block the entire subsequently filed infringement action at the UPC (→ PART C II. 3.2) or whether a later UPC revocation action would be blocked by an earlier national nullity action. In the latter scenario, the plaintiff could remove such a blockage easily themselves by withdrawing the national action.


  The claimant could possibly exclude the country where the action for declaration of non-infringement or national nullity action is pending from the territorial scope of its UPC action, if to do so were accepted by the UPC in light of Art. 34 UPCA, thereby avoiding that the two actions involve the same causes of action. The UPC might resolve such territorially limited conflicts by partially staying – and later dismissing – its infringement or revocation action only regarding the national part of the European patent of the country where the national action is pending.218


   3.1.3 UPC Proceedings and Proceedings at a Lugano Convention Court


  Parallel proceedings before the courts of Iceland, Switzerland and Norway and a court of an EU Member State are governed by the lis pendens rules under the Lugano Convention of 2007, which are largely identical to the provisions of the Brussels Ia Regulation.


  The Lugano Convention has not (yet) been adapted to the creation of the UPC and therefore lacks a provision corresponding to Art. 71c(1) Brussels Ia Regulation, which explicitly declares that the lis pendens rules are applicable to the UPC. However, it does generally provide that the contracting states to that Convention can enter into conventions relating to jurisdiction, recognition or enforcement of judgments in particular matters.219 The courts in the Lugano countries and the UPC may regard this as sufficient legal basis to apply the lis pendens provisions between themselves as well.


  The lis pendens provisions under the Lugano Convention are identical to the ones explained above (→ PART C II. 3.1.1), except for the fact that the Lugano Convention does not include the same exemption in case of prorogation.220


   3.1.4 UPC Proceedings and Proceedings at a Court of a Country outside the EU and the Lugano Convention


  If an action is pending at a court of a country that is neither an EU Member State nor a signatory of the Lugano Convention (LC), and an action is later filed at a court of an EU Member State involving the same cause of action (or a related action) and between the same parties, then the court of the EU Member State has discretion whether to stay its own proceedings; if the court decides to stay its proceedings, it can resume them at any time.221


  Unlike the lis pendens provisions relating to actions pending at a court of another EU Member State, these provisions relating to third country courts are not explicitly declared applicable for the UPC in Art. 71c(1) or anywhere else in the Brussels Ia Regulation.
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  Although Arts. 33 and 34 Brussels Ia Regulation are not explicitly declared applicable to UPC proceedings, the UPC may nevertheless decide that it must observe them since the UPC is a court of EU Member States. Hence, the UPC may exercise its discretion in accordance with the factors set forth in these articles to decide whether to stay its proceedings. In practice, we expect this only rarely to lead to a stay because of the court's wide scope of discretion.


   3.1.5 UPC Proceedings and Proceedings at the EPO/National SPC Revocation


  As is also summarized in the table below, the UPC can continue with its proceedings if "revocation, limitation or opposition proceedings"222 are pending before the EPO. Should the UPC expect a rapid EPO decision, it could also decide to stay its own proceedings.223 Art. 29 Brussels Ia Regulation does not apply here because the EPO is not a court of an EU Member State.


  According to the UPC Rules of Procedure, the same applies where a revocation action regarding a Supplementary Protection Certificate is instituted at the UPC while a national action to invalidate the same SPC is pending.224
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  Should the national proceedings to invalidate the SPC be between the same parties as the UPC revocation action, Art. 29 Brussels Ia Regulation would be applicable, and the UPC should therefore stay its proceedings and then dismiss them as inadmissible once the national court has determined its jurisdiction.


  These rules regarding a mandatory or discretionary stay of proceedings in the event of invalidation proceedings having been instituted earlier can be summarized as follows:
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   3.1.6 Proceedings at Different UPC Divisions


  Proceedings at different divisions of the UPC are not a matter of pendency at the courts of different countries but an internal matter. We will nevertheless address them here for the sake of completeness.


  In table format, these rules regarding a mandatory or discretionary stay or dismissal of proceedings in the event of earlier instituted proceedings at another UPC division can be summarized as follows:
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  Tilmann argues that the UPC divisions must also observe the Brussels Ia Regulation because they are instituted as courts of the UPC Member States, which are also EU Member States.225 If the UPC/CJEU follow this reasoning, in addition to the UPCA rules set forth below, the lis pendens rules would apply between the divisions.


  If an action for infringement, including provisional measures, damages, prior use and license compensation proceedings, is pending at a UPC division, no such proceedings between the same parties and regarding the same patent may be brought before any other division.226 In such a scenario, the division seized later must declare the action inadmissible.227 This applies even if the actions relate to different attacked embodiments.


  The UPCA does not provide a mechanism whereby the panel of the division seized later can first stay the proceedings until the panel of the division that was seized first has determined that it has competence to decide the action, as is provided for under the lis pendens rules of the Brussels Ia Regulation. According to the wording of the UPCA, the division seized later must dismiss the action right away.


  Revocation actions can only be brought before the Central Division. However, if an infringement action is pending at a Local or Regional Division, the defendant in this infringement action may only file a new action to invalidate the patent in suit at the same division as where the infringement action is pending, namely as a counterclaim for revocation.228


  Should the revocation action be filed first at the Central Division, on the other hand, and if the patentee reacts by filing an infringement action based on the same patent at a Local or Regional Division, as is permitted229, the defendant in the infringement action can decide whether to file a counterclaim for revocation (in addition). If such a counterclaim for revocation is filed, the Central Division will stay its proceedings and await the decision by the Local/Regional Division.230 The Local/Regional Division can (i) proceed with both actions, (ii) bifurcate by referring the counterclaim for revocation to the Central Division and either stay or proceed with the infringement action, or (iii) with the agreement of the parties, refer both actions to the Central Division.231 Even if no counterclaim for revocation is filed, the Local/Regional Division can stay the infringement proceedings until the revocation action that was filed at the Central Division is decided.232


  Actions for declaration of non-infringement, which must be brought at the Central Division233, must be stayed if the patentee or an exclusive licensee files an infringement action at a Local/Regional Division against the plaintiff in the proceedings for declaration of non-infringement and in respect to the same patent within three months.234


  Subject to the above provisions, the Rules of Procedure allow panels of the same or different divisions where actions concerning the same patent are pending (whether or not between the same parties) to agree on the consolidation of the proceedings before one panel.235


   3.2 Torpedo Actions


  Persons expecting to be sued for patent infringement in a fast-acting court, in particular in a bifurcating forum such as Germany, have in some instances used (or abused, depending on your perspective) the lis pendens rules of the Brussels Ia Regulation and the Lugano Convention (respectively those of their predecessors) to preempt an infringement action by filing an action for declaration of non-infringement (DNI). Such actions have mostly been filed at courts which are not known for promptly dismissing actions in the event of a lack of jurisdiction. Because the court seized later must wait for the court seized first to decide on its jurisdiction, even in cases where the court seized second believes the court first seized has no jurisdiction, this allows the (alleged) infringer to at least gain time, mostly to invalidate the patent in suit or to have the patent in suit expire before an injunction can be granted.


  To be effective as a torpedo, the action for DNI must involve the same cause of action, i.e. the same patent rights and attacked embodiments, and the same parties as a potential infringement action that may be filed later.


  Torpedo actions are, however, not always effective. A number of defense strategies have been developed, such as branching off and asserting infringement of a utility model or assigning the patent in suit and asserting infringement only with respect to the time since the assignment.


  The question is whether a torpedo could also be deployed with regard to a prospective UPC infringement action. A national action for DNI could be pending in a court of an EU Member State which is not a UPC Member State (→ PART C II. 3.1.1), or – during the transitional period – in a court of a UPC Member State (→ PART C II. 3.1.2), obligating the UPC to stay any later filed infringement action. An action for DNI at a court outside the EU and Lugano Convention, e.g. in the UK, would have a lesser effect because, even if the respective provisions of the Brussels Ia Regulation were applicable, the UPC would still have discretion as to whether to stay its proceedings (→ PART C II. 3.1.4).


  HOFFMANN EITLE COMMENT


  It has been argued by one legal commentator236 that EP-UEs are "torpedo-proof" because the UPC has "exclusive jurisdiction". The CJEU has allowed a court seized subsequently to proceed if it has exclusive jurisdiction under Art. 24 Brussels Ia Regulation237. However, the grounds for this decision are specific to this particular legal basis for exclusive jurisdiction; they cannot be used to argue for the same approach with regard to the UPC's exclusive competence under Art. 32 UPCA.


  Moreover, the same legal commentator has argued that an action for DNI in a UPC Member State and an infringement action at the UPC do not involve the same cause of action for the reason alone that the national court and the UPC will not apply the same substantive law.238 The UPC applies Art. 25 et seq. UPCA and the national court, according to this commentator and others, applies national law. However, the premise of this legal theory that national courts must apply national substantive law (not Art. 25 et seq. UPCA) during the transitional period is controversial (→ PART C II. 1.3.1). Also, the conclusion that such a difference in applicable substantive law results in different causes of action is, in our view, not convincing. Art. 71c(2) Brussels Ia Regulation expressly declares Arts. 29 to 32 Brussels Ia Regulation to be applicable to exactly this scenario, i.e. proceedings at the UPC and a national court in an UPC Member State during the transitional period. Contrary to the explicit reference, Art. 29 Brussels Ia Regulation would be without application if any such proceedings were always to be considered to involve different causes of action.


  Torpedo actions may therefore remain a viable strategy to be considered by alleged infringers if an action at the UPC, with its option to bifurcate (→ PART C II. 12.2.2), is seen as a similar threat as a German national infringement action.


  4. Organization of the UPC


   4.1 The Structure of the UPC


  The UPC comprises a Court of First Instance, a Court of Appeal and a Registry.239 The President of the Court of Appeal represents the UPC240 and is elected by all the judges of the Court of Appeal for a term of three years.241


  The Court of First Instance consists of a Central Division, Local Divisions and Regional Divisions.242


  The Central Division has its seat in Paris and has two additional sections, according to the UPCA, one in Munich and the other in London.243 Within the Central Division, the cases were meant to be distributed according to the following scheme, which is based on the WIPO International Patent Classification244:
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  However, due to the UK leaving the EU (Brexit), the UK also has withdrawn from the UPC and the London section of the UPC will not be established. The allocation scheme will be amended by decision of the Administrative Committee to redistribute the cases between Paris and Munich. If and when a third section is to be established again is being left to a decision by the UPC Member States in the course of a first revision of the UPCA.


  Local Divisions can be set up in a UPC Member State upon its request. A second or further Local Division can only be set up if in the UPC Member State, for each additional Local Division, at least one hundred patent cases per calendar year have been instituted during three successive years prior to or subsequent to the entry into force of the UPCA.245 The number of Local Divisions in one UPC Member State shall however not exceed four.246 The German Local Divisions are in Dusseldorf, Mannheim, Munich and Hamburg.


  Regional Divisions can be set up for two or more UPC Member States upon their request.247 So far, a Regional Division has only been set up for the Nordic-Baltic region by Estonia, Latvia, Lithuania and Sweden. This Nordic-Baltic Regional Division has its seat in Stockholm.


  According to Art. 33(2) UPCA, if an action is pending before a Regional Division and the infringement has occurred in the territories of three or more Regional Divisions, the case can be referred to the Central Division upon request of the defendant. No comparable referral mechanism exists for actions initiated at a Local Division. This risk of delay by a defendant's referral request may therefore render the Regional Divisions (and their establishment by the UPC Member States) considerably less attractive than Local Divisions.248


  The Court of Appeal has its seat in Luxembourg.249 The UPC Presidium consists of the President of the Court of Appeal, the President of the Court of First Instance, and further judges from both courts and the Registrar.250 The President of the Court of First Instance is elected by all full-time judges of the Court of First Instance for a period of three years.251
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  The Registrar heads the Registry252 and is responsible for the Court's staff, who are, however, ultimately under the authority of the President of the Court of Appeal and the President of the Court of First Instance.253 Another important duty of the Registrar is to keep the Register of the UPC, which includes records of all cases before the Court.254


  Other institutions of the UPC are the Administrative Committee255, the Budget Committee256, the Advisory Committee257, a training facility for judges in Budapest258 and the Patent Mediation and Arbitration Centre with seats in Ljubljana and Lisbon.259


   4.2 The Judges of the UPC


  The UPC has both legally and technically qualified judges, who shall ensure the highest standards of competence and shall have proven experience in the field of patent litigation.260 The legally qualified judges shall possess the qualifications required for appointment to judicial offices in a UPC Member State.261 The technically qualified judges shall have a university degree, proven expertise in a field of technology and proven knowledge of civil law and procedure relevant in patent litigation.262


  All judges must be nationals of the UPC Member States.263 Judges shall have a good command of at least one official language of the European Patent Office, i.e. English, French or German.264


  The judges of the UPC are appointed for a period of six years and may be re-appointed.265 The judges are appointed by the Administrative Committee by common accord based on a list of suitable candidates compiled by the Advisory Committee.266


  The exercise of the office of judge of the UPC does not exclude the exercise of other judicial functions at a national level.267 Technically qualified part-time judges may even exercise other non-judicial functions if there is no conflict of interest.268 Patent attorneys may therefore act as technically qualified part-time judges, unless they have taken part as an adviser or have been a party or have acted for one of the parties in the same proceedings.269


  Both technically and legally qualified judges are appointed by the Administrative Committee.270 The Administrative Committee determines the instance of the Court and/or the division of the Court of First Instance for which each legally qualified judge and full time technically qualified judge is appointed, as well as the field(s) of technology for the technically qualified judges.271 Part-time technically qualified judges are not allocated to a specific division but are appointed as judges of the Court for their specific technical qualification and experience.272 The President of the Court of First Instance and the President of the Court of Appeal then allocate the judges to the respective panels.273 Each division may designate a standing judge to hear urgent cases.274


  All legally qualified and technically qualified judges of the Court of First Instance constitute the Pool of Judges. The President of the Court of First Instance also allocates judges from the Pool of Judges to the Local and Regional Divisions of the Court of First Instance, when provided for by the UPCA or the Statute.275 Their allocation is based on their legal or technical expertise, linguistic skills and relevant experience. A judge's language skills may influence the allocation from the Pool of Judges to a Local or Regional Division.276 The Pool of Judges shall include at least one technically qualified judge per field of technology. 277 The technically qualified judges of the Pool of Judges may also be assigned to a panel of the Court of Appeal by the President of the Court of Appeal.278


  The aim of the allocation of judges from the Pool of Judges is to guarantee the same high quality of work and the same high level of legal and technical expertise in all panels of the Court of First Instance.279


  The interplay of these rules has the effect that all judges serve at a specific panel (except for part-time technically qualified judges), but they may also be allocated from the Pool of Judges on a case-by-case or even long-term basis to serve on a panel of a different division (→ PART C II. 4.3.1) or, for technically qualified judges, even at the Court of Appeal.280


   4.3 The Court of First Instance and the Court of Appeal


  Both the Court of First Instance and the Court of Appeal have panels with a multinational composition.281 Both in the Court of First Instance and in the Court of Appeal, the chairman of a panel must be a legally qualified judge.282


  Pending actions at the Court of First Instance are assigned to the panels by the Registrar, according to an action-distribution-scheme established by the presiding judge of each Local or Regional Division, the Central Division and its sections. This action-distribution-scheme is valid for one year and the actions are preferably distributed according to the date of receipt of the actions at the division or section.283 The same rules apply mutatis mutandis to the Court of Appeal.284


   4.3.1 The Panels of the Court of First Instance


  The panels of the Court of First instance usually sit in a composition of three legally qualified judges with the option of an additional technically qualified judge.285 The parties may agree to have their cases heard by a single legally qualified judge (subject to the Rules of Procedure).286


  The national composition of the panels of the Local Divisions of the Court of First Instance depends on the average number287 of patent cases filed per calendar year in the UPC Member State hosting the Local Division. If the average number is below fifty, one of the three legally qualified judges is a national of the UPC Member State hosting the Local Division. If the average number is above fifty, two of the three legally qualified judges are nationals of the UPC Member State hosting the Local Division. The other judge(s) are not nationals of the UPC Member States concerned. In Germany two of the three legally qualified judges of a Local Division panel are therefore German nationals. Both the national and the non-national judges are allocated from the Pool of Judges.288


  The average number of patent cases also determines whether the non-national judge(s) are allocated on a case-by-case basis, or if they may be allocated on a long-term basis. If according to the rule stated above only one of the three judges of a Local Division panel is a national and two of the three judges are non-nationals, these two judges are allocated on a case-by-case basis. If, on the other hand, two of the three judges are nationals and only one judge is a non-national, this judge serves at the Local Division on a long-term basis, i.e. if this is necessary for the efficient functioning of divisions with a high workload.289


  The panels of the Regional Divisions sit in a composition of two legally qualified judges drawn from regional lists consisting of nationals of the UPC Member States concerned and one legally qualified judge allocated from the Pool of Judges, who is not a national of the UPC Member States concerned.290


  The panels of the Local or Regional Divisions may be supplemented by an additional technically qualified judge from the Pool of Judges with qualifications and experience in the field concerned. Either the parties or the panel itself may request the allocation of such an additional technically qualified judge.291


  The Central Division's panels sit in a composition of two legally qualified judges who are nationals of different UPC Member States and one technically qualified judge allocated from the Pool of Judges, unless a panel of the Central Division is dealing with actions regarding decisions of the European Patent Office.292 In such a case, the Central Division's panels are composed of three legally qualified judges of different nationalities.293


   4.3.2 The Panels of the Court of Appeal


  The panels of the Court of Appeal each consist of five judges. Three of these five judges are legally qualified judges, who are nationals of different UPC Member States, and two are technically qualified judges, who have qualifications and experience in the field of technology concerned.294 The two technically qualified judges are allocated from the Pool of Judges by the President of the Court of Appeal.295 The panels are chaired by a legally qualified judge.296


  Cases of exceptional importance, especially if they may affect the unity and consistency of the case law of the UPC, may be referred by the Court of Appeal to the full Court, which consists of all judges of the Court of Appeal.297


  5. The Distribution of Competence between the First Instance Divisions of the UPC


   5.1 Introduction


  The Unified Patent Court (UPC) is one court with jurisdiction for all UPC Member States. Being common to all UPC Member States, it is subject to the same obligations under European Union law as any national court of a UPC Member State. In particular, it will refer questions on the interpretation of European Union law, where necessary, to the Court of Justice of the European Union.298


  In principle, the UPC has exclusive competition over infringement and validity of the current European patents and the European patents with Unitary Effect (EP-UE). It also has exclusive competition over Supplementary Protection Certificates (SPCs) issued for a product protected by a European patent with or without unitary effect (→ PART C II. 1.1).299


  During a transitional period of seven years (extendable to 14 years) following implementation of the UPC Agreement, however, the national courts and the UPC share competence over infringement and revocation of non-opted-out European patents.300 Thus, during this transitional period, the claimant can choose where to file its action, i.e. either before a national court or before the UPC (→ PART C II. 1.3.1). Moreover, during the transitional period, the owner of a European patent (but not an EP-UE) is entitled to opt out from the (exclusive) competence of the UPC.301 In such cases, only national courts will be competent to hear actions regarding the opted-out European patent (→ PART C II. 1.3.2).


   5.2 At Which Division May Proceedings Be Brought?


  Once international jurisdiction of the UPC has been established in accordance with the Brussels Ia Regulation/Lugano Convention (→ PART C II. 1.1), and the UPC's competence regarding the subject matter under the UPCA (→ PART C II. 1.2), the claimant must identify which division of the UPC has competition to hear its case. The competence of the respective Local, Regional or Central Divisions is set forth in Art. 33 UPCA.


  In many cases, an infringement occurs or is imminent in more than one place, i.e. in more than one region of a country, or even in several European countries. In those cases, the claimant may choose the Local or Regional Division at which to bring its action. Even though the UPC system is a "unified" system, Local and Regional Divisions have been set up in several countries with different legal traditions. It is therefore safe to assume that there will be room for local variations to interpret the applicable rules (couleur local). Thus, patent owners may regard some divisions to be more experienced and possibly more patentee-friendly than others. The decision of where to litigate a patent (a European patent or an EP-UE) therefore has far-reaching consequences for the claimant.


  The decisive criteria for choosing the Division at which to sue will depend very much on the case, but typically one will consider issues such as:


  

    	in which regions or countries the infringement has occurred;


    	how experienced the judges are in those regions/countries;


    	relative procedural speed;


    	in which language the proceedings will be held; and


    	whether the court would be more inclined to deal with infringement and validity issues in one proceedings (so-called "unified proceedings") or in different proceedings (so-called "bifurcated proceedings").


  


   5.2.1 Infringement Issues


   5.2.1.1 The Basic Concept


  The basic concept set forth in the UPC Agreement is that infringement issues, such as infringement actions,302 actions for provisional and protective measures and injunctions,303 actions for damages,304 and actions relating to the use of the invention prior to the granting of the patent or to the right based on prior use of the invention,305 should in general be brought before a Local or Regional Division in the following situations:


  

    	where the infringement has occurred or may occur;306 or


    	where the defendant (or, in the case of multiple defendants, where one of the defendants) has their residence or principal place of business, or in the absence of residence or principal place of business, their place of business.307


  


  A number of examples are provided below:


  Example (1): Company A is the owner of an EP-UE. German-based Company Y is selling allegedly infringing products in France and Estonia.


  Example (2): Company A is the owner of an EP-UE. German-based Company Y is manufacturing and selling the allegedly infringing products in Germany. French Company Z is selling these products to customers in France and Estonia.


  In Example (1), Company A can bring an action for infringement, provisional measures or damages before a Local Division in France or the Nordic-Baltic Regional Division having its seat in Stockholm, Sweden, since the infringement occurred there,308 or before a Local Division in Germany, where the infringer is domiciled.309 In cases where there is more than one infringer (Example (2)), the claimant can sue all infringers in a country where at least one of the infringers is domiciled or has its place of business (the so-called anchor defendant), provided all infringers have a "commercial relationship" and the action relates to "the same infringement".310 Thus, in this example, the claimant can bring an action against Y and Z in Germany, in France or at the Nordic-Baltic Regional Division in Sweden.


  Moreover, Art. 33(1) UPCA also provides that the Local or Regional Division of a UPC Member State where the infringement has occurred or is likely to occur has competition to hear infringement issues even if the defendant is domiciled outside the territory of the UPC Member States. Such an infringement action can also be filed with the Central Division.311


  Example (3): Company A is the owner of an EP-UE. Japanese Company X, which has no office in Europe, is selling the products to customers in Germany and Estonia.


  If the infringer is not located in a UPC Member State (Example (3)), the claimant cannot rely on the residence or domicile of the infringer and therefore can only file its infringement action in a country/countries in which the infringer is committing an infringing act. In the above Example (3), Company A can bring an infringement action before the Local Division in Germany or the Nordic-Baltic Regional Division in Sweden or before the Central Division.


  Art. 33 UPCA also deals with potential conflicts between actions. If an action relating to an infringement issue (except a DNI) is already pending before a Division of the Court of First Instance, no further action on an infringement issue between the same parties on the same patent may be brought before another Division.312 The Division where the action was first filed will also be exclusively responsible for all subsequent infringement issues ("First-to-Litigate Principle"). Since in such cases, the parties, the patent in suit and likely also the facts underlying the infringement situation will be identical, this conflict rule is in place to ensure consistent decisions.


  Example (4): Company A is the owner of an EP-UE. Company Y has confessed that it has sold patent-infringing products in Portugal. Company A files an action for damages before the Local Division of the UPC in Portugal. While this action is still pending, Company Y also starts selling the infringing products in Germany, France, and the Netherlands.


  With regard to the new infringement activities, it will not be possible for Company A to start a further action for infringement or damages against Company Y in Germany, France or the Netherlands. Any new action will also have to be brought before the Local Division of the UPC in Portugal.


  However, there is an exception to the "First-to-Litigate Principle", which may become relevant in the future when a second Regional Division will have been set-up. This exception applies to infringement actions313 (but not for other actions on infringement issues such as actions for provisional and protective measures and injunctions314, actions for damages315, and actions relating to the use of the invention prior to the granting of the patent or to the right based on prior use of the invention316). If the infringement action is pending before a Regional Division (not a Local Division) and the infringement has occurred in the territories of three or more Regional Divisions, the Regional Division concerned will refer the case to the Central Division at the request of the defendant (→ PART C II. 4.3).317 The purpose of this provision is to ensure that infringements that are widespread and therefore likely to be economically important can be dealt with by the Central Division. The UPC Agreement and the Rules of Procedure do not state anything as to the period within which a defendant will have to file its request for a referral to the Central Division for this request to be accepted.


  As mentioned, this provision only applies if there is infringement in the territories of three or more Regional Divisions. According to Art. 7(5) UPCA, a Regional Division can be set up by two or more UPC Member States. Hence, the number of Regional Divisions is decisive. Currently, there is only one Regional Division established by Sweden, Estonia, Latvia and Lithuania (the Nordic-Baltic Regional Division in Stockholm, Sweden). There were talks between Czech Republic, Slovenia and Hungary on the one hand and Romania, Bulgaria, Greece and Cyprus on the other hand to set up two respective further Regional Divisions, but so far that has not happened.


  Example (5): Company A is the owner of an EP-UE. Company Y commits a patent infringement in Sweden, Estonia, and Lithuania. Infringement proceedings are pending before the Nordic-Baltic Regional Division in Sweden.


  Even though infringing acts are committed in three countries, in Example 5 Company Y cannot successfully request a referral of the case to the Central Division. The infringing acts occurred in three countries, but these countries have set up one (joint) Regional Court.


  Example (5a): Company A is the owner of an EP-UE. Company Y commits a patent infringement in Sweden, Hungary, and Bulgaria. Infringement proceedings are pending before the Nordic-Baltic Regional Division in Sweden.


  If the Czech Republic, Slovenia and Hungary, and Romania, Bulgaria, Greece and Cyprus had set up their own Regional Divisions respectively318, Company Y could request a transferral of the infringement case to the Central Division as the infringement occurred in the territories of three Regional Divisions. 


  It is important to note that there is no similar provision regarding an infringement action in the territory of several Local Divisions or even in several UPC Member States.


  HOFFMANN EITLE COMMENT


  In order to avoid the infringement action being referred, upon the defendant's request, from the Division chosen by the claimant to the Central Division, claimant should consider filing its action with a Local Division rather than a Regional Division.


  Should an action between the same parties on the same patent be brought before several different Divisions, the Division that was first seized will be competent for the entire case and any Division seized later must declare the action inadmissible in accordance with the Rules of Procedure.319


   5.2.1.2 Co-Pending Actions for Infringement and Declaration of Non-Infringement


  The only actions regarding an infringement issue for which the Local/Regional Divisions will not be competent in the first place are actions for declaration of non-infringement (DNIs). These actions have to be brought before the Central Division.320


  However, if an infringement action according to Art. 33(1)(a) UPCA has already been filed and is still pending before a Local or Regional Division, the subsequent DNI will have to be brought before the same Local or Regional Division, i.e. the Division where the infringement action is pending, provided the parties and the patent in suit of the infringement action and the DNI are the same.321


  On the other hand, if the DNI was pending before the Central Division prior to an infringement action having been filed, the DNI will be stayed if322:


  

    the infringement action is filed before a Local/Regional Division within three months of the DNI being filed; the infringement action is between the same parties, or between the exclusive licensee and the applicant of the DNI; and


    both actions concern the same patent.


  


  According to the wording of Art. 33(6) UPCA, the DNI will only be stayed if an infringement action is filed within three months of the DNI. The article is silent, however, as to whether an infringement action can be brought after the three-month period and, if so, which impact this would have on the DNI. It can at least be derived from Rule 76(3) RoP that Art. 33(6) UPCA does not introduce an estoppel against the patentee/exclusive licensee bringing infringement proceedings more than three months after the DNI has been filed. Rather, the DNI will not generally be stayed but can run in parallel to the infringement proceedings. However, the presiding judges of both Divisions concerned with parallel actions will consult as to whether it is prudent to stay either the DNI or the infringement action.323


   5.2.2 Co-Pending Invalidation Action


  A claim for revocation can be heard separately from and independent of an infringement action or as a counterclaim for revocation in infringement proceedings.


   5.2.2.1 Venue for a Counterclaim for Revocation


  A counterclaim for revocation324 of the patent in suit is typically filed by the alleged infringer as an additional means to defend itself in the infringement action. Consequently, the counterclaim for revocation has to be filed with the Local/Regional Division that is hearing the infringement action.325


  Should a counterclaim for revocation be filed, the Local/Regional Division will have a variety of options as to how to proceed further:


  

    the Court can proceed with both the action for infringement and with the counterclaim for revocation.326 In order to have sufficient technical expertise available to rule on the validity issue, a technically qualified judge with qualifications and experience in the relevant field of technology will be allocated to the panel;327


    the Court can bifurcate proceedings by referring the counterclaim for revocation to the Central Division. With regard to the infringement proceedings, the Court may stay or proceed with this case.328 Infringement proceedings will be stayed pending a final decision in the revocation procedure when there is a high likelihood that the relevant patent will be invalidated in revocation proceedings.329 Experience gained from infringement proceedings in Germany regarding EP and national patents has shown that German courts have been very reluctant to stay infringement proceedings on the grounds of a pending opposition or nullity action. The German Local Divisions may show the same tendency;


    the Court can refer the entire case (infringement action and counterclaim for revocation) to the Central Division, provided the parties agree.330


  


  The decision on how to proceed in the event of a counterclaim for revocation is at the Court's discretion. However, the Court will hear both parties before taking a decision.


   5.2.2.2 Venue for (Independent) Revocation Action


  The competence to hear (independent) revocation actions331 lies first and foremost with the Central Division.332 However, if an infringement action between the same parties relating to the same patent has already been filed before a Local/Regional Division, the subsequently filed revocation action is treated as a counterclaim for revocation and therefore has to be brought before the Division already dealing with the infringement action.333


  Conversely, if the revocation action is already pending before the Central Division, the patentee still has the full choice to file a subsequent infringement action before any Local/Regional Division where the infringement occurred (or may occur),334 where the defendant is domiciled,335 or before the Central Division.336 As with counterclaims for revocation, the Local/Regional Division has a variety of options as to how to proceed further. It can proceed with both actions,337 stay or proceed with the infringement action while the revocation action is being heard by the Central Division,338 or refer the infringement action to the Central Division (if the parties agree).339


   5.2.3 Other Issues


   5.2.3.1 Venue for Actions for Compensation of Licenses


  Actions for compensation of licenses340 must be brought before the Local/Regional Division where the defendant is domiciled.341


   5.2.3.2 Venue for Actions Concerning Decisions of the EPO


  Pursuant to Art. 33(9) UPCA, the Central Division will be competent to hear all cases concerning decisions of the European Patent Office in carrying out the tasks referred to in Art. 9 EP-UE Regulation.342


   5.2.3.3 Choice of Forum by Agreement of the Parties


  Art. 33(7) UPCA provides that the parties can deviate from the rules of competence as set out in Art. 33 UPCA by agreeing to bring the action before a Local, Regional or Central Division of their choice. Such an agreement can be reached any time, e.g. before commencing proceedings, or as part of a previously concluded agreement, for example a license agreement.


  6. Substantive Patent Law


   6.1 Creation of New Substantive Law


  The UPC Agreement in Arts. 25 to 30 sets out new substantive patent law applicable to EP-UEs, nationally validated European patents and (nationally granted) SPCs in the UPC Member States, in particular with regard to the notion of direct and indirect infringement and the exemptions therefrom (e.g. private and experimental use). The newly created substantive law is largely modelled on the provisions of the Community Patent Convention of 1975, which never entered into force, but which was the blueprint for many of the national patent laws in the European Union. We address these provisions in the context of an infringement action in (→ PART C II. 9).


  HOFFMANN EITLE COMMENT


  Although the substantive patent law created by the UPC and the corresponding national provisions are largely – yet not entirely – identical, there is a discussion among legal scholars as to whether the national courts of the UPC Member States must also apply the newly created substantive patent law (as a reminder, for nationally validated European patents the national courts will retain their competence during the transitional period and thereafter if the patent has been opted out). As set out below, this question can be decisive in a number of specific scenarios.


  According to their wording, Arts. 25 to 30 UPCA are to apply irrespective of whether the patent or SPC is enforced before the UPC or before a national court; they apply to "patents", which are defined to include European patents and EP-UEs. While other provisions such as Art. 24 UPCA (setting out the hierarchy of laws to be applied by the UPC) and Art. 56 et seq. UPCA (granting the UPC powers to impose certain remedies) expressly apply to the UPC (exclusively), Arts. 25 to 30 UPCA include no corresponding statement. Furthermore, the transitional regime of Art. 83 UPCA only provides for the competence of the national courts rather than for a complete derogation of the UPCA. For this reason, no conclusion regarding the applicable law can be drawn from Art. 3(c) UPCA which says that the UPCA applies to European patents "without prejudice to Art. 83". For reasons of legal certainty, it is arguably desirable that the applicable law does not depend on the deciding court.343 These reasons speak in favor of national courts also applying Arts. 25 to 30 UPCA.344


  On the other hand, the objective of the transitional period is arguably to give patentees the option of using the pre-existing patent system in the way they are familiar with. Also, Art. 24 UPCA, the first provision of Chapter V – "Sources of Law and Substantive Law" – applies to the UPC only, and thus it arguably follows from the context that the same applies to the subsequent provisions in Arts. 25 to 30 UPCA.345


  This question can be decisive in a number of scenarios. One example relates to the Bolar exemption, which, under the national law of some UPC Member States (including Germany346), encompasses clinical trials for original products but which is limited to generic trials under the UPCA.347


  A potential further discrepancy is the burden of proof relating to patent claims for manufacturing methods. According to Art. 55(2) UPCA, regardless of whether the product is new, the defendant must prove that its product was not made using the protected process if (i) there is a "substantial likelihood" that it may have been and (ii) the patentee is unable to prove that it was made using this process despite reasonable efforts. Such a far-reaching reversal of the burden of proof is not provided for in e.g. German patent law but will become relevant in German courts if they decide that they should base their decisions on Arts. 25 to 30 UPCA.


  A third example relates to indirect infringement: while the laws of all UPC Member States require that the means which relate to an essential element of the invention be offered and/or supplied in the territory of the patent for use in the same territory, Art. 26 UPCA broadens this requirement so as to cover the territory of all UPC Member States where the European patent has effect.


  The question as to whether the national courts need to apply Arts. 25 to 30 UPCA or the (pre-existing) national law will ultimately be decided by the national courts in those cases where the UPCA deviates from the existing national law. Since this question cannot be referred to the CJEU, there may not be a uniform answer throughout the UPC Member States. When developing their litigation strategies, patentees need to factor in this uncertainty regarding the national route, at least until the relevant national courts reach a settled view.


   6.2 Applicable Law: The Hierarchy


  The substantive law created by the UPCA is not comprehensive. Patent disputes, which are presently resolved on a country-by-country basis, involve numerous aspects of civil law not addressed in the UPCA, e.g. regarding the rules of joint tortfeasorship or defenses such as abuse of procedure or licenses. Where these aspects are not dealt with by the UPCA, it is necessary to resort to other sources of law, including national law.348 Likewise, national patent infringement courts apply EU law – e.g. with respect to a FRAND defense based on Art. 102 TFEU.


  With the UPCA, an additional and central layer of law needs to be woven into the existing sources of patent law. There is wide agreement that the whole multi-layered system should be regarded as a comprehensive structure aimed at maximizing harmonization. The UPCA therefore also includes a complex choice-of-law regime. The UPC will base its decisions on the following sources of law:349


  

    EU law;


    the UPCA;


    the EPC;


    other international agreements on patent law which bind all UPC Member States; and


    national law.


  


  This enumeration is widely perceived as a hierarchy, whereby a source of law only applies to the extent that the higher-ranking source of law provides no answer.


  Sources (a) – (d) apply uniformly in all UPC Member States (leaving aside the likely couleur locale, i.e. variations arising from judges interpreting the above sources of law in line with their established national practice, at least in the beginning). Where the UPC needs to apply national law, it is necessary to determine the country (or the countries) whose law applies to the legal questions in dispute. To this end, Art. 24(2) UPCA sets forth a second hierarchy: the applicable national law shall be determined by private international law rules of (i) EU law350, (ii) international instruments, and (iii) national law.


   6.2.1 European Union (EU) Law


  Art. 20 UPCA provides for the primacy of EU law. Accordingly, it is the highest-ranking source of law in the hierarchy set forth in Art. 24(1)(a). Examples of primary EU law that is frequently relevant in patent disputes include Art. 101 TFEU, e.g. regarding licenses or non-challenge clauses, and Art. 102 TFEU, e.g. regarding a potential abuse of a dominant position by refusing to grant a license on FRAND basis. Furthermore, the principle of free movement of goods and services (Arts. 34 and 56 TFEU) may have to be considered when interpreting Art. 29 UPCA providing for the exhaustion of rights.


  The UPC will also apply secondary EU law, i.e. EU regulations, which are directly applicable, and EU directives, which serve as the basis for interpreting the provisions intended to implement them. Secondary EU law of particular relevance includes the Brussels Ia Regulation, the Rome II Regulation, Regulation 1206/2001 on the taking of evidence, the Enforcement Directive and, of course, the EP-UE and Translation Regulations.


   6.2.2 Unified Patent Court Agreement (UPCA)


  The UPCA is the central piece of legislation to be applied by the UPC, i.e. the very court it creates. It contains the most important provisions regarding the activities from which a patentee can exclude others (see below), potential defenses against claims for infringement, and claims and remedies. In the case of any conflict between the UPCA and EU law, the latter will take precedence.


  Claims and remedies for patent infringement are provided for in Part III Chapter IV of the UPC Agreement, in particular injunctions, damages and communication of information. Some claims and remedies can be found in the Rules of Procedure, e.g. with respect to the infringer's obligation to lay open its books (Rules 141 to 143 RoP; → PART C II. 9.5).


   6.2.3 European Patent Convention (EPC)


  The EPC not only governs formal and substantive requirements for patentability, it also contains a number of provisions regarding the effect of European patents and patent applications, including the following with respect to the scope of protection of European patents Art. 69 EPC (and the protocol on its interpretation):


  (1) The extent of the protection conferred by a European patent or a European patent application shall be determined by the claims. Nevertheless, the description and drawings shall be used to interpret the claims.


  (2) For the period up to grant of the European patent, the extent of the protection conferred by the European patent application shall be determined by the claims contained in the application as published. However, the European patent as granted or as amended in opposition, limitation or revocation proceedings shall determine retroactively the protection conferred by the application, in so far as such protection is not thereby extended.


  Art. 69 EPC will be directly applied by the UPC. As Art. 69 EPC has been the legal basis for the national courts, there will be no change as to the legal basis for interpreting patent claims and determining their scope of protection.


  Another example is Art. 67 EPC, which provides for a minimum protection for the use of the subject matter of published patent applications. While the UPCA does not contain a comparable provision, it provides in Art. 32(1)(f) for the UPC's competence for actions based on Art. 67 EPC in conjunction with the pertaining national law.


   6.2.4 Other International Agreements


  The PCT and TRIPS are important examples of "other" international treaties to be considered by the UPC.


   6.2.5 National Law


  The UPC applies national law to all aspects not provided for by EU law, the UPCA, the EPC or other treaties. Two questions arise: firstly, in which situations will the UPC typically have to consider national law and secondly, which country's law will apply in these situations?


   6.2.5.1 Exemplary Scenarios for the Application of National Law


  The UPCA does not directly provide for a claim for compensation for use of an invention which is the subject of a published application. However, it does provide for the UPC's competence to hear actions for such compensation, for which the EPO Member States are required to provide under Art. 67 EPC. The particulars are being left to the legislation of the individual Member States, e.g. whether the claim requires a translation of the patent claims to have been published or made available to the user. As a result, the UPC will have to apply national law when seized with an action for such compensation.


  Also, the UPCA does not provide for claims for unjust enrichment. Unlike claims for compensation for use of an application, such claims are not even mentioned in the UPCA. However, they can be highly relevant in Germany because they have a longer limitation period in comparison to claims for damages (ten years as compared to three years) and can even encompass the profit achieved as a result of the infringement, which is why this claim is almost akin to a damages claim. The infringer's profit is at the interface between damages and unjust enrichment; it is mentioned in relation to the determination of damages in Art. 68(3) UPCA ("When the Court sets the damages, it shall take into account […] any unfair profits made by the infringer"), which can be interpreted as a comprehensive basis for financial compensation for any unjust enrichment that the infringer has obtained through the infringement. If the UPC does accept claims for unjust enrichment, including a "residual damages claim", it may still apply the limitation period of five years provided in Art. 72 UPCA.


  Furthermore, patent disputes can involve a great number of defenses and other anticipatory legal questions which the UPCA does not contain any substantive provisions for, such as the private prior use right, the law of contract, the forfeiture of claims, the requirements of proper power of attorney or disposal of third parties' property, or the right to rescind a legal declaration or requirements as to form.351


   6.2.5.2 Determination of Applicable Law


  The applicable national law is primarily determined in line with EU private international law rules.352 The most important of such rules are set forth in the Rome II Regulation relating to non-contractual obligations. Art. 8(1) Rome II Regulation reflects the principle of territoriality and provides that obligations arising from an infringement of an intellectual property are to be governed by the law of the country for which protection is claimed.353 If the intellectual property right is a "unitary Community intellectual property right"354, the law applicable to any question not governed by the relevant instrument of EU law is, according to Art. 8(2) Rome II Regulation, the law of the country where the infringement was committed. As a result, different rules apply to EP-UEs and European patents without unitary effect.


  Assuming that, as argued by most legal authors, an EP-UE qualifies as a "unitary Community intellectual property right" in this sense, even though its effects do not extend to all EU Member States, the UPC will apply the law of the country where the infringement was committed. If, for example, the defendant has made products according to the EP-UE in suit in France, French law will fill the remaining gaps left by the higher-ranking legal sources (EU law, UPCA, EPC, and other treaties). Where the infringer has acted in more than one country, the UPC needs to apply the law of the country where the initial act was committed or threatened.355 For example, where the defendant offers infringing products online in a number of Member States, thereby committing an infringing act in at least all Member States where the online offer is intended to be viewed, the applicable law is that of the country in which the defendant put the offer online, i.e. committed the initial act.356


  For nationally validated European patents (i.e. without unitary effect), in contrast, Art. 8(1) Rome II Regulation applies and the UPC needs, in principle, to apply the national laws of all UPC Member States with respect to their respective territories. This is obviously a highly undesirable result, which the UPC may want to avoid by using the same approach as for EP-UEs, considering that a European patent has a certain "de facto" unitary effect due to the unified enforcement proceedings.


  Other relevant EU international private law rules relate to transactions: Art. 7 EP-UE Regulation requires that an EP-UE as an object of property be treated like a national patent of the country where (i) it has unitary protection and (ii) the applicant357 had its place of business when filing the European patent application or, if this is not applicable, Germany358. This mainly relates to the question of whether the EP-UE can be the subject of transactions, licenses, dispositions, liens, and the like. Regarding contractual aspects, such as the agreement's interpretation, performance, termination or breach, however, the applicable law is determined in accordance with the Rome I Regulation. If, for example, the parties of a license contract did not agree on the applicable law, the applicable law is determined in accordance with Art. 4 Rome I Regulation, which could lead, for example, to the application of the law of the country where the licensor is domiciled.359


  7. The Role of the Court of Justice of the European Union (CJEU)


  The relationship between the UPC and the CJEU was the subject of intense discussion while the EU Patent Package was being negotiated, in particular after the CJEU ruled that a unified patent court must not act outside EU law.360 The CJEU generally gives preliminary rulings on the interpretation of EU law in accordance with Art. 267 TFEU when requested by national courts, which are obliged to do so if no appeal can be lodged against their decision. Needless to say, such preliminary rulings take considerable time. Also, concerns were expressed that the CJEU would not be qualified to properly interpret the provisions of substantive patent law, e.g. relating to the scope of protection and aspects of direct and indirect infringement. If such provisions were part of the EU law, the UPC would have the opportunity or, in the second instance, the obligation to refer questions on their interpretation to the CJEU, a result with which practitioners were not expected to be happy. For this reason, such provisions were kept out of the EP-UE Regulation, which refers in this respect to national law.361 The "national law" applied by the UPC in this context includes the UPC Agreement, Arts. 25 to 30 of which contain the provisions on the effects of the patent. As these provisions are technically outside EU law, the CJEU arguably has no power to interpret them. However, considering the interplay between the EP-UE Regulation and the UPC Agreement, there are doubts as to whether the CJEU will consider itself only competent to interpret exclusively the provisions of EP-UE Regulation. At least, as far as the provisions of the UPCA can be argued to be based on or affected by EU law, the UPC is obligated to refer any questions on its interpretation to the CJEU, e.g. in the context of the so-called Bolar exemption provided for in Art. 27(d) UPCA (→ PART C II. 9.4.7).362


  8. Representation before the UPC


   8.1 Representation


  In infringement and revocation actions, parties must be represented363 by lawyers and/or specially qualified European Patent Attorneys.


  Lawyers364 according to the UPCA must be EU citizens365 authorized to practice before any court of a UPC Member State.366 Thus, even if an action is pending before the Central Division in Paris, for example, the parties can be represented by a German or Dutch lawyer/attorney at law. However, following Brexit, UK-qualified lawyers (i.e. solicitors and barristers) who do not have audience rights in a Member State of the European Union are no longer entitled to represent clients before the UPC.


  Parties may alternatively be represented by European Patent Attorneys367 who are entitled to act as professional representatives before the European Patent Office pursuant to Art. 134 of the EPC and who have the appropriate qualifications, such as a European Patent Litigation Certificate. The requirements under which such a European Patent Litigation Certificate may be obtained are set out in the Rules on the European Patent Litigation Certificate.368 Said Certificate may be acquired by successfully completing a training course of 120 hours on European patent litigation, followed by a written and an oral examination.369 A small number of other qualifications are, for a transitional period, accepted as a basis on which an European Patent Attorney can act as a professional representative before the UPC. A list of the European patent attorneys entitled to represent parties before the Court is kept by the Registrar.370


  Representatives of parties may also be assisted by patent attorneys not qualified to represent by themselves, who will be allowed to speak at hearings at the Court in accordance with the Rules of Procedure.371


  HOFFMANN EITLE COMMENT


  When selecting representatives, parties should therefore specifically consider the technical qualifications and competence of the patent attorneys and attorneys at law as well as their language skills, and not necessarily their nationality.


   8.2 Privileges and Immunities


   8.2.1 Introduction


  The UPCA is an international treaty, and the UPC is a court that operates and on the basis of this international treaty. Given its international nature, the judges of the court, inasmuch as they act in this capacity, do not therefore enjoy the protection afforded to judges of sovereign nations. Such protection would typically exist in the form of privileges and immunities afforded to judges by national law. To the extent that they cannot rely on the pertinent provisions of national law,372 international, supranational or intergovernmental organizations need a separate set of rules that are accepted and enforceable by the Member States of the organizations so as to afford such privileges and immunities and guarantee the independence of the operation of the court from any influence external to the court.


  As with many other international organizations,373 the UPC must therefore rely on its own "Protocol on Privileges and Immunities of the Unified Patent Court", referred to in the following as "PPI".374


   8.2.2 Nature of the PPI


  The PPI is not mentioned in the UPCA proper but is rather included in Annex I to the UPCA, i.e. in the Statute of the Unified Patent Court, which renders the Protocol on the privileges and immunities of the European Union applicable to the judges of the court.


  The Statute, pursuant to the explicit definition of Art. 2(i) UPCA, is an integral part of the UPCA. However, neither the UPCA nor the Statute incorporates the PPI as an integral part. The PPI is therefore a separate piece of legislation, which shall be ratified separately. The PPI correspondingly includes its own regulations as to signature, ratification, acceptance, approval, or accession, and deposition375, as well as to entry into force376.


  Pursuant to these regulations, there was a time window for all Contracting Member States to sign the PPI. Signatures thereafter are deemed to be indicative of an accession. Instruments of ratification, acceptance or approval, and instruments of accession shall be deposited with the depositary. The PPI will enter into force 30 days after the date on which the last of the four State Parties – France, Germany, Luxembourg, and the United Kingdom – has deposited its instrument of ratification, acceptance, approval, or accession. For each state seeking to become party to the PPI depositing its instrument after this date, the PPI will enter into force 30 days after the date of deposit.


   8.2.3 Status


  Information on the deposit of instruments of ratification, acceptance, approval, or accession can be found on the website of the Council of the European Union.377 In accordance with this information, the last of the four State Parties France, Germany, Luxembourg, and the United Kingdom to notify the deposit of its instrument of ratification was Germany.378 Notification from Germany occurred on September 27, 2021. The information on the website of the Council of the European Union therefore lists October 27, 2021 as the date of entry into force for all the State Parties where the PPI has already entered into force. At the time of writing, these states were Belgium (BE), Finland (FI), Italy (IT), the Netherlands (NL), and Portugal (PT), as well as France (FR), Germany (DE) and Luxembourg (LU).


  Denmark (DK), Greece (GR), Malta (MT), and Sweden (SE) are also indicated as having signed the PPI on the same date as those states where the PPI has already entered into force. The first Contracting Member State to accede was Bulgaria (BG), the second, and last, Slovenia (SL). There is no indication of a notification or an entry into force for any of these six latter Contracting Member States.


  This results in the discrepancy that Austria (AT), Bulgaria (BG), Denmark (DK), Estonia (EE), Latvia (LV), Lithuania (LT), Malta (MT), Slovenia (SL), and Sweden (SE) have ratified the UPCA, but not the PPI. However, given that the Statute is an integral part of the UPCA, and further given that Art. 8 Statute contains a barebone provision for the immunity of judges also rendering the Protocol on the privileges and immunities of the European Union applicable to the judges of the court, these countries have not stripped the judges of all immunities. Moreover, we would assume that these states will ratify the PPI shortly and notify the depositary accordingly, by depositing their instrument of either ratification or accession. Failing that, Art. 19 PPI offers the possibility for any Contracting Member State to notify the depositary at any time that it will apply the PPI provisionally.


   8.2.4 The Individual Privileges and Immunities


  At the time of writing, the PPI contains nineteen articles. The first relates to the use of certain terms and contains definitions of these terms, amongst them "Agreement", "Statute", "State Party" and "Contracting Member State", to which reference was made in the above.379 The last three articles relate to the signing of the PPI, its ratification and the deposition of instruments of ratification or accession, entry into force of the PPI, and its possible provisional application. The remaining fifteen articles relate to the core subject matter of the PPI, i.e. the individual privileges and immunities the PPI affords, and will briefly be addressed in the following.


   8.2.4.1 General Provisions Relating to the Court


  As a general provision, the PPI provides in Art. 2 thereof that, in the territory of each State Party, the court shall enjoy such privileges and immunities as are necessary for the exercise of its official activities.


  However, the general provision does not relate to the representatives of the parties.


   8.2.4.2 Inviolability of the Premises of the Court, Archives and Documents, the Court Itself, and its Property, Assets and Funds


  Art. 3 PPI stipulates that the premises of the Court shall be inviolable and has some of the limitations of the inviolability which are usual for such protocols. However, contrary to the corresponding provision of the EPO-PPI, for instance, Art. 3 PPI does not contain an exemption from the inviolability for service of process or of any other procedural instruments relating to a cause of action against the UPC. In the absence of such an exemption, such inviolability under German law has been interpreted to prevent service of an action on the UPC, unless the UPC were to waive its immunity in this respect. Instead of formal service, an informal transmission to the Court for the Court to be informed, to comment, and to take a decision on a possible waiver would be conceivable and admissible.380


  Bringing legal proceedings against the UPC would, at any rate, be limited by the core immunity of the PPI, namely that the court is protected from legal process.381 Four exceptions from this protection are expressly recited in the PPI, namely that the court shall not enjoy immunity insofar as in any particular case it has expressly waived its immunity;382 in the event of civil proceedings brought against the UPC either with respect to contractual liabilities brought by "outsiders"383, or with respect to non-contractual liabilities (brought by anyone) with the exception of those that are based on the performance of the court's jurisprudence;384 and finally civil proceedings brought against the UPC or any of its members for damages resulting from an accident or a traffic offence caused by a motor vehicle belonging to, or operated on behalf of, the UPC.385 


  Arts. 4 and 5 PPI recite further standard means of protecting the operation of the court, namely that the archives and documents of the court shall be inviolable, and that the court shall enjoy immunity from legal process in respect of other procedural mechanisms such as search, requisition, confiscation, seizure or expropriation of the property, assets, and funds of the court, unless these are authorized by the court.386 Property, assets, and funds of the Court shall also be exempt from restrictions, regulations, controls and moratoria of any nature, to the extent necessary that the Court exercise its official activities.387


  In the context of immunity of international organizations from legal process, lack of access to justice has been recognized as a problem in a number of cases, quite a few of them involving the European Patent Organisation.388 Job applicants and non-staff members performing services for a court as well as unsuccessful participants in tender proceedings, inter alia, often had difficulties in bringing legal proceedings. Under the PPI, UPC staff disputes are to be settled by means of provisions still to be established by the court, and disputes arising from the interpretation or application of the PPI shall, as a default, be referred to an arbitral tribunal.389 However, some of the traditional difficulties for job applicants and non-staff members ought to be alleviated by means of the carve-out limitations expressed in Arts. 5(1)(b) and 5(1)(c) PPI.


   8.2.4.3 Immunity of Representatives of a State Party, Exemption from Taxes, Funds and Freedom from Currency Restrictions


  Arts. 6, 7, and 8 PPI relate to the usual immunities afforded to representatives of the signatories of the PPI (i.e. the State Parties and not the Contracting Member States of the UPCA); exemption of the court, its property, and assets from direct taxes; and the freedom of the court from currency restrictions in as much as the freedom is necessary for the exercise of the official activities of the court.


   8.2.4.4 Privileges and Immunities of the Judges, the Registrar, and the Staff


  The immunity of the judges and the registrar is governed by three legal instruments.


  Firstly, Art. 8 Statute, as an integral part of the UPCA, stipulates that the "judges" are to be immune from legal proceedings, and that they are to continue to enjoy immunity in respect of acts performed by them in relation to their official capacity after they have ceased to hold office.390 Immunity can be waived, namely by the Presidium.391 Art. 8(4) Statute then refers to Protocol (No 7) on the privileges and immunities of the European Union and requires that Protocol 7 apply, as a second legal instrument, to the "judges" of the court without prejudice to the provisions relating to immunity from legal proceedings of judges as set out in the Statute.


  Art. 9 PPI, as a third legal instrument, states that the privileges and immunities of the "judges" are governed by Article 8 of the Statute and by Protocol 7, by virtue of reference thereto in Article 8 of the Statute. Art. 9 PPI expands the applicability of these statutes to the registrar. It also limits the applicability of Protocol 7 to only Articles 11(b-e) to 14 Protocol 7, which are to be applied in analogy adapted to the specific circumstances of the Court.


  The difference in the reference to Protocol 7 in the Statute and that in the PPI, in conjunction with the fact that some but not all of the Contracting Member States of the UPCA having ratified the PPI, seems to result in Protocol 7 being applicable in its entirety in those countries that have not ratified the PPI. This would include applying Art. 9 Protocol 7, which states that immunity cannot be claimed when "a Member" is found in the act of committing an offence. When applying Art. 8(4) Statute, this would mean that a judge is prevented from claiming immunity when he or she is found in such an act. Art. 9 PPI, conversely, limits the applicability of Protocol 7 to Arts. 11(b-e) to 14 thereof. On the face of it, this would have the odd result that a judge may claim immunity even when found in the act of committing an offence in those countries who have ratified the PPI.392


  Art. 9 PPI specifies the analogous application of Art. 11(b-e) to 14 Protocol 7 in that the judges and the registrar shall be liable to an internal tax for the benefit of the court, and that they are exempt from corresponding national taxation, albeit not on pensions and annuities. They are further exempt from compulsory contributions to national social security and health schemes as soon as they are subject to a social security and health scheme established by the court.


  Art. 10 PPI affords to the Staff similar immunities from legal process during and after their employment, as well as taxation and social security privileges, without however the analogous application of Protocol 7.


   8.2.4.5 Remaining Provisions


  Remaining provisions relate to the right of the Court to display its emblem and flag393 as a reminder of the duties of every representative of the State Party, judge, registrar and staff member to respect the laws and regulations of the State Party in whose territory they are operating in their official capacity; of the UPC, to cooperate with the appropriate authorities of State Parties, also to prevent any abuse in connection with the privileges, immunities and facilities referred to in the PPI;394 of the Presidium of the Court and the Administrative Committee, to waive the immunity under certain conditions;395 and of the State Party concerned to facilitate entry into, departure from, and residence in its territory of a number of persons, amongst those all persons who are called to or summoned by the court in an official capacity, namely parties, representatives of parties, interpreters, witnesses and experts before the Court.396 The registrar is to communicate to all State Parties the names of the judges, the registrar and the staff to whom the PPI applies.397


  Finally, the settlement of disputes involving either the court, in cases where the court enjoys immunity, or any person referred to in the PPI who enjoys immunity by reason of his or her official position is addressed in Art. 16(1) PPI. The mode of settlement for such disputes must be appropriate and the court must make provisions therefor, unless the immunity of the court or the person concerned has been waived. At the time of writing, such provisions are not known to the authors. All disputes arising out of the interpretation or application of the PPI shall be referred to an arbitral tribunal unless the parties have agreed on another mode of settlement.398


  9. Infringement Actions


   9.1 Where to Sue


  In practice, the claimant may choose at which Division of the Court of First Instance of the UPC to bring its infringement action. The following are the competent Divisions:


  

    the Local or Regional Division in the territory in which the defendant has their residence or principal place of business within the UPC Member States, or, in the absence of a principal place of business, a non-principal place of business;


    the Central Division if the defendant has no place of business in any UPC Member State;


    the Local or Regional Division in the territory in which an infringement took place; and


    in the case of a co-defendant, the Local or Regional Division which is competent according to item (a) above with regard to the anchor defendant.


  


  This is explained in more detail in (→ PART C II. 5.2.1.1).


  With its choice of the Division, the claimant can influence two aspects of the proceedings: the language of the proceedings and the composition of the panel.


  The language of the proceedings is, in principle, the official language of the country of the Local or Regional Division399 or, in the case of the Central Division, the language in which the patent in suit was granted. However, each UPC Member State is free to designate one or more of the official languages of the EPO as the language of proceedings in addition to or instead of the official language of the Local or Regional Division (→ PART C II. 9.6.2).400


  HOFFMANN EITLE COMMENT


  Claimants may prefer proceedings in a language they understand, i.e. in many cases English, since this avoids translation costs and allows the claimant to have a first-hand impression of the briefs and the oral hearing. However, the quality of the judgments of the Divisions offering proceedings in this language and the duration of proceedings at these Divisions should also be considered, since these factors may outweigh the not so high costs of translations and interpretation. Under the current system, most patent litigation cases in Europe are conducted before the German courts. In order to continue to keep infringement proceedings in Germany attractive, the German Local Divisions also can conduct infringement proceedings (in whole or at least in part) in English.


  The composition of the panel also depends on the Division. In Local Divisions located in UPC Member States having more than 50 cases per year on average, the panel is composed of two judges from this UPC Member State and one judge from the Pool of Judges who is permanently delegated to this Local Division.


  HOFFMANN EITLE COMMENT


  Commencing the action at a court where the judges have long experience in patent infringement matters ensures a higher degree of predictability and quality of the decisions, in particular in the first years after the establishment of the UPC. Over time, all UPC judges should acquire adequate practical experience and, for example, will develop a uniform interpretation of the substantive patent law provisions. In the first years, however, the judges may draw considerably on their national case law. Hence, if success in a case depends on a particular legal interpretation, the best approach may well be to bring the action before a Local Division where two judges come from a jurisdiction which interprets the respective provision in a manner favorable for the claimant.


   9.2 Standing to Sue


   9.2.1 General Standing to Sue


  Each party to any proceedings before the UPC must be a natural person or a legal person.401 Companies that have a right to instigate legal proceedings under the laws applicable to them are considered to be legal persons. This does not automatically, however, mean that these entities are entitled to bring actions at the UPC. Which entities are entitled to bring any particular action at the UPC depends on the action in question.


   9.2.2 Entitlement to Sue in Infringement Actions


  In principle, it is the patentee that has the right to bring an infringement action according to Art. 47(1) UPCA. A patentee can therefore bring an action before the UPC requesting injunction, for example, based on unlawful use of the patent (Art. 32(a) UPCA) and also damages (Art. 32(f) UPCA). The patentee can also request provisional measures (Art. 32(c) UPCA).


  Whether a licensee has a right to bring an action, and under which circumstances, depends on the type of license granted. An exclusive licensee fundamentally has the same rights to bring actions as the patentee, unless the license agreement restricts that licensee's right to bring an action. In any case, the exclusive licensee must inform the patentee of its intention before filing an action.402 According to the clear wording of Art. 47(2) UPCA, the exclusive licensee only has to give the patentee "prior notice"; the patentee's consent is therefore not required unless otherwise provided for in the license agreement.


  In contrast to an exclusive licensee, a non-exclusive licensee is not entitled to bring an action before the Court except if the license agreement has specifically permitted such an action and the patentee was informed of this in advance.403


   9.3 Restricted Activities


  On the basis of a patent, the patentee can stop others from performing certain activities such as making a product that realizes all features of a claim of the patent. The restricted activities characterize the nature of an intellectual property right and constitute the pivotal point of a patent system. In general, most countries in the world agree to a considerable extent on which activities a patentee can prevent. In Europe, a common language was agreed upon early on in the Community Patent Convention of 1975, both for the notion of direct infringement (Art. 29 of the Community Patent Convention) and in relation to indirect patent infringement (Art. 30 of the Community Patent Convention).404 Most EU Member States modelled their national laws on these two provisions or even adopted their wording. The same is true for the UPCA, of which Art. 25 on direct infringement is more or less a copy of Art. 29 of the Community Patent Convention of 1975. Art. 26 UPCA on indirect infringement strongly resembles Art. 30 of the Community Patent Convention of 1975. However, the courts of the individual EU Member States have construed the corresponding national provisions differently, partly with significantly varying results. Thus, the harmonizing effect of the UPC Agreement will lie in the uniform interpretation rather than in the wording.


  However, in the beginning, the judges who formerly served at national courts, or do so in parallel, will very likely draw from their own case law. Thus, it will be important to be aware of the national courts' interpretations, in particular when deciding the Division in which to file the complaint. Some exemplary differences are addressed in the following.


   9.3.1 Direct Infringement


  According to Art. 25 UPCA, the owner of a patent can prevent third parties from:


  

    making, offering, placing on the market or using a product which is the subject-matter of the patent, or importing or storing the product for those purposes;


    using a process which is the subject-matter of the patent or, where the third party knows, or should have known, that the use of the process is prohibited without the consent of the patent proprietor, offering the process for use within the territory of the Contracting Member States in which that patent has effect;


    offering, placing on the market, using, or importing or storing for those purposes a product obtained directly by a process which is the subject-matter of the patent.


  


  A significant but natural difference between Art. 25 UPCA and the current national provisions is that the relevant territory of Art. 25 UPCA is the territory of all UPC Member States in which the nationally validated European patent or EP-UE in question has effect. Otherwise, the wording closely resembles the corresponding provisions in most EU Member States and covers the same activities: making a patented product, offering, placing on the market, using, importing and stocking a patented product or a product made using a patented process and using and offering a patented process. However, these provisions are interpreted quite differently by the courts of the individual EU Member States. The uniform interpretation and application of Art. 25 UPCA by the UPC will have a significant impact on the legal situation in the UPC Member States concerned.


   9.3.1.1 Making


  "Making" covers the manufacture of a patented product for the first time. While German courts do not require that the entire production process take place in Germany, it is required in principle that the product be finished in Germany; a product patent is normally not considered to be infringed in Germany if the production process is begun in Germany and completed abroad. This will no longer be an issue if the product is finished in one of the other UPC Member States.


  As a further example, European courts sometimes struggle to distinguish infringing acts of "re-making" from acts which constitute genuine repair and thus do not infringe. Typical products where this is relevant include consumables such as printer cartridges. Under German law, the question of whether an act of alleged repair of a patented product constitutes re-making of the product is decided on a case-by-case basis, taking into account, inter alia, the patented invention, the usual life-span of the product and the extent of the "repair". If repair work leads to the renewal of parts which (i) from the perspective of the trade circles concerned are usually not replaced during the lifetime of the patented product or (ii) in which the core of the invention is realized, the line of patent infringement may be crossed.405 In other jurisdictions, the first point (i) is of no relevance. This can easily lead to inconsistent results. In France, for example, repair can be qualified as manufacturing if it involves the making and replacing of a component recited as such in the patent.


   9.3.1.2 Offering (a Product)


  Under German law, the infringing act of "offering" is defined broadly. An offer can, for instance, be made in writing, orally, by presenting a product or by advertisement (e.g. on the internet). According to the prevailing German case law, an offer can be any act which is intended to foster the sale of the offered goods or services. It is not necessary for the offeror to have indicated prices or sales' terms or conditions. An offer is a separate act of infringement of its own, regardless of where and when the delivery would take place. As a result, advertisements before expiry of an IP right which promote the sale of a product only after expiry of the IP right can still constitute an infringing "offering".406 The same applies in principle, for example, in the Netherlands, Belgium and France. In the UK, in contrast, an offer does not infringe a patent if it relates to the time after expiry, which may still be worthwhile to consider, even though the UK has left the EU and the UPCA since Irish courts tend to look at UK decisions for guidance.407


   9.3.1.3 Placing on the Market


  The notion of placing on the market (putting on the market, disposing of) is broader in Germany than in other jurisdictions. Under German law, the passing of title is irrelevant when it comes to placing on the market. In one famous case, the German Federal Court of Justice held that supplying a product abroad can constitute infringement of a German patent when the product is destined for Germany.408 Irish courts, usually looking at UK case law, may take a different approach; according to UK case law, a product is in principle only placed on the market if the legal title passes in the UK.


   9.3.1.4 Importing


  In Germany, importing only infringes if done for the purpose of making, offering, using and/or placing on the market, whereby, however, the importer does not need to have a proprietary interest in the stored products. In other jurisdictions, such as in France, any importation is an act of infringement, regardless of the purpose of the importation. As a result, certain kinds of storage can infringe in some countries but not in others. The UPCA will harmonize the varying results for European patents that are not opted out or do have unitary effect.


   9.3.1.5 Applying a Process


  A process patent is infringed if the patented process is applied. This requires that all steps of the process defined in the claim in question be performed and all of the means for performing the process defined in the claim be used. Under German law, however, this does not mean that all process steps necessarily need to be performed in Germany. A method claim can be infringed even if only one step of a patented method having several essential steps is performed in Germany, provided that the steps performed abroad have either been facilitated by, or can be attributed to, the person acting in Germany or that they are remotely utilized from within Germany so that their results are achieved in Germany.409 In contrast, courts of other Member States, including Belgium, France and the Netherlands, hold that, in principle, a process patent is only infringed if all steps are carried out in their country (an important exception of course being patents relating to a manufacturing method, preventing the direct process product from being marketed regardless of where it was made). Inconsistent outcomes are likely to arise from these different approaches, but, in the long run, they will be harmonized by the UPC case law.


   9.3.2 Indirect Infringement


  Art. 26 UPCA provides the patentee's right to prevent indirect infringements:


  

    A patent shall confer on its proprietor the right to prevent any third party not having the proprietor's consent from supplying or offering to supply, within the territory of the Contracting Member States in which that patent has effect, any person other than a party entitled to exploit the patented invention, with means, relating to an essential element of that invention, for putting it into effect therein, when the third party knows, or should have known, that those means are suitable and intended for putting that invention into effect.


    Paragraph 1 shall not apply when the means are staple commercial products, except where the third party induces the person supplied to perform any of the acts prohibited by Article 25.


    Persons performing the acts referred to in Article 27(a) to (e) shall not be considered to be parties entitled to exploit the invention within the meaning of paragraph 1.


  


  One idea behind indirect infringement, also known as contributory infringement, is that the patentee can start legal action even before their patent is actually infringed. There are several scenarios where this is of utmost interest to the patentee. For example, if their patent is infringed by a large number of companies, it may be difficult for the patentee to locate and prosecute every individual infringer. But if these infringers all depend on one supplier, the patentee can seek to stop the infringement at the source by asserting claims for indirect infringement against the supplier. Alternatively the patent is used by the patentee's customer using parts and components sourced from the patentee's competitor, against whom the patentee can take action without involving its customer. Also, the owner of a process patent can raise claims for indirect infringement against the supplier of equipment used for applying the patented process. Indirect patent infringement also plays a considerable economic role in connection with combination products and replacement parts. A patentee may wish to profit not only from the sale of his protected device but also from the required spare parts and operating materials. This is the case, for example, with printer cartridges. In a nutshell, any third party infringes a patent indirectly if it supplies a person in a particular country with "means relating to an essential element of the invention" for unauthorized use of the invention in the country in question. As with Art. 26 UPCA, the corresponding national provisions require that both the supply (and/or offer) and the direct use by the supplier's customer take place in the territory where the patent concerned is in force (the so-called double territoriality requirement).


  As a result, where national law applies, a patent is only indirectly infringed if the supply and the use of the part/component take place in the same country.


  Under Art. 26(1) UPCA, in contrast, it is sufficient that the supply or offering to supply takes place in one UPC Member State ("State A"), whereas the exploitation of the patented invention happens in the same or a different UPC Member State ("State B"), provided the patent in suit has effect in UPC Member States A and B. In consequence, under the UPCA there may be more cases of indirect infringement compared to the current situations under national laws.


   9.4 Defenses


   9.4.1 Available Defenses


  The UPCA provides procedural and substantive defenses against the assertion of a patent infringement. As to procedural defenses and the procedure of preliminary objection (→ PART C II. 11.6.1.3).


  With regard to substantive defenses, the UPCA includes largely the same defenses that are also provided under the national laws of most EU Member States. Most of them are either based on specific EU directives or on the catalogue of defenses set forth in the Community Patent Convention of 1975. The Community Patent Convention never entered into force but most EU Member States used it as a basis for harmonizing their respective national patent laws. The most relevant substantive defenses will be addressed hereinafter:


  

    	invalidity defense (Art. 32(1)(e) UPCA);


    	right to prior use (Art. 28 UPCA);


    	defense of exhaustion (Art. 6 EP-UE Reg. and Art. 29 UPCA);


    	competition law defense (Art. 15 EP-UE Reg., Art. 102 TFEU);


    	research exemption and the Bolar exemption (Art. 27(b) and (d) UPCA); 


    	defense deriving from the Computer Programs Directive (Art. 27(k) UPCA); and


  


  

    	defenses of period of limitation (prescription) and forfeiture (Art. 72 UPCA).


  


  Art. 27 UPCA lists a number of further exemptions such as: (i) acts performed privately and for non-commercial purposes, (ii) individual, extemporaneous preparations of medicines by a pharmacy, (iii) exemptions regarding foreign vessels, aircraft or land vehicles which are only temporarily in a UPC Member State,410 and (iv) own use by farmers of plant propagating material and livestock under certain conditions. These further exemptions cover very specific and thus very rare scenarios in patent litigation. We have therefore not devoted a specific section to them in this practitioner's guide.


  Although not expressly listed as such in the UPCA, a further defense can be a use right, e.g. based on a license or co-ownership (→ PART C III).


   9.4.2 Invalidity of the Patent in Suit


  Invalidity of the patent in suit is raised as a defense in almost every infringement suit. Under the UPCA, the defendant can raise this defense by bringing a counterclaim for revocation (→ PART C II. 1.2.2.3 and → PART C II. 9.6.3.1.7).


   9.4.3 Prior Use Right


  Prior use rights aim to moderate the implications for an earlier inventor under the first-to-file approach applicable under the EPC (and other patent laws). The first-to-file approach avoids the difficulty of having to determine who the first inventor was. A patent granted to the first applicant instead of the first inventor may, on the other hand, leave an earlier inventor exposed to the exclusionary effects of the patent. Beyond the apparent injustice, this may devalue investments and assets created by the earlier inventor before the application was filed.


  To balance the respective interests of the applicant and the earlier inventor, the national laws of EPO Member States provide prior use rights for their respective territories. These national prior use rights differ significantly in their respective conditions, scope and transferability. For example, in some UPC Member States, e.g. France, the possession of the invention as such suffices (right of personal possession), while in most others, an element of prior commercial use is additionally required.


  The UPCA foregoes the opportunity to harmonize this legal situation by creating uniform rules for the national prior use rights. The UPCA does not provide a uniform prior use right for its entire territory. Instead, the UPCA accepts that, within its territory, different rules and thus diverging prior use rights will persist, each limited to the respective territory of the UPC Member State. For this, the UPCA refers to the national prior use rights and rights of personal possession provided in the UPC Member States with regard to national patents and declares them applicable to European patents and EP-UEs.411


  HOFFMANN EITLE COMMENT


  Within the statutory limits of the respective national prior use or personal possession rights, the UPC may, however, advance the harmonization of these national rights through its decisions.


  In practice, a defendant must therefore substantiate and prove that he held a prior use right or right of personal possession for every UPC Member State under the respective national laws where infringing acts may otherwise have been committed.


  HOFFMANN EITLE COMMENT


  With the UPC, it has become significantly riskier for companies to rely on know-how protection and prior-use rights regarding their products and activities. While in the typical one or few national infringement action(s), the defendant had to substantiate its defense only for these one or few countries, at the UPC a prior use must be substantiated for each UPC Member State where infringing acts have occurred. It is challenging to successfully defend with a prior use right even in national proceedings. Evidence regarding one's products and activities dating back to a time before the effective filing date of the patent, often many years ago, is often scarce. Witnesses may have left the company or may not recall the circumstances in sufficient detail. Further, for example in Germany, a patentee may effectively counter a prior use defense by asserting the patent in limited form, i.e. with an additional feature that is disclosed in the application and which is also present in the attacked embodiment but which was not verifiably present in the prior-use embodiment.


  In an action before the UPC, it will become even more difficult to defend against an alleged infringement based on the prior use defense. The UPCA facilitates the enforcement of a patent in one lawsuit throughout its entire territory but leaves the defendant with territorially limited prior use rights. The defendant must thus legally analyze, substantiate, and prove the prior use right in all UPC Member States where the claimant has demonstrated infringing activities.


  Accordingly, if patent protection is not obtained, other measures should be considered to shield investments from the risk that later applications by third parties may preclude the further use of a process or the further sale of a product. One potential strategy is to create prior art by a hidden publication to be presented in the event that a competitor applies for a patent on the subject matter.


   9.4.4 Exhaustion


  The defense of exhaustion is codified in Art. 29 UPCA for European patents and separately in Art. 6 EP-UE Regulation for EP-UEs. A reason for regulating this separately may have been that exhaustion is not only seen as a defense, but also as a limitation to the EP-UE's scope of protection. Both provisions are identical. They stipulate that the rights conferred by such a patent are exhausted with regard to a specific product once the product has been placed on the market in the European Union by the patentee or with their consent. Both provisions also contain the same caveat that exhaustion applies "unless there are legitimate grounds for the patent proprietor to oppose further commercialization of the product".


  The provisions codify the inherent limitation to any intellectual property right in the EU, as set out in the established case law of the Court of Justice of the European Union (CJEU) and founded on the free movement of goods. They mirror provisions which can be found in national and EU legislation. Recital (12) EP-UE Regulation expressly states that the principle of exhaustion shall be applied in accordance with the case law of the CJEU. In the following, we shall therefore briefly set out the broad lines of CJEU case law.


  The idea behind the principle of exhaustion is that, while patentees have the exclusive right to put the patented product on the market, they should not benefit from it more than once. Upon first placing a product on the market with the patentee's consent, the rights arising from the patent are exhausted with regard to that specific product and can no longer interfere with this specific product being sold or used. The effect of exhaustion cannot be contractually limited or excluded.


  The CJEU established a principle of EU/EEA-wide exhaustion to foster a common market within the entire EU and EEA territory.412 The national exclusivity provided by a national patent or the national part of a European patent was seen as a potential obstacle to such a common market. At the same time, the exclusive right is an important incentive for innovation. In its case law on the doctrine of exhaustion, the CJEU had to balance the interests in fostering the common market while at the same time maintaining the patent rights so that the incentives for innovation are not impaired. The CJEU established this balance by only considering the core activity of putting a product on the market as a trigger for exhaustion.413 Merely importing the product into the EU/EEA or manufacturing it there will not suffice. Placing a product on the market does not require the transfer of ownership. It is interpreted economically as the point in time when the transferee obtained the factual ability to dispose of the goods. However, once a product has been placed on the market anywhere in the EU/EEA, even if in a country where no patent protection exists, the rights of the patentee with regard to this product are exhausted throughout the entire territory of the EU/EEA.


  A product which is placed on the market by a licensee against the explicit prohibition to market the product in that territory has not been placed on the market with the consent of the patentee.414 Therefore, such marketing in breach of a contractual obligation does not lead to exhaustion with regard to that product.


  Generally, the case law of the CJEU on exhaustion still leaves many questions unanswered, for example whether a process claim will be considered exhausted if a device that performs the process is sold with the patentee's consent. 


  To the extent the law on exhaustion is already harmonized by the CJEU, the UPC will not bring any changes since the UPC is bound by the CJEU decisions (→ PART C II. 7). Until a legal question is decided by CJEU, however, the UPC may develop its own interpretation, and thereby diverge from national courts. The UPC's court of appeal, however, must refer legal questions regarding the interpretation of EU law to the CJEU for a preliminary ruling, if the question is new and of general interest for the uniform application of EU law, or where the existing case law does not provide the necessary guidance.


   9.4.5 Competition Law Defense


  Art. 15 EP-UE Regulation clarifies that the Regulation is without prejudice to the application of competition law.


  In recent years, the competition law defense has been particularly relevant in the context of the enforcement of standard-essential patents (SEPs) in the EU. The European Commission regards it to be an infringement of European competition law, namely Art. 102 of the Treaty on the Functioning of the European Union (TFEU), to enforce a standard-essential patent against a "willing licensee".415 In its decision in the case Huawei v. ZTE,416 the CJEU set out ground rules for negotiating a license under fair, reasonable, and non-discriminatory (FRAND) terms. Complying with these rules provides a "safe harbor" for the parties, i.e. their conduct will not be considered to be infringing competition law.


  In essence, the CJEU held that:


  

    The patentee shall not raise claims against the alleged infringer based on an SEP to cease and desist or to recall without a prior announcement, even if the SEP is already used by the alleged infringer;


    The license offer by the patentee must be on FRAND terms, specific and in writing;


    The offer needs to contain, in particular, the license fees and the calculation method.


  


  Also, the alleged infringer of the SEP must obey certain rules:


  

    	The alleged infringer shall not apply any delaying tactics, his conduct as a whole will be taken into account;


    	When the initial offer of the patentee is rejected, the alleged infringer must make a counter-offer in writing on FRAND terms and within a short term.


  


  In the event that the SEP is being used before a license agreement is concluded, the alleged infringer must provide an appropriate security, e.g. in the form of a bank guarantee, from the point in time of the rejection of the initial offer.


  While these ground rules initially appeared clear and practical, their application in individual cases proved difficult, creating various new questions. While, based on many first instance and appeal decisions, more concrete standards have crystalized in the meantime, particularly in the courts in Germany, the UK and the Netherlands,417 an established harmonized practice throughout the EU has still not been achieved. A further referral to the CJEU by the RC Dusseldorf could have facilitated greater harmonization but has been withdrawn upon a settlement of the underlying case.418 This is a chance for the UPC to establish itself in the field of SEP litigation and to take an active role in the harmonization process.


  Outside the field of SEPs, prevailing in a national court in the EU with a competition law defense has so far been challenging. According to the CJEU, a patentee may in general refuse to grant a license or agree on different terms with its respective licensees, even if the patent provides a dominant position on the market.419 Only under exceptional circumstances has the CJEU considered a refusal of a license to infringe competition law, namely if the following conditions are fulfilled:420


  

    	The patentee must have a dominant position on the market;


    	The license must be indispensable for the manufacture of a "new product" or "new service";


    	The refusal of the license must prevent the emergence of such a "new product" or "new service" on a secondary market; and


    	The refusal is not justified under objective considerations.


  


  As with exhaustion, the UPC is bound to the decisions of the CJEU but may leave its mark by its interpretation under or besides such decisions, and thereby diverge from the current interpretation of national courts.


   9.4.6 Research Exemption


  The wording of the research exemption codified in Art. 27(b) UPCA resembles the language of the parallel exemption found in most national European patent acts. These exemptions have largely been harmonized in the EU based on the Community Patent Convention of 1975. While case law interpreting these national research exemptions is rather scarce, the courts largely agree that, to fall within the scope of the experimental use exemption, the following two criteria must be met:


  

    	the experiments must relate to the technical teaching of the patented invention (its subject matter); and


    	the experiments must generate new information: tests that only confirm known properties but do not provide new information such as trials for marketing purposes are not generally considered to be covered by the research exemption.


  


  A much-litigated question has been whether the exemption covers experiments with a clear commercial motivation, in particular whether it covers large-scale clinical trials. Today, it appears to be common understanding that an economic motivation behind an experiment does not preclude it from being covered by the exemption.


  Leading case law on this matter in Germany are two decisions by the Federal Court of Justice, "Clinical Trials I" and "Clinical Trials II"421, which established that there is no absolute quantitative or qualitative limitation to experiments beyond which they fall outside the scope of the German research exemption. Even large-scale clinical trials may be covered, provided the extent of the experiments and the use of experimental material can be justified in view of the experiment's objective.422 Experiments should not significantly affect the patentee's own sales or otherwise cause economic hardship to the patentee, however. If, for example, patented material is provided and used on a commercial basis, creating information as a byproduct, such activities would fall outside the scope of the experimental use exemption, with the prerequisite that the extent of the tests and/or the use of the patented material are not necessary for the creation of this information or significantly harm the patentee economically.


  Another controversial topic has been whether the use of research tools falls under the exemption. A research tool can be a device such as a microscope, but, in the field of biotechnology, it can also include a screening assay or a comparator drug. For the majority of European experimental use exemptions, research tools are not considered to be covered, since the wording requires that experiments be conducted "on" the subject matter of a patented invention, not "with" the patented invention. An exception in this context may have been the Belgium research exemption since the provision also included the "with" alternative, although this was never tested in court. Scholars criticized this wording as not being in line with Art. 30 TRIPS423 and the legislator has now aligned the wording of the national provision to Art. 27 (d) UPCA.


   9.4.7 Roche-Bolar Exemption


  The Bolar exemption was introduced to address a structural disadvantage of medicinal products. These products require extensive clinical and non-clinical testing to obtain the required marketing authorization to put them on the market. If these activities, which may take many months and in some cases years, could only be conducted after a patent expired, the exclusivity provided by the patent (the time until a third-party product can be put on the market) could be factually extended. Allowing the regulatory processes to be conducted before patent expiry was moreover supposed to make the EU market more attractive for (generic) pharmaceutical companies and to avoid drug trials being conducted only in third countries.


  Art. 27(d) UPCA implements the European Bolar exemption in the same scope as it was introduced by Directive 2004/27/EC amending Directive 2001/82/EC relating to medicinal products for human use. Art. 10 para. 6 therein reads:


  Conducting the necessary studies and trials with a view to the application of the paragraphs 1 to 3 and 4 [application for marketing authorization for generics in an abridged procedure] and the consequential practical requirements shall not be regarded as contrary to patent rights or to Supplementary Protection Certificates for medicinal products.


  Art. 13 of Directive 2001/82/EC as amended by Directive 2004/82/EC regarding veterinary products is largely identical.


  European Directives set minimum standards only and they require implementation in national law. Several EU Member States decided to implement the Bolar exemption with a broader scope than required under the Directives; in some, the Bolar exemption also covers trials for marketing authorizations in third countries (such as with the FDA in the US) and/or trials for innovative drugs.


  Regarding the application of the national Bolar exemption, it has been debated which additional activities are covered by the Bolar exemption beyond the necessary studies and trials. The wording "and the consequential practical requirements" does not give much guidance. The only clarification by the EU legislator was that manufacturing material for testing is a practical requirement. In the course of its 2014 reform, the UK Patent Office published a list of activities after it implemented the European Bolar exemption, and it seems that this list was met with broad approval across Europe. Considered to be included are:


  

    	carrying out trials and tests;


    	manufacturing or importing of sufficient quantities of the patented substance to carry out the trials or tests necessary for obtaining approval;


    	 developing the final pharmaceutical composition;


    	developing its manufacturing process; and


    	developing testing and use of associated analytical techniques.


  


  It remains controversial, however, whether the Bolar and the research exemptions cover a third party's supplying of patented material for the trials and tests. Due to the high degree of specialization in the industry, it is common that entities may wish to purchase material from third-party manufacturers. In 2012, decisions in two parallel proceedings were handed down, a first instance decision by the RC Dusseldorf in Germany424 and another one by the HRC Gdansk in Poland.425 The parallel infringement cases regarded a situation where a manufacturer of active pharmaceutical ingredients had offered and sold a patented substance on the free market and then argued that this conduct should be exempted as its customers were using the patented substance for exempted activities only. The RC Dusseldorf, as well as the HRC Gdansk, interpreted the exemption strictly and ruled that the research and Bolar exemption do not cover a third party's marketing of patent-infringing products for an alleged or even an actual exempted use by a customer. Both courts viewed the third party as only pursuing commercial interests not linked closely enough to the purpose of the Bolar or research exemption. Third parties could only benefit from the exemptions if they qualify as a co-organizer of the studies and trials. The decision by the HRC Gdansk has since been fully confirmed by the Polish Supreme Court.426 The HRC Dusseldorf, however, stayed the proceedings on appeal and referred the interpretation of the Bolar exemption to the CJEU for a preliminary ruling.427 The referral of the HRC Dusseldorf (as non-binding guidance) indicates that the third party may well be covered by the Bolar exemption, as long as there is a reasonable assumption that the supply is made for a privileged purpose, e.g. due to the amount ordered, the ordering department (R&D and not sales), the reputation of the ordering entity as law abiding, etc. The proceedings at the Dusseldorf court were later terminated, and so the CJEU never came to provide its ruling.


  The so-called SPC manufacturing waiver pursuant to Regulation 2019/933, which entered into force in July 2019 and is applicable to any SPC from July 2022, allows the stockpiling of a protected drug to begin six months before SPC expiry under certain conditions. It applies independently of the Bolar exemption.


  As mentioned, Art. 27(d) UPCA implements the Directives directly; unlike some national Bolar exemptions in UPC Member States, the UPCA does not go beyond the minimum standard set forth in the Directives. The provision applies to medicines for human or veterinary use, and not to medical devices, and it requires that:


  

    	the trials and studies must aim at generating data for marketing authorization procedures in an EU/EEA country; and


    	the product for which marketing authorization is to be obtained must be a generic medicine.


  


  National Bolar exemptions, which go beyond the minimum standard of the Directives, will therefore no longer apply in proceedings before the UPC; they are being replaced by the narrower Art. 27(d) UPCA (as to the debate whether national courts must also apply the UPCA during the transitional period (→ PART C II. 1.3.1)). However, the European Commission mentioned in a stakeholder consultation in 2017 and now in the so-called Roadmap 2020428 that it considers broadening the Bolar exemption and/or to provide clarifying guidelines for both the research and the Bolar exemption, following the example of the UK 2014 reform.


   9.4.8 Permitted Acts under the Computer Programs Directive


  The UPCA moreover includes, by reference, certain permitted acts with regard to computer programs under the Computer Programs Directive.429 These permitted acts are in short: (i) using the computer program for its intended purpose, including error correction, (ii) making back-up copies, (iii) observing, studying and testing the computer program's functioning, and (iv) decompiling it to achieve the interoperability of an independently created computer program.


  The Computer Programs Directive harmonized European law in that it stipulated that the EU Member States shall protect computer programs by copyright and with the scope set forth in the Computer Programs Directive. As a counterweight to these broad exclusive rights of copyright holders, the Computer Programs Directive also introduced the above exceptions. The inclusion of these limitations in the UPCA is surprising. To our knowledge, such limitations have not been included in any national patent law. The Computer Programs Directive did not require this either; patent law was explicitly excluded from its scope.430


  In any case, the practical relevance of these limitations will be minimal. It is already unlikely that any of these permitted acts, such as de-compilation, would constitute a direct or indirect use of a patent. More importantly, however, these acts are only permitted if they are conducted by the "lawful acquirer"431, a "person having a right to use"432, or if "those acts are performed by the licensee or by another person having the right to use" 433. This means these permitted acts all require that the person performing these acts has, in principle, been granted the right to use the computer program. They only define the scope of this use right. In other words, the licensee of a particular software has a right to decompile only vis-à-vis its licensor but not with regard to a third person from whom the licensor has unlawfully copied parts of the source code. With regard to patents, this means that the limitations under the Computer Programs Directive do not allow the use of a third-party's patent; only the use of the licensor's patents would be allowed.


   9.4.9 Period of Limitation (Prescription) and Forfeiture


  The UPCA sets-forth a time-bar for actions "relating to all forms of financial compensation".434 Such actions may not be brought more than five years after the date the applicant became aware, or had reasonable grounds to become aware, of the last fact justifying the action. In other words, an applicant has to bring its action for damages, unjustified enrichment or compensation for use of an invention which is the subject of a published application, etc. within five years from the date it became aware or should have become aware of the infringement and the infringer.


  The UPCA and the Rules of Procedure lack typical, detailed provisions on the prescription term and possible grounds for its suspension or restart (except in case of a referral to the Patent Mediation and Arbitration Centre (→ PART C IV)435; the UPC may develop such provisions by case law.


  HOFFMANN EITLE COMMENT


  While it is clear from Art. 72 UPCA that, after expiry of the five-year period, an action for financial compensation based on an EP-UE or a nationally validated European patent in a UPC Member State can no longer be brought either before the UPC or before a national court, one should not draw the conclusion that conversely such claims can be raised without problems within these five years.


  Art. 72 UPCA stipulates that it is without prejudice to Art. 24(2) and (3) UPCA. These provisions set forth the order in which the rules of private international law shall be applied, if and to the extent that the UPC bases its decisions on national law. We read from this that national provisions on periods of limitation are not replaced by this five-year term entirely; they will continue to apply, at least when the UPC applies national law according to Art. 24(1) UPCA as legal basis for a claim.


  National law may also be applicable as legal basis for claiming a forfeiture of the asserted right, for example if the patentee did not assert its right and the infringer had the reasonable expectation that the patentee would not assert it later. As to the applicable law (→ PART C II. 6.2).


   9.5 Claims and Remedies


   9.5.1 Introduction


  In the event of infringement of a European patent or EP-UE, Art. 56 and Chapter IV of the UPCA provide the UPC with the power to impose certain measures, procedures and remedies. These include:


  

    	preliminary and protective measures, i.e. injunctions intended to prevent any imminent infringement or discontinue ongoing infringement (Art. 62(1) UPCA), seizure or delivery up of products as well as the precautionary seizure of property to secure the recovery of damages (Art. 62(3) UPCA), and freezing orders that forbid a party from removing any assets from the jurisdiction of the UPC or deal in any assets (Art. 61 UPCA);


    	permanent injunctions (Art. 63 UPCA);


    	certain corrective measures, i.e. declaration of infringement, recall and removing infringing products from the channels of commerce, depriving the concerned products of their infringing property, or the destruction of the products and/or of materials and implements concerned (Art. 64(2) UPCA);


    	orders on the communication of information (Art. 67 UPCA);


    	the award of damages and/or compensation for prior grant use (Art. 68 UPCA);


    	the publication of decisions (Art. 80 UPCA).


  


  In addition to the above remedies which may be awarded to the patent right holder against an infringer, the winning party will also have a claim to be reimbursed for its legal costs (Art. 69 UPCA).


  The material effects of the most important claims and remedies are addressed in this section, focusing on injunctions, claims for damages and compensation, orders to disclose information and lay open books, certain corrective measures, and reimbursement of legal costs. The more procedural aspects will be addressed further below.436 The UPC also has the power to order an opposing or third party to produce evidence in its control (Art. 59 UPCA), to preserve evidence or to allow a person appointed by the UPC to inspect its premises (Art. 60 UPCA). These measures are addressed in a different chapter.437


   9.5.2 Injunction


  It is the continental European tradition that the main remedy in cases of patent infringement is a permanent injunction. Injunctions can furthermore be imposed as preliminary measures. In addition, the UPC also provides for freezing orders that forbid the removal of assets from the jurisdiction of the UPC, and this even before proceedings on the merits are commenced.


   9.5.2.1 Permanent Injunction


  An injunction issued by the UPC will cover the entire territorial scope of the concerned patent, i.e. in case of an EP-UE all UPC Member States; in case of a nationally validated, non-opted out EP, those UPC Member States for which the EP has been validated.438


  9.5.2.1.1 Discretion of the Court


  The UPC "may grant" a permanent injunction if it finds a patent to have been infringed (Art. 63(1) S. 1 UPCA). This wording signals that the judges of the UPC enjoy at least439 a certain flexibility in the handling of injunctions. Yet the article contains no explicit basis for balancing interests based on equity consideration as is common, for example in US patent litigation,440 and does not even include an express defense for cases in which an injunction would lead to disproportionate effects as recently introduced in the German Patent Act.441 Continental European courts do not typically weigh up the interests of the parties or the public but rather grant permanent injunctions as a regular consequence of an infringement. In particular German commentators were quick to suggest that the open language "may grant" in Art. 63 UPCA should not be misunderstood to provide the UPC with the discretion to freely balance interests but rather should allow the UPC not to grant an injunction in specific cases.442


  Irrespective of whether Art. 63(1) UPCA confers free discretion on the UPC or not, the language "may grant" allows the UPC to consider defenses vested in law but not governed by the UPCA. This applies in particular to defenses that are based on the harmonized law of the European Union (Art. 24(1)(a) UPCA), such as the FRAND obligation of the proprietor of a Standard Essential Patent which prohibits the exploitation of a dominant position in the market under Art. 102 TFEU.443 Art. 24(1)(e) UPCA should further enable the UPC to consider non-patent law defenses available under the civil law of the Member State in question, e.g. the principle of good faith or forfeiture of rights.


  It remains to be seen whether the absence of reference to the interests of the infringer or third parties in Art. 63(2) UPCA indeed shuts the door for any further disproportionality defense.444 Still, situations in which the UPC finds a patent to have been infringed, but where it may not grant an injunction on grounds of disproportionality, might be reserved for cases in which an injunction constitutes an exceptionally harsh measure for the infringer and affected third party interests.
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  Considering the legal framework as well as the traditions of many UPC judges set out above, it is to be expected that the UPC will readily exercise its power according to Art. 63 UPCA and grant permanent injunctions without considering equity considerations. This should, however, not exclude a limitation of an injunction due to overriding infringer or third-party interests in exceptional cases, in addition to common defenses vested in law.


  9.5.2.1.2 Injunctions in Case of Risk of Infringement


  The wording of Art. 63 UPCA poses a significant challenge for the UPC to justify granting permanent injunctions in cases where the infringement is threatened but has not actually taken place yet. This provision requires "finding an infringement" and that the injunction prohibits "the continuation of the infringement". In contrast, the German Patent Act, for example, explicitly provides for an injunction even in cases of a mere risk of first perpetration,445 e.g. in view of preparatory acts which do not themselves yet constitute an act of infringement.


  Regardless, not granting an injunction in cases where there is a mere risk of infringement by reference to the wording of Art. 63 UPCA would be an unexpected and unreasonable result. Art. 62(1) UPCA expressively stipulates that a provisional injunction may be granted "to prevent any imminent infringement". There is no reason to apply a different standard with respect to the permanent injunctions.
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  It should be expected that the UPC will interpret Art. 63 UPCA very broadly and will also grant injunctions in the event of a mere risk of a first infringement. Defendants who are accused of merely having caused concerns that a patent might be infringed may still challenge, in such cases, the UPC's power to grant an injunction and the conditions under which it is granted.


  9.5.2.1.3 Injunctions Against Intermediaries


  A permanent injunction can be rendered against "the infringer". In addition, according to Art. 63(1), sentence 2, UPCA, an injunction may also be imposed on an intermediary whose services are being used by a third party to infringe a patent. The latter alternative stems from the Enforcement Directive where its primary relevance was found in copyright cases involving the internet. In patent cases, shipping companies and couriers, for example, may become the subject of such an injunction if they are not already considered culpable of contributary infringement.446 While the UPC may, at least initially, be tempted to resort to principles developed in the applicable national law to draw the line between an infringer and an intermediary, an autonomous interpretation of the term "infringer" for the purposes of the UPCA is preferable.


  While the UPCA, in general, refers to the national rules of the Member States concerned when it comes to the enforcement of decisions, Art. 63(2) UPCA contains an independent enforcement mechanism. Recurring penalty payments payable to the UPC may be imposed if the defendant does not comply with an injunction. It will have to be tested to what extent this overrides national law and whether corrective measures other than penalties are available for the enforcement of an injunction ordered by the UPC.447


   9.5.2.2 Preliminary Injunction


  Injunctions may further be granted as a preliminary measure against an alleged infringer or against an intermediary whose services are used by the alleged infringer (Art. 62(1) UPCA).


  To obtain a preliminary injunction, the applicant must provide reasonable evidence to satisfy the UPC with a sufficient degree of certainty that the applicant is the holder of the right, that the respective patent is valid, and that the applicant's right is being infringed or that such infringement is imminent.448


  The UPC enjoys broad discretion as to whether to grant a preliminary injunction to prevent any imminent infringement or prohibit the continuation of the alleged infringement. Art. 62(2) expressly stipulates that the UPC "shall have the discretion to weigh up the interests of the parties and in particular to take into account the potential harm for either of the parties resulting from the granting or the refusal of the injunction." The UPC may also order, "where appropriate", that the alleged infringement may be continued but which is subject to a recurring penalty payment or to the lodging of guarantees ensuring the compensation of the right holder. In exercising its discretion, the court will furthermore consider any unreasonable delay in seeking provisional measures.449
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  The UPC's discretion for issuing preliminary injunctions is broader than in the case of permanent injunctions. Different local chambers may develop different standards which may reflect the legal traditions of the respective judge's home jurisdictions, allowing for some degree of forum shopping.


  For the procedural implications of preliminary measures under the UPC (→ PART C II. 10).


   9.5.2.3 Freezing Orders


  Even before commencing the proceedings on the merits of the claim, a party may request the UPC to issue a so-called freezing order that forbids the other party i) from removing any assets from the jurisdiction of the UPC, or ii) dealing in any assets, whether located within the jurisdiction of the UPC or not. To do so, the respective party must present reasonably available and plausible evidence that the patent has been or is about to be infringed.450


  Rather than to obtain evidence,451 the purpose of this measure appears to be to secure enforcement of the applicant's claims, in particular by the destruction of infringing goods. It is worth noting, however, that Art. 61 UPCA explicitly concerns "any assets" and is not limited to assets that infringe the respective patent. In consequence, freezing orders may also be used to secure enforcement of e.g. a claim to damages by freezing assets unrelated of the infringer. As these assets are not required to be located within the jurisdiction of the UPC, freezing orders may, in theory, also be of interest when dealing with infringers located in another EU Member State where a decision of the UPC can be easily enforced.


  The UPCA only sets forth a rudimentary procedural framework, stipulating that provisions on orders to secure evidence shall apply mutatis mutandis to freezing orders. Accordingly, a freezing order may be issued without having heard an affected party, if necessary452, and will be revoked or will cease to have effect if the applicant does not bring subsequent action in respect of the merits of the case.453


   9.5.3 Damages and Compensation


  The second most relevant remedy besides an injunction is the award of damages. In this section, we address the principles set forth in the UPCA regarding the awarding of damages.


   9.5.3.1 Criteria for Assessing Damages


  Art. 68 UPCA, which grants the UPC the power to award damages, is modeled closely on the corresponding Art. 13 Enforcement Directive. This provision only sets out in very broad terms the basic principles as to how the amount of damages is to be determined.


  Art. 68 UPCA firstly differentiates between an infringement where the infringer either had knowledge or had reasonable grounds to know that it was infringing. In such a case, damages are to be awarded in accordance with subsections (1) through (3), and other infringements where the UPC may order the recovery of profits or payment of compensation in accordance with subsection (4).


  Secondly, with regard to damages where the infringer knew or had reasonable grounds to know that it was infringing, the UPCA sets out the general principles that


  

    	damages are to place the injured party in the position it would have been in if no infringement had taken place;


    	the infringer may not benefit from the infringement; and


    	the damages are to also not be punitive.454


  


  Thirdly, Art. 68(3) UPCA sets forth two different ways of determining the amount of damages, namely whereby the UPC takes into account all appropriate aspects such as the injured party's lost profit and the infringer's unfair profits,455 or, alternatively, whereby a lump-sum is determined which should at least correspond to a reasonable royalty.456
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  The combination of lost profit and infringer's profit in one general calculation method according to Art. 68(3)(a) UPCA constitutes a break from the traditional German approach which considered both methods to be strictly separate. In cases with a high discrepancy between the plaintiff's losses and the infringer's profits, the consideration of both may lead to lower damages in total since the plaintiff cannot solely rely on the method most preferable for him.


  From the above, one may conclude that damages are not to be limited to the actual loss suffered by the injured party. Art. 68(3)(a) UPCA explicitly stipulates that "elements other than economic factors" must also be taken into account. Also, the lump-sum amount under Art. 68(3)(b) UPCA will be "at least" the amount of royalties which would have been due had the infringer obtained a license.


  The wording further allows the UPC to take into account factors which would increase the amount of the lump-sum to more than normal royalties, for example, the increased costs incurred by the injured party in finding the infringer and asserting its claim, or the possibility that the illegal use has been more damaging to the patentee's reputation or business than a contractual licensee would have been, or that the infringer had advantages over a normal licensee (e.g. only having to pay any amount once it has been confirmed by a court that the patent is infringed and valid).


  If the infringer had neither been aware of the infringement nor had reasonable grounds to know of such, it may still be ordered by the UPC to pay the injured party its unjustly gained profits or "compensation" under Art. 68(4) UPCA.
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  Art. 68(4) UPCA elevates traditional cases of unjust enrichment to a claim for damages. While the relevance of this provision also depends on the standard of care applied by the UPC, its practical effect should be confined to exceptional cases.


  The UPC will ultimately have to develop its own practice as to how to determine an adequate amount of damages within the framework of the broad principles set forth in Art. 68 UPCA. This applies, in particular, to elements of the damages calculation, e.g. to what extent the infringer's profits can be attributed to infringement of the Patent and which costs can be deducted from sales as overhead. In addition, the UPC will have to resolve several other legal issues such as, for example:


  

    	How will the UPC handle cases where both the patentee and the exclusive licensee may have a damages claim but only one of them has asserted its claim before the UPC?


    	Are damages payable by each party in a supply chain or can the payment of damages by one infringer release its supplier and/or customer from having to pay damages as well?


    	What are the damages in case of indirect infringement?
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  Neither the UPC Agreement nor the Rules of Procedure provide any guidance as to the above questions. In particular, in the beginning, existent case law of the UPC Member States may be used to form the decision. Ultimately, however, the UPC will have to develop its own autonomous approach specific to the UPC.


  For EPs, this may result in significant differences in the amount of damages available before the UPC as opposed to country-by-country enforcement or comprehensive settlements reached on the basis of the practice of a national court.


   9.5.3.2 Compensation for Use of an Application Prior to Grant


  The UPCA itself does not provide a legal basis for claiming compensation for the use of a published European patent application. However, in Art. 32(1)(f) UPCA, the Agreement confers on the UPC the competence to enforce such a claim.


  Art. 67 European Patent Convention sets forth that the EPO Member States will ensure that the applicant can claim reasonable compensation if a third party uses an invention which is claimed in a published, but not yet granted, European patent. Most national laws, however, grant such compensation only from the time when a translation of the claims into one of the country's official languages has been published or communicated to the person using the invention.457


   9.5.3.3 Procedural Aspects


  While Art. 68 UPCA provides for the UPC's authority to rule on damages, it contains no further stipulation as to the procedure. Rule 118 RoP sets forth two options: 1) in accordance with plaintiff's request, the amount of damages to be paid may be stated directly in the order, or 2) a decision may be made on the merits and the amount of damages may be determined in separate proceedings. The plaintiff must lodge such proceedings, which also cover a potential award under provisional protection, within one year after the final decision on the merits.458
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  In effect, the Rules of Procedure allow for a two-step litigation which separates the existence of a damages claim from the equally difficult and fact-based determination of the award. Similar to the common approach in German patent litigation, this may facilitate reaching a commercial solution to the dispute once a decision on the merits has been found.


  For further information, see also the section on procedure (→ PART C II. 9.6).


   9.5.4 Information and Request to Lay Open Books


  The injured party may require information from the infringer for three purposes:


  

    to help it to substantiate its claim of infringement;


    to identify possible further infringers and infringing products on the market to stop the further dissemination of infringing products and services;


    to allow it to substantiate its claim for damages.


  


  The UPCA provides the legal basis for information claims regarding all of these aspects.


   9.5.4.1 Information Regarding Infringement


  "Production of documents" is mentioned as one of the means of evidence that will be available in the proceedings before the UPC.459 However, to what extent the UPC will make use of this instrument will have to be seen. Moreover, the utilization of this means of evidence may, at least in the beginning, depend on the Local Division seized by the claimant. Judges from continental European jurisdictions may well be less inclined to order document production as this is traditionally not a common instrument in these jurisdictions.


   9.5.4.2 Information on Possible Further Infringers


  With regard to identifying the scope of infringement and possible further infringers, the UPCA in Art. 67 implements Art. 8 Enforcement Directive. This provision allows the UPC to order the disclosure of information such as


  

    	the origin and distribution channels of infringing products;460


    	the quantities produced, ordered, received and delivered, as well as the prices obtained;461


    	the identity of third persons involved.462


  


  This information can be obtained, not only from the infringer itself, but also from third parties who:


  

    are found to be in possession of infringing products, or using infringing processes;463


    are found to be providing services used in the infringement on a commercial scale;464 or


    are otherwise involved in the infringement or provision of services therefor.465


  


  It is a noteworthy procedural feature that, under Rule 191 RoP, a party may request an order to produce information as stipulated in Art. 67 UPCA to be issued against the infringer or a third party in a pending case "as is reasonably necessary for the purpose of advancing that party's case".


   9.5.4.3 Information Required to Substantiate Damages


  For the injured party to be able to substantiate its claim to damages, the Rules of Procedure provide for a special mechanism within the claim for payment of damages, namely the request to lay open books (Rules 141 et seq. RoP). Such a request may, "if necessary", be contained in an application for the determination of damages (Rule 131(1)(c) RoP). In response to such a request, the UPC may order the infringer to lay open its "accounts, bank documents and any related document concerning the infringement".466 Only after the procedure for the laying open of books is completed will the applicant have to stipulate the request he seeks, i.e. damages, license fees, or profits.
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  While the laying open of books may facilitate a settlement, it involves disclosing sensitive information on the infringer's cost structure. Unlike with the infringer's obligation to disclose information on further infringements in accordance with Art. 67 UPCA, the request to lay open books is not an independent request but a mere annex to the application for damages. This speaks against an independent enforcement of the request on a preliminary basis in cases where the plaintiff has only requested a declaratory decision on damages.


   9.5.5 Corrective Measures


  In addition to an injunction, the UPC may also order a number of corrective measures, examples of which are given in a non-exhaustive list in Art. 64 UPCA and will be described in detail below. When considering a request for corrective measures, the UPC will take into account, inter alia, the proportionality of the measure and the interests of third parties.467 Costs for carrying out corrective measures are typically carried by the infringer, unless particular reasons are invoked for not doing so.


   9.5.5.1 Destruction of Infringing Products


  A claimant can request that infringing products be destroyed468 or deprived of their infringing property469, e.g. by modification at the expense of the infringer.470 In line with the wording of Art. 10 of the Enforcement Directive, such order may, where appropriate, also extend to "materials and implements principally used in the creation or manufacture of [such] products".471


  The right to order the destruction of infringing products has been a longstanding part of many national patent laws, e.g. in the UK even since 1865. It was also made a minimum standard for all EU Member States by the Enforcement Directive.472 Destruction is firstly supposed to eliminate the risk that the infringer may attempt to put the infringing product on the market again. Secondly, the infringer may not benefit from its infringement by being left with the infringing product which they can then market either in a non-patent country or after expiry of the patent.


  Moreover, the national infringement courts already consider the deprivation of infringing property as the milder form of destruction. With the UPCA, this alternative has now been explicitly codified.


  To decide when destruction or the milder remedy of deprivation of infringing property is appropriate, the UPC will also have to develop standards regarding a number of issues where the practices of the national courts differ. One example is whether the infringer must have possession and/or ownership of the infringing product or materials and implements. Another example is whether the products or materials and implements must be within the territory of a UPC Member State, or alternatively the products or materials and implements can also be abroad, provided the owner or possessor of the product itself is within a UPC Member State.


   9.5.5.2 Recalling Products from the Channels of Commerce


  Also taken from the Enforcement Directive are the further corrective measures of recalling infringing products from the channels of commerce473 and removing these products from such channels of commerce.474


  The UPC will have to develop its own standards in this regard as well. For example, it is open to interpretation what the difference is between the two corrective measures. The German courts consider an order to recall to be limited to the action of recalling from the customers, whereas an infringer ordered to remove infringing goods is required to make best efforts to actually obtain possession of goods on the market. In practice, both claims are typically granted in parallel and are, in their effect, almost indistinguishable. Under the UPCA, the proportionality assessment may change this. The UPC will also have to determine whether "channels of commerce" also covers commercial end users who, for example, use a patent-infringing machine in their production. The reasoning here is that the machine may later be resold and thereby further infringement may be committed.


   9.5.5.3 Declaration of Infringement


  A declaration of infringement475 as a corrective measure seems to be a novel remedy, at least from the perspective of the Enforcement Directive and the practice in the European countries where the majority of patent litigation is conducted today. The measure seems to stem from the patent laws of Bulgaria and Hungary (which at present are not UPC Member States).


   9.5.5.4 Publication of the Judgment


  Publication of the judgment as stipulated in Art. 80 UPCA refers to certain measures for spreading information on the UPC's decision, including displaying the decision and publishing it in part or in full in public media. Such publication, which is at the cost of the party which lost the dispute, is intended to inform the public and will only be ordered upon request of the plaintiff.
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  Even without an order under Art. 80 UPCA, the files of the case and the decision itself will be accessible to the public from the UPC Registry.476 As is already common practice, it can be expected that UPC decisions will also be extensively covered in the legal literature. However, the far-reaching publication of the judgment to the even broader public can be seen as a corrective measure. While the general obligation to observe proportionality and the interests of third parties as set forth in Art. 64(4) UPCA do not expressly reference Art. 80 UPCA, it can be expected that the UPC will only order a publication in public media upon considering the interests of the parties. At least the national courts in Germany have so far only made use of this measure, which was introduced into national law by the Enforcement Directive, in exceptional cases.


   9.5.6 Legal Costs


  In addition to the above remedies of the infringement, the successful party in litigation before the UPC may also claim the reimbursement of its reasonable and proportionate legal costs and other expenses.477 Costs will only be reimbursable up to a ceiling and which will depend on the value in dispute, unless equity requires otherwise.478 Expenses for experts and translation/interpretation costs will be based on customary rates, albeit while also taking into account the specific factors of the case, as specified in Rules 153 and 155 RoP.479


   9.6. Procedure


   9.6.1 Introduction


  How the claimant can actually enforce the claims described above before the court and how the defendant can defend against them depends, in addition to substantive patent law, very much on the procedural law that applies before the court. It is essentially procedural law that ensures that there is a level playing field for the claimant and defendant, and that the proceedings before the court are quick and efficient. Thus, although procedural law is often viewed as somewhat inferior in comparison to substantive law, procedural law is of considerable importance, both for the enforcement of substantive rights and for a fair defense.


  The essential principles of procedure are laid down in the UPC Agreement itself. The exact form of the procedure before the court can be found in the Rules of Procedure. One of the most notable features is the feature of relatively short time limits. A further important aspect is the prominent role of the court in the management of the proceedings. This is to ensure a fair, efficient, and fast procedure.


  The infringement procedure is divided into the following three stages:


  

    written procedure (duration six to seven months),


    interim procedure (duration three months), and


    oral procedure and decision (duration three and a half months).


  


  Having the interim procedure as a separate part of the procedure is intended to make the procedure more effective and faster. This part of the procedure is led by the judge-rapporteur who guides the parties' in clarifying their positions, discusses the further course of the proceedings with them, makes any preparations necessary for the oral hearing, among other things.


  However, it is not only the active involvement of the court, and in particular of the judge-rapporteur, in the conduct of the proceedings that leads to a high degree of effectiveness and acceleration of the proceedings, but also the flexibility with regard to the language of the proceedings.


   9.6.2 Language of the Proceedings


  The basic rule is that the language to be used is that language of the country of the Division which is seized. For Regional Divisions, i.e. for Divisions set up by two or more UPC Member States, parties can agree on using one of the official languages.480 In addition, the UPC Member States may also designate one or more of the official languages of the European Patent Office (i.e. English, German and French) as the language of proceedings of their Local or Regional Division.481


  As an alternative, the parties can agree on using the language of the patent. If the panel does not accept this choice, the parties may request a referral of the case to the Central Division, where the language of the proceedings is always the language of the patent.482


  If only one party requests the language of the patent as the language of the proceedings, it is up to the President of the Court of First Instance to select this language if the President believes it to be fair.483


   9.6.3 First-Instance Proceedings


  As explained above, the Court of First Instance (CFI) consists of a Central Division as well as Local and Regional Divisions.484 The panels of the court are composed of three multinational judges.485 The panels of the Central Division consist of two legally and one technically qualified judge. Initially, the panels of the Local and Regional Divisions are only made up of legally qualified judges486; upon the request of a party or the initiative of the judge-rapporteur an additional technically qualified judge may be allocated to the panel.487


  The first-instance proceedings consist of the following three stages488:


  

    written procedure (Rules 12 to 41 RoP);


    interim procedure (Rules 101 to 110 RoP); and


    oral procedure with the decision (Rules 111 to 118 RoP).


  


  

    [image: Image]

  


  The first instance will be concluded by a procedure for cost decisions.489


  If the dispute appears suitable for a settlement, the court may, at any stage of the proceedings, propose to the parties to make use of the Patent Mediation and Arbitration Centre. If a settlement is reached, the terms of such an agreement will be confirmed by the court.490


   9.6.3.1 Written Procedure


  9.6.3.1.1 Overview


  The initial stage of the first-instance proceedings is the written procedure in which the parties exchange their written pleadings, i.e. sign and lodge them at the registry in electronic form. The parties are required to use the official forms available online.491


  As a rule, these pleadings are:


  

    statement of claim by the claimant;


    statement of defense by the defendant;


    reply to the statement of defense by the claimant; and


    rejoinder to the reply by the defendant.


  


  Upon a reasonable request by a party, the judge-rapporteur may allow the parties to exchange further written briefs.492 However, in the interests of an efficient and swift procedure, this is rather the exception than the rule.


  If the defendant is of the opinion that the asserted patent is invalid, they can file a counterclaim for revocation. This counterclaim for revocation must be included in the statement of defense.493


  We will deal with the procedure regarding the counterclaims for revocation below (→ PART C II. 9.6.3.1.7).


  9.6.3.1.2 Statement of Claims


  The statement of claim must contain all relevant facts of the case, including the details of the patent in question, the evidence relied upon, and a legal assessment as to why the facts constitute infringement.494


  The registry will first check whether the patent in suit is the subject of an opt-out pursuant to Art. 83(3) UPCA. If the patent is the subject of an opt-out, the claimant is informed, and they may withdraw or amend their statement of claim.495


  If the patent is not the subject of an opt-out and if the statement of claim meets the requirements in form and content, the registry will record the date of receipt of the statement of claim, allocate a docket number to the file, and inform the claimant accordingly.496 The action is deemed to be pending as of the date of receipt of the statement of claim.


  The defendant is then served with the statement of claim by the court.


  9.6.3.1.3 Preliminary Objection


  Before filing the statement of defense, the defendant may submit a preliminary objection within one month after service of the statement of claim.497


  A preliminary objection can be based on the following three reasons:


  

    	the UPC has no jurisdiction or competence for the infringement action;


    	the division indicated by the claimant has no competence; and


  


  

    	the statement of claim was filed in the wrong language.


  


  The claimant may respond to the preliminary objection within 14 days. They may either correct any deficit of their statement of claim or submit a written comment to the preliminary objection.
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  The judge-rapporteur will decide on the preliminary objection "as soon as practicable".498


  The decision on the preliminary objection may be appealed.499 During this appeal, the infringement proceedings may be stayed either by the judge-rapporteur or, upon a request by a party, by the Court of Appeal.


  9.6.3.1.4 Statement of Defense


  The defendant must submit their statement of defense within three months of service of the statement of claims.500 The statement of defense should contain the facts, including any challenge of the facts relied on by the claimant, the evidence relied on, and the reasons why the claimant's action should fail.501


  As mentioned above, if the defendant is of the opinion that the asserted patent is not valid, and if the defendant decides to attack this patent, the defendant must submit their counterclaim for revocation in this statement of defense.502


  9.6.3.1.5 Reply to Statement of Defense


  The claimant may submit their reply to the statement of defense within two months of service of the statement of defense.503


  If the defendant files a counterclaim for revocation, the claimant must submit their defense to this counterclaim for revocation together with their reply to the statement of defense.504 This defense can be combined with an application to amend the patent.505


  9.6.3.1.6 Rejoinder to Reply to Statement of Defense


  The defendant may lodge their rejoinder to this reply within one month of service of the reply.


  If the statement of defense includes a counterclaim for revocation, this time period is extended to two months.506


  After the exchange of the written pleadings, the judge-rapporteur will inform the parties of the date on which they intend to close the written procedure.507


  Without a counterclaim for revocation, the written procedure should take only half a year, and with a counterclaim for revocation not more than 8 months:
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  9.6.3.1.7 Counterclaim for Revocation


  As briefly mentioned above, the defendant may include a counterclaim for revocation in their statement of defense.508 This counterclaim for revocation must not be filed later.


  The claimant must submit their defense to the counterclaim for revocation together with their reply to the statement of defense.509 This defense can be combined with an application to amend the patent.510


  If the defendant wishes to reply to the defense to the counterclaim for revocation at the same time as submitting their rejoinder, the time allowed is two months.511 This is one month more than for a rejoinder without a reply to the defense to the counterclaim for revocation.
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  The claimant may submit their rejoinder to the counterclaim for revocation within one month.512


  If the statement of defense includes a counterclaim for revocation, the court must decide on how to proceed. The following options are open to the court:513


  

    continue both proceedings itself;


    split off the counterclaim for revocation, refer it to the Central Division and continue with the infringement proceedings, which may be stayed (bifurcation); or


    refer both proceedings to the Central Division if the parties agree.


  


  If option (1) is chosen, the court will request the President of the CFI to allocate a technically qualified judge to the panel from the pool of judges.514


   9.6.3.2 Interim Procedure


  During the interim procedure, the judge-rapporteur makes all the necessary preparations for the oral hearing.515 The judge-rapporteur can request the parties to:516


  

    	provide further clarification on specific points;


    	answer specific questions;


    	produce evidence; and


  


  

    	lodge specific documents.


  


  The judge-rapporteur can schedule an interim conference to enable the parties to, inter alia:517


  

    	identify main issues and determine which relevant facts are in dispute;


    	clarify the position of the parties as regards those issues and facts;


    	establish a schedule for the further progress of the proceedings;


    	explore with the parties the possibility to settle the dispute;


    	issue orders regarding production of further pleadings, documents, experts, etc.;


    	hold preparatory discussions with witnesses and experts (in the presence of the parties);


    	make other decisions or orders necessary for the preparation of the oral hearing; and


  


  

    	decide the value in dispute.


  


  The interim conference can be held by telephone or video conference in any language spoken by the parties' representatives. Upon request by a party and subject to the approval of the judge-rapporteur, the interim conference may be held in court.518 The interim conference will be audio recorded. The recording will only be made available to the parties at the premises of the court.519


  Subsequently, the judge-rapporteur will summon the parties to the oral hearing. A minimum time period of two months must be maintained between the summons and the oral hearing, unless the parties agree to a shorter period.520


  A party may request simultaneous interpretation no later than one month before the oral hearing. If the judge-rapporteur believes this to be appropriate, they will instruct the registry to make all necessary arrangements. If the party wishes to engage an interpreter at their own expense, they must inform the registry, at the latest, two weeks before the oral hearing.521


  As soon as the judge-rapporteur considers the state of the preparations for the oral hearing to be adequate, the judge-rapporteur will inform the presiding judge and the parties that the interim procedure is closed.


   9.6.3.3 Oral Procedure


  In the oral procedure, the presiding judge takes over the case management from the judge-rapporteur.522


  The oral procedure consists of the following three stages:


  

    oral hearing;


    decision on the merits; and


    possibly interim award of damages.


  


  9.6.3.3.1 Oral Hearing


  In the oral hearing, the parties have the opportunity to orally explain their arguments to the court.523


  At the beginning of the oral hearing, the court may provide an introduction to the proceedings and place questions to the parties, to parties' representatives and to witnesses and experts. Subsequently, the parties make their oral submissions, and witnesses and experts will be heard under the control of the presiding judge.524


  The oral hearing should be completed within one day. To achieve this, the presiding judge can set time limits for parties' oral submissions in advance. In addition, the presiding judge may limit the parties' oral submissions as soon as the panel is sufficiently informed.525 After hearing the parties' oral submissions, the court may, in exceptional cases, adjourn proceedings and call for further evidence.526


  Oral hearings are open to the public unless the court decides to make it confidential in the interests of one of the parties, of third parties, of the general interest of justice or of public order, to the extent that is necessary. A hearing will be audio recorded. The recording will be made available to the parties only at the premises of the court.527


  If a party does not wish to be represented at the oral hearing, they must inform the registry in good time. The court will then treat this party as relying only on their written case.528


  If both parties have informed the registry that they do not wish to be represented at the oral hearing, the court will take a decision on the merits on the basis of the pleadings and evidence submitted by the parties and the court expert.529


  9.6.3.3.2 Decision on the Merits


  The decision of the court is taken by a majority of the panel. In the event of equal votes, the vote of the presiding judge prevails.530 In exceptional circumstances, any judge of the panel may express a dissenting opinion separately from the decision of the court.531


  The court can pronounce its decision immediately after the closure of the oral hearing and provide the reasons on a subsequent date. This is not a requirement, however. The court may also give the decision together with the reasons as soon as possible after the oral hearing, where possible within six weeks.532


  The orders of the decision can comprise:


  

    	a permanent injunction;533


    	corrective measures534, including:


  


  

    	declaration of infringement


    	recalling the products from the channels of commerce


    	depriving the product of its infringing property


    	definitely removing the products from the channels of commerce


    	destruction of the products and/or the materials and implements concerned


  


  

    	rectification of the register for unitary patent protection if the patent in question was altered or declared invalid535


    	providing information to the claimant on536:


  


  

    	the origin and distribution channels of the infringing products or processes


    	the quantities produced, manufactured, delivered, received or ordered, as well as the price obtained for the infringing products,


    	the identity of any third person involved in the production or distribution of the infringing products or in the use of the infringing process


  


  

    	order for the provision of information against any third party who537:


  


  

    	was found in possession of the infringing products on a commercial scale or to be using an infringing process on a commercial scale, or


    	was found to be providing, on a commercial scale, services used in infringing activities.


  


  The court may also order its decision to be displayed and published in full or in part in public media.538


  Moreover, the court may order the payment of damages and compensation.539 Alternatively, the amount of damages and the compensation may be determined in separate proceedings (→ PART C II. 9.5). These proceedings are regulated by Rules 125 to 144 RoP.


  The court decides on the obligation to bear legal costs.540


  If a revocation action is pending before the Central Division, or an opposition before the European Patent Office, the Division can render its infringement decision on the merits while revocation or opposition proceedings are pending, under the condition that the patent will not be held wholly or partially invalid by a final decision in the revocation or opposition procedure.541 Alternatively, the Division may stay the infringement proceedings pending a decision in the revocation or opposition procedure. The court will stay the infringement proceedings if it is convinced that there is a high likelihood that the relevant claims of the patent will be held invalid.542


  The judgment, i.e. the orders of the court, are enforceable on the defendant only after the claimant has notified the court as to which part of the orders they intend to enforce, and after said notice has been served on the defendant by the registry. The court may subject the enforcement of any order or measure to a security to be provided by the enforcing party.543


  Even if the judgment has been appealed, it may still be enforced. Enforcement is governed by the law of the country in which enforcement takes place (→ PART C II. 9.8).


  9.6.3.3.3 Interim Award of Damages


  The successful party may be granted an interim award of damages covering at least the expected costs of the procedure for the award of damages as well as compensation of the successful party's legal costs.544


   9.6.4 Proceedings for the Determination of Damages


  The amount of damages to be paid by the defendant (→ PART C II. 9.5) can be determined in the infringement proceedings or in separate proceedings.


  Separate proceedings for the determination of damages must be started within one year of service of the final decision on both infringement and validity.545


  If the claimant does not have sufficient information to calculate their damages, they may request that the defendant must lay open their books.546 In this application, a description of the requested information must be provided. This is the first step of the proceedings for the determination of damages.


  If the plaintiff has sufficient information to calculate the damage they have suffered, this procedural step of laying open the books can be skipped.


   9.6.4.1 First Step: Request to Lay Open Books


  The request to lay open books must comprise, amongst other things, the mentioned description of the requested information – which may include accounts, bank documents and any related documents concerning the infringement – as well as the reasons why the claimant needs access to this information, the facts relied on, and the evidence offered in support.547


  If the defendant contests this request, they must lodge a defense within two months. The claimant may lodge a reply to the defense within 14 days.548


  The further procedure is identical to the general procedure for the determination of damages (see below).


  In its decision on the request to lay open books, the court may order the defendant to open their books to the claimant within a certain time period specified by the court. Should the court not allow the request, it will inform the claimant and specify a time period within which the procedure for the award of damages is to be continued.549


  If an appeal on the merits is pending, the defendant may request a stay of the proceedings for the determination of damages.550


   9.6.4.2 Second Step: Application for Determination of Damages


  After termination of the procedure for laying open of books, or if this procedure is not requested, the claimant must indicate:551


  

    	the redress (damages, license fees, lost profits) and the interest requested by the claimant;


    	an indication of the facts relied on, in particular the calculations concerning lost profits or infringer's profits;


    	the evidence relied on;


    	a statement as to whether a decision on the merits is the subject of an appeal; and


  


  

    	their assessment of the amount of damages due to them.


  


  The defendant may lodge a defense within two months of service of the application for the determination of damages.552 This defense must contain, inter alia, the reasons why the application for award of damages is contested and an indication of the facts and evidence relied on.553


  The claimant may lodge a reply to the defense within a further month.554


  The judge-rapporteur may order a further exchange of the written pleadings. The interim procedure and oral procedure will follow as in the main proceedings on the merits but with a compressed timetable.555


   9.6.5 Proceedings for Cost Orders


  The proceedings for a cost order can be separate proceedings following a decision on the merits or regarding determination of damages. The cost order must be applied for within one month of service of the decision.556


  The cost order must cover the costs incurred by the court as well as the costs of the successful party. These costs are to comprise a compensation for:557


  

    	the reasonable and proportionate costs for representation;


    	the costs of experts;


    	the costs of witnesses; and


    	the costs of interpreters and translators.


  


  The judge-rapporteur may request the applicant to provide written evidence on all costs requested.558


  The decision on the costs will be taken by the judge-rapporteur in writing. The costs must be paid within the period ordered by the judge-rapporteur.559


  The decision on the costs may only be appealed if the Court of Appeal grants leave.560


   9.6.6 Appeal


   9.6.6.1 Introduction


  Any party which has been unsuccessful, in whole or in part, may bring an appeal against any final decision of the Court of First Instance before the Court of Appeal within two months of service of the notification of the decision.561


  Unlike the first instance with its plurality of Local, Regional, and Central Divisions, there is only one Court of Appeal in Luxembourg.562 Each panel of this Court of Appeal consists of five judges, three of them are legally qualified and must be of different nationalities. The other two judges will be technically qualified and will be assigned to the panel by the President of the Court of Appeal from the pool of judges based particularly on their technical expertise.563


  The appeal proceedings follow the first-instance proceedings in their structure, i.e. they are also dominated by a rather strict case management primarily by the judge-rapporteur.


  The appeal proceedings consist of the following three stages:


  

    written procedure;


    interim procedure; and


    oral procedure with decision.


  


  The appeal may be based on points of law and matters of fact. However, new facts and new evidence will be rejected as filed late if the submission could reasonably have been expected during the first-instance proceedings.564 


  The appeal procedure can be graphically represented as follows:565


  

    [image: Image]

  


   9.6.6.2 Language of the Appeal Proceedings


  The language of appeal proceedings is the language of the first instance. However, the parties may alternatively agree to use the language of the patent. In exceptional cases and if the parties agree, the Court of Appeal may also choose another official language of a Member State as the language of proceedings.566


  If necessary, the Court of Appeal may provide interpretation facilities to assist the parties at the oral hearing if requested by one of the parties.567


   9.6.6.3 Written Procedure


  9.6.6.3.1 Statement of Appeal


  The statement of appeal must be lodged within two months of service of the first-instance decision. It is purely a "formal" statement, i.e. it contains only the names and addresses of the parties and their representatives, the date and file number of the appealed decision, and the court order sought by the appellant.568 The appellant has to pay a fixed fee for the appeal. Until then, the statement of appeal shall be deemed not to have been filed.569


  The grounds of appeal can be filed separately.


  9.6.6.3.2 Statement of Grounds of Appeal


  The statement of grounds of appeal must be filed within four months of service of the decision.570 It must contain:571


  

    	an indication of which parts of the decision are contested;


    	why these parts are contested; and


    	the facts and evidence on which the appeal is based.


  


  In principle, the grounds of appeal may only rely on requests, facts and evidence which were already submitted in the first instance. The court may disregard new requests, facts and evidence. However, this decision is at the court's discretion and the court will particularly take into account the following aspects in its decision:572


  

    	whether the submissions could not reasonably have been made during the first-instance proceedings;


    	whether the new submissions are relevant for the decision on the appeal; and


    	the position of the other party regarding the lodging of new submissions.


  


  The registry examines, as soon as practicable, whether the formal requirements have been met. If the registry finds that the appellant has not complied with these requirements, it will invite the appellant to correct the deficiencies and/or pay the fee for the appeal within 14 days. If the applicant does not correct the deficiencies or pay the fee, the registry will inform the President of the Court of Appeal, who shall reject the appeal as inadmissible. The President may hear the appellant beforehand.573


  The presiding judge then designates a judge-rapporteur and notifies the parties.574 The judge-rapporteur is in charge of the proceedings until the summons for the oral hearing has been issued, i.e. the judge rapporteur is in charge of the written proceedings and the interim proceedings.


  The judge-rapporteur examines the statement of grounds of appeal. If the language of the proceedings before the Court of Appeal is different from the language of the first instance, the judge-rapporteur may order the appellant to file translations of the written pleadings and other documents lodged by the parties in the first instance and of decisions and orders of the CFI. Moreover, the judge-rapporteur examines whether the statement of grounds of appeal has the necessary content according to Rule 226 RoP. If the statement of grounds of appeal does not comply with these requirements, the judge-rapporteur will give the appellant leave to amend the statement of grounds of appeal.575


  If the appellant fails to amend the statement of grounds of appeal, the court may reject the appeal as inadmissible.576 This decision can be challenged by the appellant within one month of service.577


  If the statement of grounds of appeal complies with the requirements – possibly after correction and/or amendment – the court will serve it on the respondent.


  9.6.6.3.3 Statement of Response


  The respondent may file a statement of response within three months of service of the statement of grounds of appeal.578


  The respondent may support the decision of the first instance on different grounds than those given in the decision.579


  9.6.6.3.4 Cross Appeal


  A respondent that has not lodged its own appeal may still lodge a cross-appeal together with their statement of response. The cross-appeal should comprise, in particular, the remedy sought by the respondent and cross-appellant. The grounds for the cross-appeal must comply with the requirements for the appellant's grounds of appeal. A fee will also have to be paid.580


  This cross-appeal is dependent on the appeal, i.e. if the appeal is withdrawn, the cross-appeal will also be deemed to be withdrawn.581


  9.6.6.3.5 Reply to Cross-Appeal


  Within two months of service of the cross-appeal (and response), the appellant and cross-respondent may lodge a reply to the cross-appeal.582


  9.6.6.3.6 Referral to the Full Court


  If the case is of exceptional importance or if the decision may affect the consistency and the unity of the case law of the court, the panel may refer the action to the full Court of Appeal.583


   9.6.6.4 Interim Procedure


  In the interim procedure, the preparations for the oral hearing are made and the subject matter of the case is clarified. The interim procedure in the appeal stage is essentially identical to the interim procedure of the first instance. The judge-rapporteur will be in charge of the case management.584


  The judge-rapporteur may order the parties, within the time periods to be specified, to provide further clarification of specific points, answer specific questions, produce evidence, and/or lodge specific documents. The judge-rapporteur may also, where appropriate, hold an interim conference with the parties, which should, where practicable, be held by telephone conference or by video conference.585


  As soon as the judge-rapporteur considers the appeal ready for the oral hearing, the judge-rapporteur will close the interim procedure and summon the parties to the oral hearing. The oral hearing takes place, at the earliest, two months after the summons. However, the parties may agree to a shorter time period.586


  The presiding judge will then take over the case management once the interim procedure has come to an end.587


   9.6.6.5 Oral Procedure


  9.6.6.5.1 Oral Hearing


  The oral hearing is held before the panel and is directed by the presiding judge. The Rules of Procedure regarding the oral hearing in the appeal proceedings are essentially identical to the first instance.588


  In an ideal case, the oral hearing is scheduled for 12 months after the service of the statement of appeal. With a cross-appeal, this period is extended to 14 months. However, this is a tight time frame and it seems unlikely that it would be possible to keep to this ideal schedule in practice.


  9.6.6.5.2 Decision


  The decision must be issued within six weeks of the oral hearing. The court may give its decision immediately after closure of the oral hearing and provide the reasons later.589 In its decision, the court can either reject the appeal or set aside the appealed decision in whole or in part.590


  In exceptional cases, the court may refer the case back to the CFI. In such cases, the court should indicate whether a new panel should deal with the case. The CFI will be bound by the legal assessment in the decision of the Court of Appeal.591


   9.6.6.6 Rehearing


  In exceptional cases, a review of a first-instance decision is possible even once the time for lodging an appeal has expired. It is also possible to obtain a review of a decision of the Court of Appeal. This review is referred to as a rehearing.592 It is similar to the German action for retrial of the case.593


  The rehearing action will be assigned to a panel consisting of three legally qualified judges. The President of the Court of Appeal may order that the judges who participated in taking the decision to be reviewed shall not sit on the panel.594


  The prerequisites for a rehearing are:


  

    	a fundamental procedural defect with regard to the final decision595; or


    	a decisive factor on which the final decision is based that involves a criminal offense.596 


  


  A request for a rehearing must be filed within ten years of the date of the final decision, but no later than two months from the date of discovery of the new fact or of the procedural defect.597


  Examples of fundamental procedural defects are:598


  

    	a judge took part in the decision who had a conflict of interest;


    	a person not appointed as a judge of the Court took part in the final decision;


    	the Court awarded more than requested;


  


  

    	the decision was not only based on grounds, facts and evidence submitted by the parties or introduced by an order of the Court on which the parties had an opportunity comment (doctrine of the right to be heard); or


    	a breach of Art. 6 of the Convention for the Protection of Human Rights and Fundamental Freedoms has occurred.


  


  The rehearing procedure starts with an application. This application may be based on the grounds that there is a fundamental procedural defect only if an objection in respect of this defect had already been raised during the proceedings to be reheard and had been dismissed by the court, except where such an objection could not have been raised during these proceedings. Such an application is also not to be considered admissible if the party could have brought an appeal in respect of the defect but failed to do so.599


  The applicant has to pay a fixed fee. Until then, the statement of appeal shall be deemed not to have been filed, except in exceptional circumstances.600


  The lodging of an application for a rehearing will not have suspensive effect unless the Court of Appeal decides otherwise.601


  Should the court decide that the application for rehearing is not allowable, it will issue such a decision. If the court decides to allow the application for a rehearing, this decision will set aside or suspend, in whole or in part, the decision under review and the court will reopen proceedings for a new hearing and decision and the panel will give directions for the future proceedings.602


   9.7 Evidence


   9.7.1 The Principles of Fact and Evidence Presentation


  The UPC will base its decision solely on the facts presented by the parties or introduced into the proceedings by an order of the UPC.603 In principle, the parties are free to decide which evidence to present to the court.604 The UPC must evaluate this evidence freely and independently.605 Representatives of the parties are obliged not to misrepresent cases or facts before the court knowingly or with good reason to know.606


  If facts presented by one party are not specifically contested by the other party, they are held to be true between the parties.607 To prevent this fiction of truth, the other party must specifically and substantially contest the presented facts, for example by providing evidence and presenting their version of the relevant facts. If facts are undisputed or not contested sufficiently, they are taken to be true.


  HOFFMANN EITLE COMMENT


  Unfortunately, the Rules of Procedure do not contain any provisions as to when merely contesting facts non-specifically would be deemed to be sufficient, e.g. if the presented facts originate from the sphere of one party and it is impossible for the other party to know anything specific about them. Under German law, it would suffice in such a situation to non-specifically contest the facts in order to force the presenting party to prove those facts. The UPC will most probably approach such situations in a similar way.


   9.7.2 Burden of Proof


  The burden of proof of facts lies with the party relying on said facts.608 If a party relies on a contested fact, it must therefore provide evidence as proof.609


  In order to comply with its burden of proof, a party has the right to request the court to order the opponent or a third party to produce specific evidence which lies under the control of the opponent or third party (→ PART C II. 9.7.5.1).610 If the opponent fails to produce this evidence, the UPC will take this into account when deciding on the issue in question.611


  To comply with the burden of proof, a party may also rely on its right of inspection612 (→ PART C II. 9.7.5.2) and right of information.613 In the procedure for determining damages and compensation, the UPC may, upon request, order the infringing party to lay open its books (→ PART C II. 9.7.5.3).614


   9.7.3 Reversal of the Burden of Proof


  In the case of a process patent for obtaining a new product, the burden of proof is reversed. Identical products are deemed to have been produced by the patented process unless the defendant proves otherwise.615


  This principle also applies where there is substantial likelihood that the identical product was made by the patented process but where the patent proprietor has been unable, despite reasonable efforts, to determine with certainty the process used for said identical product.616


  HOFFMANN EITLE COMMENT


  A reversal of the burden of proof might also arise if provided for in the respective national law applied in accordance with Art. 24(2) and (3) UPCA.617 The court may also apply a reversal of the burden of proof in certain procedural situations, e.g. if one party obstructs or destroys evidence.


   9.7.4 Means of Evidence


  The means of evidence before the UPC include hearing the parties, requests for information, production of documents, hearing witnesses, expert opinions, inspections, comparative tests or experiments, and sworn statements in writing.618 This list of means of evidence is not exhaustive and other means of evidence will be admissible on a case-by-case basis.619


  HOFFMANN EITLE COMMENT


  The means of evidence have been defined very broadly to allow judges from various backgrounds to conduct UPC proceedings similarly to their handling of national infringement actions. This was intended to include judges from the UK, who, however, will no longer be represented because of the UK's withdrawal from the UPC. It remains to be seen to what extent the UPC will make use of all the various instruments, and whether the Divisions will develop a common approach or rather whether differences will persist between different Divisions.


  The UPC may ask a party for further evidence at any stage of the proceedings. It may order a party to take any step, answer any question, or provide any clarification or evidence.620 If a party fails to observe a court order on the production of evidence, the UPC will take this into account when deciding on the issue in question.621


  During interim proceedings, the judge-rapporteur may order parties to provide further clarification on specific points, answer specific questions, produce evidence, and lodge specific documents.622 The judge-rapporteur may also order a separate hearing of witnesses and experts before the panel. Such a hearing is under the control of the presiding judge and not the judge-rapporteur.623


  The UPC may appoint at any time ex officio a court expert for specific aspects of the case, provided that the parties have been heard.624


  How proactively the court will make use of the various powers to clarify facts ex officio remains to be seen. At least in the first years of the UPC, it may well depend on the Division seized. In some jurisdictions such as Germany, civil law judges traditionally expect the parties to provide the required evidence, a practice they may carry over to the UPC when appointed as UPC judges.


  Neither the UPCA nor the Rules of Procedure include any provision on inadmissible evidence, for instance data, recordings or other information illegally obtained.
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  Illegally obtained information may not necessarily be inadmissible in the proceedings of the UPC. The use of illegally obtained evidence will have to be decided on a case-by-case basis under consideration of the rules on protection of confidential information and fair trial in Art. 58 UPCA, Art. 47(2) of the Charter of the Fundamental Rights of the European Union and Art. 6 of the European Convention on Human Rights.


  In the following, we will further address some of the above means of evidence.


   9.7.4.1 Witnesses


  Witness evidence before the UPC is primarily written evidence. An oral hearing of a witness only takes place under certain conditions.


  Therefore, if a party wants to offer witness evidence, it must lodge a written witness statement or a written summary of the evidence to be given.625 In the written statement, the witness must declare that they are aware of their obligation to tell the truth and of their liability under applicable national law in the event of any breach of this obligation.626 Furthermore, this written statement has to set out any current or past relationship between the witness and the party offering the evidence and any actual or potential conflict of interest that may affect the impartiality of the witness.627


  The UPC may order an oral hearing of the witness on its own motion, if the written statement is challenged by the other party, or upon a party's request for oral witness evidence.628


  The hearing of a witness commences with the witness declaring they will tell the truth. If the witness has signed a written statement, the hearing begins with the confirmation of the evidence given therein. The witness may elaborate on the evidence contained in their written statement. The presiding judge and the judges of the panel may put questions to the witness and, under the control of the presiding judge, the parties may also put questions to the witness. The questioning of witnesses (and experts) is always under the control of the court and is limited to what is necessary.629 The presiding judge may prohibit any question which is not designed to produce admissible evidence.630 This means that no cross-examination takes place under the exclusive control of the parties.


  The court may allow a witness to give evidence by electronic means, such as video conference,631 and in a language other than the language of the proceedings.632


  A witness does not have to appear in cases where they have the right to refuse to testify (e.g. kinship relations to a party).633 A witness may appear but still refuse to testify if answering the questions would violate a professional privilege or other duty of confidentiality imposed by the national law applicable to the witness.634 Similarly, a witness may refuse to testify if answering the questions would violate attorney-client or litigation privilege.635


   9.7.4.2 Experts


  9.7.4.2.1 Party Expert


  The party expert is one of the most important means of evidence before the UPC.636


  This is a fundamentally different approach to that of German law, under which the opinion of a party expert is a mere party statement and not a means of evidence. Under German law, contentious technical questions are resolved by a court expert. Under the UPC regime, court experts are only appointed for specific technical questions (→ PART C II. 9.7.4.2.2).


  HOFFMANN EITLE COMMENT


  Even though party experts and court experts are both obliged to be objective, party experts usually take a position favorable to that of their party (otherwise they would not have been selected) whereas court experts are assumed to be more neutral.


  To prepare for the oral hearing, the court may hold preparatory discussions with a party expert in the presence of the parties in the course of the interim-conference proceedings.637 A separate hearing of the expert may be scheduled for this.638 The party expert will be heard under the rules of witness evidence639 with additional cautions to ensure the objectivity and impartiality of the expert.640


  9.7.4.2.2 Court Expert


  The court may, on its own motion and after hearing the parties, appoint a court expert to resolve a specific technical question in relation to the case.641 The parties may suggest an individual as court expert, a suitable technical background, or the questions to be put to the expert. The parties, however, may not contest the appointment decision of the court. A list of court experts is kept at the Registry.642


  The UPC will appoint a court expert by an order, specifying also the questions to be put to the expert, including, where appropriate, suggestions relating to any experiments to be carried out.643 If the appointed court expert does not present his report within the time period specified, the UPC may appoint another expert in his place.644


  Once the court expert has submitted the report to the court, the court will invite the parties to comment on it either in writing or during the oral hearing.645 The court expert will attend the oral hearing if requested to do so by the court and will be available for questions from the court and the parties.646


   9.7.4.3 Experiments


  Upon request of a party, the court may order experiments to prove a statement of fact.647


  Such a request must be lodged as soon as is practical in the written procedure or in the interim procedure. It must identify the facts intended to be established by the experiments, describe the proposed experiments in detail and give the reasons for carrying out the experiments. Furthermore, an expert to carry out the experiments must be proposed and previous attempts to carry out similar experiments must be disclosed.648


  Other parties to the proceedings must state whether they dispute the facts intended to be proven by the experiment and are invited to comment on the request for the experiment, especially the suggested expert and details of the experiment.649 The court order allowing the experiments will set out the details of the experiments, will name the court expert carrying out the experiments, and will set a deadline for reporting the results.650 If appropriate, the court may also order the experiments to be carried out in the presence of the parties and their experts.651


  The parties may comment on the report of the experiments either in writing or during the oral hearing, to which the expert who carried out the experiments may be summoned.652


  HOFFMANN EITLE COMMENT


  Experiments ordered by the court do not prejudice the possibility for parties or parties' experts to carry out experiments.653


   9.7.5 Taking Evidence


   9.7.5.1 Order to Produce Evidence


  An order to produce evidence can be issued at the request of a party who has presented reasonably available evidence sufficient to support its claim and who has, in substantiating those claims, specified evidence which lies in the control of the opposing party or a third party.654 In this respect, the court's powers under the UPCA are broader than those provided by the Enforcement Directive655, which does not provide for a third party to be ordered to produce evidence.


  A party may request such an order to produce evidence during the written and interim procedures. The court, when issuing such an order, must give the other party or the third party the opportunity to be heard. In particular, such an order may be resisted if it would result in self-incrimination.656


  For the protection of confidential information, the court may order that the evidence be disclosed to certain persons only and be subject to appropriate terms of non-disclosure.657


  If a party fails to comply with an order to produce evidence, the court will take this into account when deciding on the issue in question.658 At the request of a party and under the same conditions that must be considered for an order to produce evidence, the court may order the production of banking, financial, or commercial documents under the control of the opposing party, subject to the protection of confidential information.659


   9.7.5.2 Order to Preserve Evidence and Inspection Order


  During and even prior to infringement proceedings, a patentee or exclusive licensee may also request the securing of evidence, if they can present strong indications of patent infringement, e.g. of the infringement of a process patent in a factory.660


  Evidence may be secured, inter alia, by (a) detailed description (with or without the taking of samples), (b) physical seizure of allegedly infringing goods, (c) physical seizure of the materials and implements used in the production and/or distribution of these goods and any related documents, and (d) the preservation and disclosure of digital media and data and the disclosure of any passwords necessary to access them.661


  The court orders will be carried out by a professional such as a court expert or (depending on the national law) a bailiff. It is not permitted for an employee or director of the applicant to be present at the execution of the measures.662 The applicant may, however, be represented by an independent professional practitioner specified in the court order, in particular an attorney at law or a patent attorney.663


  If the court’s order is issued prior to the proceedings on the merits, the applicant must initiate proceedings on the merits within 31 calendar days or 20 working days (whichever is longer); otherwise, the court order will be revoked upon the defendant's request.664


  An order to preserve evidence or to inspect premises may be issued ex parte, i.e. without hearing the defendant. 665 An ex parte order may especially be issued in the case of urgency or of a demonstrable risk of evidence being destroyed.666 If the UPC decides not to issue an ex parte order and instead decides to inform the defendant, the applicant may withdraw the application and request that the application remain confidential.667 In the case of an ex parte order, the defendant will be notified at the time of or immediately after the execution of the measures.668 The defendant may then, within 30 days, request a review, upon which the ordered measures may be revoked or modified.669


  In the case of a revocation of an order to preserve evidence, the evidence will be returned to the defendant. If the order concerned an inspection measure, the obtained information will be ordered to remain confidential.


   9.7.5.3 Order to Lay Open Books


  If a party has been found to infringe a patent, the court may order it to lay open its books in order to allow the claimant to assess the amount of damages. This may comprise, in particular, documents relating to turnover and profits generated from the infringing products or regarding the extent of use of the infringing process.670


   9.7.5.4 Protection of Confidential Information


  In any proceedings before the UPC (including those set out above), trade secrets,671 personal data, and other confidential information are protected.672 In particular, the court may order that access to confidential information be restricted to specific persons673 and subject to appropriate terms of non-disclosure.674 The rules for the protection of confidential information ensure the safeguarding of legitimate interests of secrecy while at the same time enabling the necessary access to confidential information for proceedings before the court.


   9.7.5.5 Proceedings for the Taking of Evidence


  Beyond general rules on the court's power to impose measures675, procedures and remedies, the UPCA and the Rules of Procedure do not contain specific rules on the taking of evidence. Thus, many aspects will only become clearer over time as the UPC develops its case law. For example, there are no rules on the rejection of evidence if the evidence is irrelevant, inadmissible or inaccessible.


   9.7.5.6 Taking of Evidence Abroad


  For the taking of evidence on the territory of a state other than where the specific Division is located, the Court shall apply any method provided by EU Regulation No 2020/1783 where it applies or the Hague Convention of March 18, 1970 on the Taking of Evidence Abroad in Civil or Commercial Matters, where it applies, or any other applicable convention or agreement.676 To the extent that there is no such convention or agreement in force, national law on the procedures to be followed for the judicial cooperation in the taking of evidence shall apply.677


   9.8 Enforcement of Court Decisions and Orders


   9.8.1 Court Decisions and Orders


  While the UPCA provides for the enforcement of decisions678 and orders679, it contains only fragmentary provisions680 on the procedure, which is largely left to the national law and the judicial authorities of the UPC Member States.681


   9.8.2 General Enforcement Conditions


   9.8.2.1 Enforceability


  Decisions and orders are immediately enforceable upon service on a party (in the following referred to as debtor).682 An appeal has no suspensive effect unless otherwise decided by the Court of Appeal.683 Separate opposition and nullity proceedings do not directly affect the enforceability either.


   9.8.2.2 Excursion: Enforcement of Infringement Decision and Revocation of Patent in Suit


  The enforcement of an infringement decision can be stayed by the Court of Appeal or, after the final conclusion of the infringement proceedings, by the first instance panel684 if the patent in suit is revoked. However, this arguably only applies once the revocation is final. This can result in the dissatisfying situation where an injunction remains in place even though the underlying patent was revoked at first instance.685 However, since the defendant can – and usually will – counterclaim for revocation, this scenario will be limited to potentially rare cases where the patent is revoked due to a third party's revocation action after the defendant's preceding revocation action or counterclaim for revocation was unsuccessful. Where the decision was granted under the condition that the patent is not held invalid by a final decision in revocation or opposition proceedings686, the decision automatically loses its enforceability as soon as the revocation is final.


   9.8.2.3 Notification of Enforcement


  The party wishing to enforce a decision or order (referred to in the following as creditor) must notify the UPC as to which parts687 it intends to enforce. The creditor can therefore decide to only partially enforce a decision or order, for instance regarding the legal costs. Further, the creditor must provide a translation of the order into an official language of the country where it intends to enforce the order. The Registry serves the notification and the translation on the debtor.688


   9.8.2.4 Security


  The UPC may make the enforcement subject to the creditor's provision of a security for damages, including legal costs, potentially suffered by the debtor as a result of the enforcement in case the decision is later set aside.689 This may be ordered in the decision, in the order to be enforced, or in a separate or subsequent order. The creditor must provide the security to the debtor before the enforcement,690 either by deposit or bank691 guarantee or otherwise. Future practice of the UPC will show what amount of security will be "appropriate". In all likelihood, the debtor will be given the opportunity to comment on the losses it expects to suffer as a result of the enforcement, but the UPC has discretion to set the appropriate amount, potentially also taking into account the value in dispute. Neither the UPCA nor the Rules of Procedure provide for legal remedies if the amount of security is too low to sufficiently protect the defendant's interests.


   9.8.2.5 Order of Enforcement


  Lastly, the UPC appends an "order of enforcement" to the decision.692 While neither the UPCA nor the RoP provide any specifics in this respect, the term is reminiscent of the certificate of enforceability added to a judgment under German civil procedure rules693, and it will be a mere formality. The exact procedure for granting the order of enforcement is yet to be specified.


   9.8.3 Types of Enforcement


  The procedure for enforcing decisions and orders depends on the nature of the debtor's obligation, in particular on whether the creditor intends to enforce an injunction or a payment order.


   9.8.3.1 Injunctions and Orders other than for Payment


  If the debtor culpably694 fails to comply with an injunction, the UPC can impose a penalty, which is payable to the UPC.695 The penalty requires a prior warning, which can be included in the order to be enforced.696 The same applies to orders that only the debtor can carry out, such as the provision of information.


  While the court can, in principle, impose penalties for non-compliance with orders even on its own motion697, this is unlikely to apply to decisions where non-compliance is usually brought to the court's attention by the creditor for the very purpose of a penalty. The UPC might, however, impose penalties on its own motion for non-compliance with case management orders.


  The individual penalty payment will reflect the significance of the violation and, for example, cannot be set off against any damage claims. Before imposing the penalty, the panel will hear both parties. An appeal against the penalty order seems – potentially due to an oversight in drafting – to require leave of the first instance panel.698 The payment order itself is enforced according to the provisions of the UPC Member State where the enforcement takes place. 


  With respect to certain measures that can be carried out by third parties, such as the destruction or recalling of products, the UPC can order these measures to be carried out at the debtor's expense.699


   9.8.3.2 Payments


  The UPCA and the RoP do not contain any provisions for the enforcement of payment orders. As a result, such orders are enforced under the laws of the UPC Member State where the enforcement takes place.


  In UPC Member States, decisions and orders by the UPC are equated to those made by a national court and thus enforced under the same conditions, i.e. without the recognition or registration proceedings that are required for the enforcement of a decision by a foreign court. In other EU Member States, the decisions and orders are enforced in accordance with the Brussels Ia Regulation, i.e. under the simplified conditions for the enforcement of any decision by a court in another EU Member State. In other countries, the decision/order must be declared enforceable according to national law/international treaties.


   9.8.4 Damages for the Enforcement after Revocation of the Decision/Order


  If a decision or order is revoked during the action after having been enforced, the UPC "may" order the creditor to appropriately compensate the debtor for the losses caused by the enforcement.700 This applies if the Court of Appeal revokes a decision in the second instance. 


  In contrast, no compensation is provided for if the decision/order is then lifted because of a later revocation of the patent in suit after the final conclusion of the action.701


  If the decision that the creditor has enforced was granted under the condition that the patent is not held to be invalid by a final decision in revocation or opposition proceedings702, compensation can arguably be awarded because, in this case, the decision automatically loses its effect and the action is resumed upon request for orders addressing the revocation of the patent.703


  10. Provisional Measures / Summary Proceedings


   10.1 Introduction


  Main proceedings are powerful means to stop patent infringement. However, it takes some time, i.e. at least one year, to achieve a first-instance decision that can be enforced. In many cases, it is essential to immediately terminate the infringement. For these cases, provisional measures are provided.


  The provisional-measure proceedings are independent of main proceedings, i.e. they can be started before or during the main proceedings.704 If main proceedings have already been started, the panel appointed in these proceedings will also decide on the application for provisional measures.705


  In principle, the entire panel will decide on the application for provisional measures. However, in urgent cases, the presiding judge or an experienced judge of the panel may act as a single judge.706


  In this respect, the provisions in the UPC follow the court rulings of all Member States since they all implement the Enforcement Directive (Directive 2004/48/EC of April 29, 2004).


  The competence of the court with regard to provisional and protective measures and injunctions is laid down in Art. 32(1)(c) UPCA. Further details can be found in Art. 62 UPCA. According to the latter, provisional injunctions can be granted against:707


  

    	an alleged infringer; or


  


  

    	an intermediary whose services are used by the alleged infringer.


  


  The provisional and protective measures are intended to:708


  

    	prevent any imminent infringement;


    	prohibit, on a provisional basis, the continuation of alleged infringement; or


  


  

    	make the continuation of such activities subject to the lodging of guarantees that are intended to ensure the compensation of the right holder.


  


  The court may order:


  

    	a provisional injunction against the defendant;709


    	the seizure of the products suspected of infringing a patent so as to prevent their entry into or movement within the channels of commerce;710


    	the precautionary seizure of the movable and immovable property of the defendant, including the blocking of its bank accounts and of other assets;711 and


  


  

    	an interim award of costs.712


  


  The court may also order provisional measures to preserve evidence in respect of an alleged infringement, subject to the protection of confidential information.713


  Provisional injunctions will only be granted after the court has considered the interests of the parties, comparing the potential harm to either of the parties resulting from the grant or the refusal of the injunction.714


  Although the wording regarding the granting of claims by the court in the provisional injunction proceedings and in the proceedings on the merits is practically identical in Arts. 62 and 63 UPCA ("the court may, [...] grant injunctions" and "the court may grant an injunction", respectively), the court has a much wider discretion in this regard in the provisional injunction proceedings than in the proceedings on the merits.715


  Such provisional measures can also be taken ex parte, i.e. without the defendant having been heard, in particular where any delay is likely to cause irreparable harm to the right holder or where there is a demonstrable risk of evidence being destroyed.716


   10.2 Stages of the Provisional Proceedings


  The first-instance provisional proceedings consist of:


  

    	a written procedure;717 and


  


  

    	an oral procedure, which optionally includes an oral hearing of the parties or of one of the parties,718 and includes the decision.


  


   10.3 Claimant's Request for Provisional Measures


  The application for provisional measures must contain the facts and evidence relied on in support of the application, particularly the evidence to support the claim that provisional measures are necessary.719 This should include the facts and evidence that the patent in suit is valid and that the patent in suit is infringed or that such an infringement is imminent.720 Moreover, the applicant must show that its interests outweigh the interests of the defendant.721 The applicant must also demonstrate that the negative consequences of refusing the provisional measures are so serious that the court can accept the risk that a later decision declares the provisional measures were not justified.


  As required under Art. 9(4) Enforcement Directive, the Rules of Procedure provide provisional and precautionary measures which can be taken without the defendant having been heard.722 If such ex parte provisional measures are requested, the application also has to include:723


  

    	the reasons for not hearing the defendant;


    	information about any prior correspondence between the parties concerning the alleged infringement; and 


    	any material fact known to the applicant which might influence the court in deciding whether to make an order without hearing the defendant, including information on any pending proceedings and any unsuccessful attempts in the past to obtain provisional measures in respect of the patent.


  


  The court will decide whether to inform the defendant about the application and to invite them to lodge an objection within a specified time period, which shall contain:724


  

    	the reasons why the application must fail; and


    	the facts and evidence relied on, in particular any challenge to the facts and evidence relied on by the applicant.


  


  Only in cases of extreme urgency may the standing judge decide on the application ex parte, i.e. without informing the defendant.725


  In exercising its discretion regarding the procedure, the court particularly takes into account whether the patent has been upheld in an opposition procedure or has been the subject of proceedings in any other court.726


  If the applicant has applied for provisional measures ex parte and the court has decided not to grant the provisional measures without hearing the defendant, the applicant may withdraw the application and request the court to keep the application and its contents confidential.727


   10.4 Oral Hearing


  Except in cases of extreme urgency, the court will summon the parties to an oral hearing as soon as possible.728


  Before or during the oral hearing, the court may order the parties to provide further information, documents and other evidence.729


   10.5 Decision


  If the court deems it appropriate, it may give its decision orally to the parties at the end of the oral hearing. Otherwise, the decision will be issued in writing as soon as possible after the closure of the oral hearing.730


  This decision may include the order of the provisional measures and the interim award of costs.731


  The court may order the applicant to provide adequate security for the appropriate compensation for any injury likely to be caused to the defendant if the court should revoke the order for provisional measures.732


  If provisional measures are ordered ex parte, the court will order the applicant to provide adequate security by deposit or bank guarantee. The provision of this security is the prerequisite for the order of the court to become effective.733


  HOFFMANN EITLE COMMENT


  To summarize, the conditions for provisional measures are that:


  

    	the patent is valid,


    	the patent is infringed or infringement is imminent,


    	interests of the applicant prevail.


  


  In addition, if an ex parte provisional measure is requested, the following information must be provided:


  

    	information about any prior correspondence between the parties regarding the alleged infringement,


  


  any material fact, including information on any pending proceedings or any unsuccessful attempt in the past to obtain provisional measures in respect of the patent.


   10.6 Legal Remedies against Provisional Measures


   10.6.1 Request for Review


  If the provisional measures are ordered ex parte, the defendant may request a review within 30 days after execution of the provisional measures. In this request for review, the defendant must set out the reasons why the order of provisional measures should be revoked or modified and the facts and evidence relied on.734


  The court will then order an oral hearing to review the order without delay. The court may modify, revoke, or confirm the order.735 This court order may be appealed.736


   10.6.2 Appeal


  Decisions in provisional-measure proceedings inter partes and regarding a review of ex parte proceedings can be appealed.737 The appeal is subject to the general provisions on appeal proceedings.


   10.6.3 Revocation of Provisional Measures


  The defendant may request that the provisional measures be revoked if the applicant did not start proceedings on the merits of the case within a time period of 31 calendar days or 20 working days, whichever is longer, from the date of court order.738


  If a main action is not started within that time period the defendant may at any time request a revocation, in which case the court must revoke the provisional injunction. According to the wording of the UPCA and the Rules of Procedure, this shall apply even if the applicant has filed a main action in the meantime but after the expiry of the above time period.


  HOFFMANN EITLE COMMENT


  It is unclear whether the court will apply this narrow interpretation. However, to reduce the risk that the order on provisional measures is later revoked the applicant should start a main action within that time period.


   10.7 Protective Letter


  So-called "protective letters" were developed by German courts to allow a (potential) defendant to submit arguments against an anticipated request for provisional measures before it has been filed. A protective letter gives the defendant the opportunity to reduce the risk that a court orders provisional measures ex parte (i.e. without informing the defendant about the request for provisional measures and inviting it to respond).


  As the UPC can order provisional measures without hearing the defendant739 the Rules of Procedure also provide for protective letters.740 The applicant will be informed about the protective letter only after it has requested provisional measures.741 The protective letter must be filed with the registry in the language of the patent.742 It must contain:743


  

    	the name and address of the defendant and of its representative;


    	the name and address of the presumed applicant; and


    	the number of the patent and, if available, any prior or pending proceedings.


  


  The protective letter may contain:744


  

    	an indication of the facts relied on, which may include a challenge to the facts expected to be relied on by the presumed applicant;


    	any assertion that the patent is invalid and the grounds for such assertion;


    	any available written evidence relied on; and


    	the arguments of law, including the reasons why any application for provisional measures should be rejected.


  


  Filing a protective letter is subject to payment of a fee of € 200.745 If an application for provisional measures is lodged, the registrar shall forward a copy of the protective brief to the panel or judge appointed in the provisional-measures proceedings.746


  The protective letter will be removed from the register after six months from the date of their receipt. However, an extension of six months can be requested for a fee of € 100.747 Further extensions may be obtained upon further payments of the fee.748


  11. Declaration of Non-Infringement


   11.1. Introduction


  Another type of action for which the UPC has exclusive competence, subject to the transitional measures (→ PART C II. 1.3), is an action for declaration of non-infringement (DNI).749 In a DNI action, the UPC is asked to determine that the performance of a specific act does not constitute infringement of a certain patent or supplementary protection certificate (SPC).750 In certain situations, a DNI action can also be brought to determine that a planned act does not constitute infringement.


  The parties in a DNI action are the party seeking the DNI (claimant) and the patentee or its exclusive licensee (defendant).


   11.2 Conditions for Requesting a DNI


  Typically, seeking declaratory relief requires an actual controversy, as courts are not intended to provide advice on hypothetical situations.


  Before the UPC, there are two possible situations that fulfil the conditions for a DNI action: first, where the patentee or its exclusive licensee has asserted that a specific act is infringing; and second, where the patentee or its exclusive licensee has failed to acknowledge non-infringement of a specific act upon request. The specific requirements for this second situation are that:751


  

    the person requesting the DNI has asked the patentee or exclusive licensee for a written acknowledgment that the relevant act, which has to have been described, does not (or, if planned, would not) constitute infringement; and


    the patentee or exclusive licensee has refused or failed to provide the acknowledgment within one month.


  


   11.3 Where to Sue


  Generally, a DNI action has to be filed before the Central Division unless the parties have agreed otherwise.752 However, if an infringement action between the same parties regarding the same patent is pending before a Local or Regional Division, a corresponding DNI action has to be filed before the same Local or Regional Division.753


   11.4 Relationship between DNI and Infringement Action


  If a DNI action is pending before the Central Division, a corresponding infringement action can still be brought before a Local or Regional Division.


  The DNI action will be stayed if a corresponding infringement action becomes pending within three months of the filing of the DNI action, irrespective of whether the patentee or the exclusive licensee are defendant in the DNI action and claimant in the infringement action.754


  In the event that the infringement action is filed later, the stay of the DNI action is not mandatory. The Central Division and the Local or Regional Division involved will discuss how to proceed. This may lead to one of the actions being stayed, but this may not necessarily be the DNI action.


  HOFFMANN EITLE COMMENT


  It was intended that a DNI action should not provide an opportunity for forum shopping, i.e. filing a DNI action does not prevent the patentee or exclusive licensee from starting an infringement action before another division in the UPC system. If the patentee or exclusive licensee would prefer a division of the UPC other than the Central Division (i.e. where the DNI action has been filed) to determine infringement, it can file an infringement action within the three month period and avoid the Central Division continuing with the DNI action.


   11.5 Strategic Considerations for a DNI


  The advantage of requesting a DNI before the UPC is that the declaration provides certainty across all UPC Member States in one proceeding.


  The same effect cannot typically be achieved in a national DNI action. If an act is performed in several countries, it would be necessary to request a (national) DNI in each country separately to determine that the act does not constitute infringement in all relevant countries. Also, the requirements for a DNI action are somewhat different across Europe. Particularly when it comes to planned acts, it may not be possible to obtain a DNI in all relevant countries. For these reasons, DNIs have so far been rarely requested in Europe.755


  HOFFMANN EITLE COMMENT


  If a person becomes aware of a patent and sees a risk that this patent may be asserted against it in the future, there are several options. If the risk of an infringement is considered to be too high, the person could decide to stop or avoid the act that would constitute infringement or perhaps reduce or eliminate that risk by changing its product or process so as to strengthen arguments of non-infringement. If it is considered to be less likely that a court will find infringement, the person can prepare a defense against a (future) infringement action based on its non-infringement arguments in advance. The person can also try to invalidate the patent so that it cannot be enforced against it. In some situations, a DNI may offer advantages over these options.


  Requesting a DNI is often weighed up against attacking the validity of the patent. Before the UPC, a DNI can only be based upon invalidity arguments if a separate action for revocation is filed.756 A difference between both types of action is that the DNI's effect is limited to the parties of those proceedings, while a revocation action has an effect on the patent as such.


  A DNI action can sometimes have the advantage of taking less time than a revocation action, but not in all situations.757 If marketing a product or process requires a high investment and the risk of an infringement cannot be entirely excluded, obtaining a (first instance) DNI can provide a higher degree of certainty than a freedom to operate opinion. Also, in some situations it may be advantageous not to attack a competitor's patent even when there are reasonable invalidity arguments. For example, if a person has found a way to circumvent a competitor's patent, in particular a process patent, and is certain that it does not infringe, the patent can still provide a disincentive to other competitors as long as it is in force. Thus, there may be no advantage in trying to invalidate that patent.


  A DNI action could also be used as an instrument to prevent an opt-out by the patentee.758 This could make sense if the person requesting the DNI would prefer to argue non-infringement before the UPC instead of before a national court – an assessment which will be difficult to make at least in the first years of the UPC.


   11.6 Procedure


  The proceedings for a DNI consist of the same stages as the infringement proceedings, i.e. a written procedure, an interim procedure and an oral procedure,759 the course of which is outlined in the following:
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   11.6.1 Written Procedure


  The first stage of the DNI proceedings is the written procedure, in which the parties exchange their written pleadings. The RoP set forth the following briefs:760


  

    	a statement for declaration of non-infringement by claimant;


    	a preliminary objection by defendant (optionally);


    	a defense to the statement by defendant;


    	a reply to the defense by claimant (optionally); and


    	a rejoinder to the reply by defendant (optionally).


  


  The judge-rapporteur may allow the exchange of further briefs upon a reasonable request.761


   11.6.1.1 Statement for Declaration of Non-Infringement


  The statement for declaration of non-infringement (DNI) must contain the facts of the case, including the details of the patent concerned762, the reasons why the (planned) act does not or would not constitute infringement763, and the evidence relied upon764.


  The language of the proceedings is subject to the same rules relating to the revocation action, i.e. the statement for DNI must be submitted in the language in which the patent was granted.765 Where the parties have agreed to bring the action before a Local or Regional Division, the statement for DNI must be brought in the official language of the UPC Member State hosting the relevant division or in one of the official languages of the European Patent Office.766


   11.6.2.2 Examination of Formal Requirements


  When a statement for DNI is filed with the Registry, the Registry will examine in a first step whether the patent in suit is the subject of an opt-out pursuant to Art. 83(3) UPCA.767 If the patent is the subject of an opt-out, the Registry must inform claimant who may then withdraw or amend its statement for DNI768 or continue with the proceedings it is of the opinion that the opt-out is not effective. If the claimant does not withdraw and if the statement meets the requirements in respect of form and content, the Registry will record the date of receipt of the statement, allocate an action number to the file, and inform the claimant accordingly.769 If the defendant wishes to rely on an opt-out they must raise a preliminary objection (see below). The date of receipt by the UPC Registry is the date as of which the action is pending.770


  The claimant must pay the fee for the DNI action when lodging the statement for DNI.771 Otherwise, the statement will not be deemed to have been lodged.772


   11.6.1.3 Preliminary Objection


  Before filing the defense to the statement for a DNI, the defendant may, as in infringement proceedings, submit a preliminary objection within one month.773 The same rules apply as in the event of an infringement action.774


  A preliminary objection can be based on the following three reasons:775


  

    the UPC has no jurisdiction or competence for the DNI action, including that an opt-out applies to the patent-at-issue776;


    the division indicated by the claimant has no competence777; and


    the statement of claim was filed in the wrong language.778
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  The judge-rapporteur can decide the preliminary objection after hearing the parties.779 The preliminary objection can also be dealt with in the main proceedings.780 The judge-rapporteur's decision allowing the preliminary objection can be appealed on its own whereas a rejection can only be appealed in an appeal against the decision on the merits.781 If an appeal is lodged, proceedings at first instance may be stayed by the judge-rapporteur or the Court of Appeal on a reasoned request by a party.782


   11.6.1.4 Defense to the Statement


  After service of the statement for DNI, the Defendant has a two-month period to lodge a defense to the statement.783 This term may be extended by the judge-rapporteur upon a reasoned request.784 The defense to the statement must contain the facts of the case, including any challenge of the facts stated by the claimant,785 the evidence and counter-evidence relied upon,786 as well as the reasons why the claimant's action should fail787.


  After service of the defense to the statement, the judge-rapporteur will consult with the parties and set a date for the interim conference, which is part of the interim procedure, as well as the date for the oral hearing (and possibly also an alternative date).788


   11.6.1.5 Reply to the Defense


  The claimant may submit a reply to the defense within one month of service of the defense.789


   11.6.1.6 Rejoinder to the Reply


  The Defendant may file a rejoinder to the reply within one month of service of the reply.790 In this basic scenario, the written procedure should take less than half a year.
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   11.6.2 Interim Procedure


  During the interim procedure, the judge-rapporteur will make all necessary preparations for the oral hearing as explained below.791 The interim procedure should be completed within three months of the closure of the written procedure.792


   11.6.2.1 Role of the Judge-Rapporteur


  The judge-rapporteur has certain case management powers, including adjourning or bringing forward the interim conference, deciding the order in which the issues are to be decided, excluding an issue from consideration, dismissing a claim summarily if it has no prospect of succeeding, and consolidating any matter or issue, or ordering them to be heard together.793


  The judge-rapporteur may refer any matter to the panel for decision and the panel may, of its own motion, review any decision or order of the judge-rapporteur or the conduct of the interim procedure.794 Any party may also request that a decision or order of the judge-rapporteur be referred to the panel for a review.795


   11.6.2.2 Interim Conference


  The interim conference is scheduled, where necessary,796 by the judge-rapporteur as soon as is practical after service of the statement of defense.797 The interim conference should, where practicable, be held by telephone conference or by video conference.798 The interim conference will be audio recorded and will be made available to the parties or their representatives after the hearing.799


  The interim conference should enable the judge-rapporteur, inter alia, to:


  

    	identify main issues and determine which relevant facts are in dispute;


    	establish a schedule for the further progress of the proceedings;


    	explore with the parties the possibilities to settle the dispute;


    	issue orders regarding production of further pleadings, documents, experts (including court experts), experiments, inspections, further written evidence, the matters to be the subject of oral evidence and the scope of questions to be put to the witnesses;


    	hold preparatory discussions with witnesses and experts with a view to properly preparing for the oral hearing (only in the presence of the parties); and


    	make any other decision or order as they deem necessary for the preparation of the oral hearing including, after consultation with the presiding judge, an order for a separate hearing of witnesses and experts before the panel.800


  


   11.6.3 Oral Procedure


  The phase after the interim procedure is referred to as the oral procedure.801 At its core is the oral hearing. Upon the end of the oral hearing, the action should be ready for a decision on the merits.802


   11.6.3.1 Role of the Presiding Judge


  While the judge-rapporteur is responsible for scheduling the oral hearing (and possibly an alternative date) as soon as is practical after the service of the statement of defense already,803 the presiding judge takes over the case management during the oral procedure.804


  The presiding judge has the same case management powers during the oral procedure as the judge-rapporteur has during the written and interim procedures, including:


  

    	adjourning or bringing forward the oral hearing, deciding the order in which the issues are to be decided;


    	excluding an issue from consideration;


    	dismissing a claim summarily if it has no prospect of succeeding; and


    	consolidating any matter or issue, or ordering them to be heard together.805


  


  The decisions of the presiding judge will be reviewed by the panel upon request by a party.806


   11.6.3.2 Oral Hearing


  During the oral hearing, the parties' representatives provide oral submissions.807 The judges may provide a preliminary introduction to the case and ask questions to the parties and hear any witness or expert.808 The parties may also ask questions to the witness or expert.809


  The oral hearing and any separate hearing of witnesses will be open to the public unless the court decides to make a hearing confidential.810 The hearing will be audio recorded and made available to the parties or their representatives after the hearing.811


  The oral hearing should be completed within one day.812


   11.6.3.3 Decision


  The Court should give the decision on the merits as soon as possible after the closure of the oral hearing and issue the decision on the merits in writing within six weeks.813 The Court may give its decision immediately after the closure of the oral hearing and provide its reasons on a subsequent date.814


  12. Revocation Actions


  The validity of EP-UEs, non-opted out EPs, and Supplementary Protection Certificates (SPCs) can be challenged in a revocation action before the UPC. The validity of EP-UEs and nationally validated EPs, irrespectively of an opt-out, but not SPCs can also be attacked in an opposition before the EPO. Opposition must be filed within a nine-month period after publication of grant, while a revocation action before the UPC can be filed at any time. A revocation action can be filed separately (stand-alone revocation action815) or can be brought as a defense to an infringement action (counterclaim for revocation816). Opposition proceedings before the EPO and a revocation action before the UPC can run in parallel (i.e. contrary to national German proceedings where an invalidity action can only be filed after possible opposition proceedings have finished). The effect of a successful revocation action is that the EP-UE, non-opted out EP, and/or SPC will be revoked for all UPC Member States. A successful opposition has much broader effect, it applies to all states for which the EP has been granted.


  When the newly established Patent Mediation and Arbitration Center is invoked, such will not have the capacity to revoke or limit a patent (→ PART C IV).817


   12.1 Stand-Alone Revocation Actions


   12.1.1 Where to Sue


  Revocation actions are to be brought before the Central Division, unless an action for infringement between the same parties relating to the same patent has been brought before a Local or Regional Division.818 In such a case, a revocation action is to be brought before the same Local or Regional Division.


  During a transitional period of seven years following the entry into force of the UPCA, a new action for revocation of an EP may still be brought before national courts or other competent national authorities.819 Further, the UPCA allows the parties to agree to bring revocation actions and counterclaims for revocation before the Division of their choice, including the Central Division.820


  The case will be handled by one of the Panels of the Central Divisions depending on the technical content of the patent, i.e. based on its classification in an IPC class (→ PART C II. 4.3).


   12.1.2 Standing to Sue


  Any natural person or legal entity, or anybody entitled to bring actions in accordance with national law, who is concerned by a patent may bring a revocation action.821 The term "who is concerned by a patent" may indicate that some legal or economic interest in the revocation of the patent should be demonstrated.
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  Demonstrating a legal or economic interest will probably be required if the patent has already lapsed or expired since there is no longer any general public interest in having the patent nullified retrospectively.


  Time will tell whether any statements regarding a claimant's interests will also be required in respect of revocation of a pending patent, and, if so, what requirements will have to be met. We regard it as rather unlikely that the UPC will impose any requirement to demonstrate a legal or commercial interest, and thus a potential infringer will probably be able to employ a strawman to seek revocation of a competitor's patent. This opens the possibility for "clearing the path" anonymously before launching a new product.


   12.2 Counterclaim for Revocation


  A counterclaim for revocation may be (and usually is) brought by a defendant against a claimant in the case of an action for infringement.822 If the action for infringement has been brought before a Local or a Regional Division, the counterclaim for revocation between the same parties relating to the same patent may only be brought before the same Local or Regional Division.823 


  As illustrated in the following diagram, the Local or Regional Division concerned has the following options for further handling the infringement action with a counterclaim for revocation:824


  

    	the court can proceed with both the action for infringement and the counterclaim for revocation (unified proceedings);


    	the court may refer the counterclaim for revocation to the Central Division for decision and may suspend or proceed with the action for infringement (bifurcated proceedings); or


    	with the agreement of the parties, the court can refer the whole case to the Central Division for decision (unified proceedings).
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   12.2.1 Unified Proceedings


  In unified proceedings, a single court will handle both the action for infringement and the counterclaim for revocation. These proceedings can be conducted either before the Local or Regional Division or the Central Division.825


  The Local or Regional Division must request the President of the Court of First Instance (CFI) to allocate from the Pool of Judges a technically qualified judge with qualifications and experience in the field of the technology concerned,826 unless such a judge was already assigned upon the request of a party or the judge-rapporteur.827 The Central Division per se is composed of two legally and one technically qualified judge.828


   12.2.2 Bifurcated Proceedings


  In addition to the above-described unified proceedings, the UPC Agreement provides that a claim for revocation of a patent or a claim of invalidity of an SPC can be heard separately from and independent of an infringement action (bifurcated proceedings).


  If proceedings are bifurcated, the action for infringement and the counterclaim for revocation will be dealt with on two different legal tracks. The infringement action shall remain in the hands of the Local or Regional Division, but the counterclaim for infringement shall be referred to the Central Division.829 The instance concerned with the infringement action may then decide to stay the infringement proceedings and wait for a decision of the Central Division if there is a "high likelihood" of the patent being found to be invalid.830 It remains to be seen which criteria will be applied when assessing whether the "high likelihood" criteria are satisfied.
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  German judges have a long tradition and much experience in bifurcating infringement and validity issues. The judges, who are now at the German patent infringement courts and will constitute the majority of judges at the German Local Divisions of the UPC, may therefore be more inclined than judges from other jurisdictions to refer the counterclaim for revocation to the Central Division. Further, with German infringement judges, a stay of the infringement proceedings is rather the exception than the rule. A proprietor interested in benefiting from fast infringement proceedings due to bifurcation should therefore consider filing its infringement case at a German Local Division.


   12.2.3 Standing to Sue


  If the claimant in an infringement action is not the only proprietor of the patent, or is not the patent proprietor at all but (subject to a suitable license agreement) the licensee (→ PART C II. 9.2.2), the Registry shall serve a copy of a counterclaim for revocation to the proprietor(s), who shall then become a party to the part of the proceedings concerning the revocation.831 Since it would not be appropriate to nullify a patent in proceedings without the involvement of the proprietor, the validity of a patent can only be contested in an infringement action brought by the holder of a license if the patent proprietor also becomes a party to the proceedings.832 An action for revocation will rather have to be brought against the patent proprietor in separate revocation proceedings.


   12.3 Revocation versus Opposition


  First, it is worthwhile to note that an action for revocation of an EP-UE or a non-opted out EP can be brought without the claimant having to file notice of opposition before the EPO.833


  However, opposition proceedings and revocation proceedings may also run subsequently or even in parallel. Such a situation may be favorable for the opponent/revocation claimant as it is not estopped from running the same arguments in both proceedings. Moreover, there is also a chance that the invalidity arguments will be successful at least in one of these proceedings as there is the potential for different decisions to be reached in each forum.


  If opposition and revocation actions run in parallel, once the UPC has been notified by a party of such co-pending proceedings, the court may stay the revocation proceedings if a rapid decision may be expected from the European Patent Office.834 Future practice will show what is considered to be "rapid", especially in view of the different criteria given in Rule 37(4) RoP, where a "high likelihood" of invalidity in revocation procedures is deemed a criterion to stay bifurcated infringement proceedings.


  An alleged infringer has the right to intervene in pending opposition proceedings before the EPO.835 Hence, within the opposition period or during pendency of EPO opposition proceedings, an alleged infringer has the choice to attack the patent in suit in EPO opposition proceedings, file an action for revocation, or even do both at the same time.


  In addition, EPO opposition proceedings will continue to be a valuable tool for attacking the validity of EP-UEs and non-opted out EPs since opposition proceedings have a lower cost risk than revocation actions before the UPC. Moreover, for opted out EPs and EPs validated in a country which is not a UPC Member State, an opposition will remain the only way of obtaining a decision invalidating the EP in more than one country with just one shot.


   12.4 Substantive Patent Law


  According to Art. 65(2) UPCA, when revoking a patent entirely or partly, the UPC can only rely on the grounds referred to in Art. 138(1) and 139(2) EPC.836


   12.5 Procedure


   12.5.1 First Instance


   12.5.1.1 Stand-Alone Revocation Action


  As with all other main proceedings before the UPC, the stand-alone revocation proceedings consist of: (a) a written procedure; (b) an interim procedure; and (c) an oral procedure with the decision.837 


  

    [image: Image]

  


  The written procedure 838 starts with a statement for revocation submitted by the claimant. The required contents are specified in Rule 44 RoP. This statement will be subject to an examination of formal requirements by the Registry as soon as is practicable (→ PART C II. 11.6.1.2). The claimant is given 14 days, if necessary, to correct any deficiencies or belatedly pay the fees839 for the revocation action.840 If the claimant fails to correct deficiencies or to pay the fees, the action for revocation may be rejected as inadmissible.841


  An admissible action for revocation will be recorded in the Registry, and the case will be assigned to a panel of the Central Division, a panel of a Local or Regional Division, or a single judge.842 Within one month of service of the statement, the defendant may lodge a preliminary objection e.g. contesting jurisdiction or competence of the court including an objection that an opt-out applies to the patent (Rule 19(1)(a) RoP. The procedural outline of Preliminary objection proceedings follows Rules 19 to 21 RoP (→ PART C II. 11.6.1.3).


  The defendant shall lodge a comprehensive defense to revocation within two months of service of the statement of revocation.843 This defense may include an application to amend the patent or a counterclaim for infringement,844 accompanied by a fee as specified in Rule 53 RoP, and its required contents are specified in Rule 50 RoP. The required contents of a counterclaim for revocation are specified in Rule 25 RoP, and a fee is due pursuant to Rule 26 RoP. The defense for revocation is also subject to a formal examination as described above.845 As soon as possible after service of the statement of defense, the judge-rapporteur will consult the parties and set a date for an interim conference, where necessary, and a date and alternative date for the oral hearing.


  The written procedure further comprises a reply to the defense to revocation by the claimant within two months, and a rejoinder to this reply by the defendant within one month of service of the preceding written pleading.846 The judge-rapporteur will then inform the parties about a date of the closure of the written procedure and confirm the date and time of an interim conference where an interim conference is considered to be necessary.847 Upon reasonable request by the parties, further exchange of written pleadings may be allowed by the judge-rapporteur under Rule 36 RoP.


  An interim procedure,848 in which the judge-rapporteur makes all necessary preparations for the oral hearing, immediately follows the closure of the written procedure. If deemed necessary, the interim procedure may include interim conferences in which key aspects of the case, procedural matters, and the willingness to settle may be addressed.


  The interim conference may be held by telephone conference or by video conference.849 In this case, a recording of the interim conference will be made available to the parties and their representatives at the premises of the court. 850 If the interim conference is held in court by request of a party and the approval of the judge-rapporteur, it shall be open to the public unless the court decides to make it, to the extent necessary, confidential in the interests of one or both parties or third parties or in the general interest of justice or public order.851As soon as the judge-rapporteur considers that the state of preparation of the case is adequate, the interim procedure is closed.852
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  The practice of the courts will show how this will be handled. Parties negotiating a settlement often have a strong interest in keeping the terms and conditions of a settlement confidential as well as the arguments and information exchanged. Therefore, an interim conference held by telephone or video conference might become quite attractive for parties who are considering settlement of the case.


  The interim procedure shall be completed within three months of closure of the written procedure.853
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  In revocation actions before the German Federal Patent Court regarding the (in)validity of national German parts of opted-out EPs and national German patents, the German Federal Patent Court is required under Sec. 83(1) German Patent Act to notify the parties and – if a parallel infringement action is pending – the infringement court of the preliminary opinion of the Federal Patent Court in the nullity proceedings within six months of service of the nullity action. This enables the parties to further adjust and fine-tune their (auxiliary) claims and arguments. In contrast, no such preliminary opinion of the UPC in revocation actions regarding EP-UEs and non-opted out EPs is provided for in the UPCA. This may be something to consider when deciding whether to file a national patent or an EP/EP-UE (→ PART B I), and whether or not to opt out the EP from the UPC (→ PART B II).


  Immediately after the interim procedure is closed, the oral procedure854 will commence and the presiding judge will take over management of the case from the judge-rapporteur.855 


  The oral proceedings shall be completed within one day 856 but, in exceptional cases, the court may decide to adjourn proceedings and call for further evidence.857 The court may give its decision immediately after the closure of the oral hearing and provide its reasons on a subsequent date.858


   12.5.1.2 Counterclaim for Revocation


  The procedural flow for a counterclaim for revocation action is similar to that for a stand-alone revocation action and comprises written,859 interim, and oral procedures (with regard to the interaction with the infringement proceedings (→ PART C II. 9.6.3.1.7).


  Besides the prior art documents and evidence relied upon, the counterclaim for revocation may include a statement as regards to a value of the dispute exceeding that of the infringement proceedings, a statement of the position as regards calling in a technically qualified additional judge, or the position in interim procedures where a possible settlement is to be discussed. When the counterclaim for revocation is to be brought before a Local or Regional Division, a statement of the position to the referral of the case to the Central Division can be filed together with the counterclaim for revocation.


  As in the written procedure in stand-alone revocation actions, the proprietor only has two months to lodge a comprehensive defense860.


  As soon as possible following the closure of the written procedure, the panel will decide by way of order which track to follow under Art. 33(3) UPCA.861 Should the Local or Regional Division proceed with both the infringement action and the counterclaim for revocation, a technically qualified judge will be allocated by the president of the CFI, if not already done so pursuant to Rules 33 and 34 RoP.862


  In bifurcated procedures, the infringement proceedings may be stayed until a final decision in the revocation procedure is issued. Where there is a high likelihood that the claims will be held invalid by the final decision in the revocation procedure, the infringement proceedings must be stayed.863
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  The criteria for assuming that there is a high likelihood that the patent is invalid are not contained either in the UPCA or the RoP. In developing appropriate criteria, the individual Local Divisions/Regional Divisions will therefore probably rely on the principles developed by the respective national courts, at least in the beginning. This may result in a difference in criteria across individual Local Divisions/Regional Divisions.


  Specific to the provisions of the Central Division for dealing with counterclaims for revocation, it is worth noting that, due to the requirement of Art. 49(6) UPCA, any written pleadings and other documents lodged might be ordered to be translated into the language in which the patent was granted if the language of the proceedings before the Local or Regional Division is different to that of the patent as granted.864 The parties are given one month for this translation, but extensions and partial translations seem possible.865 The UPCA also provides for the possibility of accelerated proceedings before the Central Division.866


   12.5.2 Appeal


  Any party negatively affected by a decision of the CFI may file an appeal before the Court of Appeal within two months after the date of the decision.867


  The appeal against a decision in actions for revocation and counterclaims for revocation has suspensive effect unless the Court of Appeal decides otherwise.868


  The language of proceedings shall be the language before the CFI.869 However, Arts. 50 and 51 UPCA also open the possibility for exceptions to this rule.


  In the appeal stage, new facts and new evidence may only be introduced where the submission thereof by the party concerned could not reasonably have been expected during the first-instance proceedings.870 


   12.5.3 Rehearings


  A request for rehearing after a final decision of the UPC will only be granted under exceptional circumstances (→ PART C II. 9.6.6.6).871


   12.5.4 Further Provisions


  The language of proceedings at the Central Division shall be the language in which the patent concerned was granted.872 The court shall provide interpretation facilities to assist the parties at oral proceedings in both first and second-instance proceedings.873


  In the interim procedure, if appropriate, the judge-rapporteur will hold a hearing to discuss possibilities for a settlement.874


  The oral proceedings will only be dispensed with upon the agreement of all parties.875


  After a decision has been made, procedures for cost orders may follow.876 The losing party will bear the costs of the proceedings, e.g. the court fees877 and expenses of the parties (→ PART C II. 9.6.5).878


   12.6 Evidence


  In revocation proceedings, the same evidence procedures apply as outlined in (→ PART C II. 9.7).


   




  III. Property Rights and Licenses with regard to EP-UEs


  1. Background: The Situation under the EPC


  Because EP-UEs will be based on European patent applications, the established provisions of the EPC will continue to apply during the application phase. These provisions and national property law, as well as other laws will remain relevant, even in the presence of a choice of law clause determining the applicable law, e.g. for an assignment or license agreement.


   1.1 The EPC and National Property Laws


  The European Patent Convention (EPC) has only very few provisions regarding the property aspects of a European patent application. It provides that the national parts of the European patent application can be transferred and can be made subject to certain third-party rights such as licenses.879 Assignments must be in writing and signed by both parties, which is interpreted by some to mean on the same document.880 The recordal of any transfers, licenses, rights in rem or any other legal means of execution affecting an application881 is only relevant for the administrative proceedings of the EPO, and is not a condition for the legal effect of the transaction.882


  All aspects of property law which are not specifically regulated in the EPC are governed by national property law. Each national part of a European patent application is thereby an object of property according to the provisions of the respective designated country.883 The application is thus treated in this regard like a bundle of national applications. If a European patent application is licensed, for example, the license must meet the requirements of each designated EPO Member State to ensure that the license is legally effective regarding all national parts.


  One exception to this rule relates to inventor rights, if the inventor is an employee. The employee's right to a European patent claiming his or her invention shall be determined in accordance with the laws of the country in which the employee is mainly employed, or, if this cannot be determined, the country where the employer has its place of business to which the employee is attached.884


  Upon grant, the national parts of the European patent continue to be subject to the property laws of the respective validation countries.885


   1.2 Other Applicable Laws


  In addition to the EPC and the respective national property laws, other laws can apply to a European patent application, in particular the following.


  If a contract is concluded regarding a European patent application, such as an assignment or a license, the contractual relationship can be governed by a different law from the applicable property law. Which law applies in this regard is determined by the principles of private international law (conflict of law rules). In the EU, these rules have been harmonized by the Rome I Regulation, which generally allows the contract parties to agree on the law that shall govern the contractual relationship, ideally by an express choice of law clause, but which also sets forth rules to determine the applicable law in the absence of such choice or with regard to specific circumstances.886


  Competition law (antitrust law) and the laws relating to unfair competition also apply in accordance with the respective private international law, in principle depending on the affected markets.887


  In the event of an insolvency, the insolvency court applies its lex fori, for example regarding questions such as how the insolvency can affect an existing license agreement.888


   1.3 Entitlement Disputes under the EPC and National Law


  The right to a European patent application originates with the inventor who can assign the inventor rights to a third party.889 When an application for a European patent is filed, the EPO does not question the applicant's authorization as the inventor or inventor assignee but deems the applicant to be entitled to the invention.890 Should the applicant not in fact be entitled to the patent because the applicant is neither the inventor nor an assignee of the inventor rights, the true holder of the inventor rights has a claim, inter alia, to pursue the application as its own. Such a claim can be enforced in national court proceedings only, but a stay of the prosecution can be requested at the EPO to safeguard the claimant's potential rights to the application.891 With regard to the time before grant of the European patent, the Recognition Protocol892 determines which EPO Member States' court has jurisdiction to decide on the entitlement to the (entire) European patent application.


  After grant of the European patent, the Recognition Protocol and Art. 61 EPC no longer apply. However, some national laws (e.g. in Germany, the Netherlands, Belgium, and possibly England under the High Court's inherent jurisdiction) allow a claim for assignment of the respective national part even after grant of the European patent (at least for some time).
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  After grant of the European patent and registration as an EP-UE, an entitlement action must still be brought at the national level. Neither the EP-UE Regulation nor the UPCA provide a legal basis for an entitlement action at the UPC. A lack of entitlement can, however, be asserted as a ground for revocation (Art. 65(2) UPCA, Art. 138(1) lit. e EPC; → PART C II. 12.4). One may consider raising the entitlement as a defense in an infringement action. Although the UPCA does not provide an express basis for it, it is a legal principle since Roman law893 that one shall not demand what they must give back upon receipt. 


  The national court having jurisdiction for an entitlement action must be established based on the Brussels Ia Regulation. If the defendant has no domicile in the EU, the Regional Court Munich may have jurisdiction as the place where the harmful event occurred because Munich is the seat of the EPO (Art. 7(2) Brussels Ia Regulation; → PART C II. 1.1.2.2).894


  Art. 7 EP-UE Regulation arguably determines the applicable law regarding an entitlement claim because entitlement relates to the ownership of the EP-UE, i.e. the EP-UE as "an object of property".895


  2. The Provisions Applicable to EP-UEs


   2.1 Applicable Laws


  The EP-UE Regulation follows the example of the EPC in that it does not create a comprehensive property law of its own but rather establishes only a few specific provisions, and otherwise leaves the property law aspects, such as ownership, licenses, largely to existing national law. However, because the EP-UE is not a bundle patent as is the European patent, but a unitary right, the entire EP-UE is governed by a single national property law. This law is determined by a "decision tree", based mainly on the applicant's domicile/place of business at the date of application, as will be further explained below (→ PART C III. 2.2). Upon being registered as an EP-UE, the laws of the country determined by the aforementioned rules apply (retroactively) from the date the European patent was granted.896 Until grant, the above explained provisions of the EPC continue to apply.


  Regarding aspects other than property law, the applicable law is determined in accordance with the principles of private international law, just as with regard to European patent applications or nationally validated European patents (→ PART C III. 1.2). The EP-UE Regulation expressly provides for clarity that it is without prejudice to competition law and unfair competition laws.897
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   2.2 The Determination of the Applicable Property Law


  The EP-UE as an object of property is governed by the national property law of one country which is determined in accordance with the following "decision tree"898:


  

    If the applicant according to the European Patent Register had their residence or its principal place of business in an EP-UE State on the filing date of the patent application, the law of this EP-UE State applies.


    In the absence of a principal place of business in an EP-UE State, if the applicant had a non-principal place of business in an EP-UE State on the filing date according to the European Patent Register, then the law of this EP-UE State applies.


    If neither is the case, German property law applies.899


  


  In the case of multiple applicants, it will first be considered whether the applicant mentioned first in the application had their residence or principal place of business in any EP-UE State. Should this be the case, the law of this country will apply. Otherwise, the same will be considered for the further applicant(s) in their order of entry. If no applicant had their residence or principal place of business in an EP-UE State, it will be examined – in the same order – whether an applicant had a non-principal place of business in an EP-UE State. If, in this sequence, either the principal or, subsequently, non-principal place of business in an EP-UE State is identified, this country's property law will apply to the EP-UE.
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  When a patent is filed by more than one European applicant, the order of the applicants may determine the applicable law and thus should be selected with this in mind.


  The date of filing of the European patent application is decisive for determining in which country the applicant had their residence or place of business. Whether the thereby determined country is an EP-UE State, however, depends on the country's status at the time the EP-UE is registered.900


  German law will accordingly apply to a significant share, if not the majority, of all EP-UEs – not only for those where the applicant is German, but also for those applied for from countries outside the EP-UE States, i.e. as of the time the patent is registered as an EP-UE.
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  Unfortunately, the important determination of the applicable property law pursuant to the EP-UE Regulation does not provide the level of legal certainty one would hope for. The reason for this is the determination of the place of business based on the European Patent Register pursuant to Art. 7(1) EP-UE Regulation. At the time of writing, the EPC Implementing Regulations only require an indication of the "principal place of business", and this only in the English language version.901 The German and French wording diverges between Art. 7(1) EP-UE Regulation and the EPC Implementing Regulation. For example, in the German version, the EP-UE Regulation refers to "Sitz der Hauptniederlassung", which can be translated as "seat of the head office", whereas the EPC Implementing Regulation merely uses the term "Sitz". Furthermore, additional places of business are not commonly recorded in the European Patent Register.


  This raises the question as to whether the place of business registered in the European Patent Register is to be considered as the "principal place of business", irrespective of whether this is indeed the case. It also raises the question as to whether a non-principal place of business can be relevant even if not registered in the European Patent Register.


  Legal certainty speaks in favor of adhering strictly to that recorded in the register, irrespective of the actual principal place of business, even if this should mean that stage (ii) of the decision tree has almost no application, at least for some time, until it becomes common to record non-principal places of business. Determining the actual principal place of business as per the filing date, potentially many years later, is at least burdensome, and even more so regarding non-principal places of business. This could be particularly challenging for a third party. It also would require a definition of what qualifies as a "place of business". If the term is defined broadly, it can well be imagined that an applicant may have such places of business in several EP-UE States, making it impossible to determine the single applicable property law.


   2.3 Specific Provisions of the EP-UE Regulation


   2.3.1 General Provisions


  The EP-UE is a unitary right. Therefore, it can be assigned only in its entirety for all EP-UE States.902
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  Before a European patent is registered as an EP-UE, the European patent is not yet subject to the EP-UE Regulation. It would therefore be legally possible to assign only some national parts of the European patent application to a third party. However, this should be avoided. The UPC may hold the subsequent registration as an EP-UE to be ineffective and accordingly the European patent may not be considered to be in force in the EP-UE States if not all national parts were owned by the same patentee at the time of registration as an EP-UE, although there is no express legal basis for this.


   2.3.2 Licenses of Right


  EP-UE Regulation also provides for a License of Right system. The term "License of Right" refers to a system where the patentee declares its willingness to grant licenses to anyone for an appropriate license fee. This willingness is recorded in the European Patent Register and, as a public reward for the patentee's agreement to disseminate the technology, the renewal fees for this EP-UE are reduced.903
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  Such systems have existed for a long time in national patent laws. For example, under Sec. 23 German Patent Act, the renewal fee is reduced by half when the patentee files a declaration to grant licenses to any willing licensee. A prospective licensee can obtain its use right by giving written notice to the patentee. Thereupon, the licensee must render account and pay royalties. If the parties cannot agree on the amount of royalties, these will be determined by the German Patent and Trademark Office. If the licensee does not comply with its obligations, upon due notice, the patentee can prohibit the further use of the patent. The patentee may withdraw its declaration at any time, until a prospective licensee has given the aforementioned written notice. 


  In comparison to these very detailed provisions of the German Patent Act, the provisions governing Licenses of Right in the EU Patent Package seem incomplete. In particular, no mechanism is provided regarding how and when a use right is to come into existence and under which conditions the declaration to grant licenses can be withdrawn. Art. 8(2) EP-UE Regulation provides that a "license obtained under this Regulation shall be treated as a contractual license". According to Art. 32(1)(h) UPCA, the UPC shall have exclusive competence in respect of "actions for compensations for licenses on the basis of Article 8 [EP-UE Regulation]".904 Rule 80 RoP stipulates that an application for appropriate compensation shall contain inter alia "the license agreement referred to in Article 8(2) [EP-UE Regulation]".


  Some authors conclude that the declaration of the patentee is non-binding.905 It is more likely that the UPC will interpret these provisions to mean that, by giving notice, the licensee obtains a use right and the patentee can then only enforce a claim to compensation instead of a cease and desist claim. This can be based firstly on the objective of these provisions to foster the licensing of EP-UEs, which is regarded to be in the public interest and thus justifies a reduction of the renewal fees906. This objective would not be achieved, however, if the patentee could in effect avoid granting any license by simply refusing any license request by a third party. Accordingly, the use right should come into existence by the prospective licensee's act alone, without the patentee's further involvement after stating its willingness to license. This interpretation is supported by the title of the provision "Licenses of Right" which indicates a statutory right rather than a contractual license, and also by Art. 8(2) EP-UE Regulation which provides that the license is "treated as a contractual license", i.e. the "Licenses of Right" are in fact not contractual licenses per se.


  Many important questions regarding Licenses of Right will thus have to be resolved by the courts.


   2.3.3 Compulsory Licenses


  While earlier proposals of the EU Patent Package provided rules on compulsory licenses, these have been taken out of the final texts because no political consensus could be reached in regard thereto. Instead, the EP-UE Regulation now refers to the existing national compulsory license provisions which shall apply also to EP-UEs, each regarding its respective territory. Hence, a compulsory license will have to be asserted country-by-country under the respective national rules.


  3. German Property Law as Applicable to EP-UEs


  As set out above (→ PART C III. 2.2), for many EP-UEs – namely all patents where the applicant is a resident of, for example, the USA, Japan, China, Korea, Spain or Germany (amongst other countries) on the filing date – the EP-UE will be regarded as an object of property under German law. German law will therefore become relevant for a significant share of EP-UEs.


  German law has no comprehensive statutory provisions on property law for IP rights. The few specific provisions that exist are supplemented by general property law as stipulated in the German Civil Code. Section 15 German Patent Act sets forth that patents can be assigned (completely and partially) and inherited, and that exclusive and non-exclusive licenses can be granted. The assignment of a patent or grant of a license does not affect licenses that have been granted before (succession protection).


  In general, German property law is quite strict to create legal certainty as to who owns which rights to a certain property. Therefore, the right of contract parties to contractually derogate from certain principles of property law is limited.


  The following sets out, in broad terms, German property law relating to patent rights. These first principles might not apply to each and every case, as they are subject to change due to the amendment of statutes or their interpretation by the courts, as well as depending on the particular circumstances of the case. In practice, property law is significant for assignments (→ PART C III. 3.1), the use of a patent as security (→ PART C III. 3.2), jointly held patents (→ PART C III. 3.3), and licenses (→ PART C III. 3.4).


   3.1 Assignments of EP-UEs


  A first fundamental principle of German property law is the so-called Bestimmtheitsgrundsatz (Principle of Clarity and Definiteness). To assign an EP-UE with legal effect, the patent must be so clearly identified that, from the perspective of a third party, there are no doubts as to its identity. It is possible to assign patents in advance of their coming into existence, provided that they are so clearly identified that, at the time of transfer, no third party has any doubt as to their identity.


  There are no formal requirements; in particular, the assignment does not have to be in writing. 


  An assignment can be limited to a share of the patent, creating joint ownership of the entire patent (→ PART C III. 3.3); because the EP-UE is a unitary right, such assignment of a co-ownership share must be for the entirety for all EP-UE States (→ PART C III. 2.3.1).


  A patent cannot be acquired in good faith from a person who is not the actual owner of the patent, even if such a person is registered as the owner.


   3.2 Providing EP-UEs as Security


  EP-UEs can be encumbered by security rights. German property law provides an enumerative catalogue of particular security rights which differ, for example, with regard to the rights of the creditor in case of default. This means that one cannot contractually create a new security right and the freedom to further shape the statutory security rights is very limited. To ensure that the commercial objectives are realized, it is therefore important, for example, to model the security agreement to a particular statutory security right which provides the creditor with the desired exploitation rights in case of the debtor's default.


   3.3 Joint Ownership of EP-UEs


  Joint ownership of a patent can arise from a joint application or a subsequent assignment of a share in the patent. Under German property law, joint owners are regarded in most cases as a community of share-owners (Bruchteilsgemeinschaft) in accordance with Sections 741 et seq. German Civil Code. Under these provisions, each co-owner can make use of the patented technology (i.e. manufacture, offer, sell, etc. products covered by the patent). Generally, a co-owner making use of the patented technology does not have to compensate the other co-owner(s), but there are exceptions. Whether a co-owner can validly grant a license to a third party without the consent of the other co-owners is under debate. A co-owner can, however, assign its share in the patent (along with the associated right to use it) to a third party, in principle without the consent and without a pre-emptive right of the other co-owners. Each co-owner can request the dissolution of the community of share-owners, in which case the jointly held patent must be jointly sold. This may give each co-owner considerable leverage because a sale to a third party may be contrary to the clear interests of the other co-owner(s).


   3.4 Licenses


  German property law acknowledges exclusive and non-exclusive licenses. Licenses can be limited to certain territories (as is also permitted under the EP-UE Regulation907) and to certain uses. Granting a license does not require a written agreement.


  For many years now, it has been intensely debated by legal commentators and the judiciary whether not only exclusive licenses but also non-exclusive licenses constitute an in rem right, i.e. a right which is not merely contractual but constitutes a property right of the licensee. Several recent decisions, but not all, acknowledge a non-exclusive license as a property right. The discussion and case law are currently very much in flux, and it will therefore be important to follow the legal developments particularly closely in this regard. As an example of the importance of this question, a first-instance infringement court held that, under German property law, a non-exclusive license agreement which provides that current and future affiliates shall also be directly licensed is not legally effective with regard to future affiliates. The court categorized the non-exclusive license as an in rem right and therefore applied the stricter standards of legal representation for the acquisition of an in rem right.908 


  The German Federal Court of Justice (FCJ) recently held that, depending on the particular circumstances, a sublicense can survive the termination of the main license. This means that the patentee may not be able, under all circumstance, to free its patent from all encumbrances by terminating the main license.909


   




  IV. Alternative Dispute Resolution


  1. Arbitration


   1.1 Introduction


  Art. 35 UPCA provides for the establishment of a patent mediation and arbitration centre with seats in Ljubljana and Lisbon. According to Art. 35(3) UPCA, "The Centre shall establish Mediation and Arbitration Rules". By definition, arbitration proceedings provide the parties with a binding award by an ad hoc panel of experts similar to that of a national court. Arbitration proceedings follow procedural rules similar to a national code of civil procedure but allow for a lot more flexibility to adapt the process, timing, filing of writs, etc. to the needs of the parties. Mediation, in contrast, is rather a moderated and well-prepared negotiation where a neutral mediator guides the parties to a settlement, which is enforceable. The approach of the mediator can range from a merely facilitative role to an evaluative stress-testing of the positions at hand. The mediator does not provide the parties with a decision, nor is the mediator conferred the power to hand down injunctions or other legal remedies. (→ PART C IV. 2). Both proceedings have in common that they are confidential and instituted by party agreement.


  While the Mediation Rules were published back in November 2015,910 according to informal information from the Centre, the Arbitration Rules are at the stage of revisions in non-public expert sessions. At the time of writing, the publication date is still unknown. The following Chapter can therefore only provide a basic overview of the system of arbitration, which is established adjacent to the UPC. It is expected that the Arbitration Rules will be based on the existing set of rules by institutions such as WIPO or ICC, which are frequently used for arbitration. We can therefore only make assumptions in this chapter as to the likely form of these Rules.


  The impression among practitioners is that the focus of the Centre in Ljubljana and Lisbon will be mediation which accompanies UPC litigation, rather than arbitration as such. The main reason is that there already are many established arbitration institutions which would remain equally if not more attractive in disputes involving an EP-UE. In addition, the motivation to resort to the UPC may be similar to the motivation to resort to arbitration. Both provide a dispute resolution procedure with cross-border application and provide judges/arbitrators with certain expertise. Arbitration is therefore often seen as an alternative to UPC litigation.


   1.2 Main Advantages of Arbitration


  The number of arbitration proceedings among intellectual property disputes has been increasing in recent years. Arbitration may provide several advantages over national litigation. IP disputes often expand over several jurisdictions, while litigation for a territorial patent right remains national and requires parallel litigation and a coordination effort. In addition, IP disputes tend to be technically complex. In arbitration proceedings, the parties can influence the choice of arbitrators or even select an arbitrator themselves, thereby ensuring that the decision maker has the required expertise. In jurisdictions where patent disputes are less frequent, such as in Eastern or Southern Europe, the lack of experience of the national judges can be a real concern. A further advantage is that arbitration proceedings are confidential. Therefore, in disputes involving, for example, license agreements and the conditions of license agreements, arbitration might be a better choice.


  UPC litigation also involves a single procedure for several markets and aims to provide judges that are well versed in technical or patent matters. However, the single procedure for several markets with the UPC is only available if the parties choose to apply for an EP-UE or do not opt out their European patent.


  For a concise overview and comparison of the main characteristics of alternative dispute resolution, national and UPC proceedings, please refer to the table at the end of this chapter.


   1.3 Constitution of a UPC Arbitration Panel


  Under the current system, if the parties want to submit their cross-border patent conflict to a single arbitration procedure, they need to enter into an arbitration agreement. Therefore, parties participating in arbitration typically have a previous contractual relationship, e.g. a license contract, including an arbitration clause. Where the parties enter a dispute without a previous contractual relationship, an agreement for arbitration will have to be concluded separately. Both types of agreements require that the parties agree to take their dispute to arbitration and determine the institution and the set of rules they would like to govern the arbitration proceedings. The language and the location of the arbitration proceedings should be selected as well.


   1.4 Appointment of Arbitrators


  As we are not currently able to review the applicable Arbitration Rules, the precise mode of appointing arbitrators is presently unknown. Generally, the two options are (i) appointment by the parties or (ii) the appointment by the arbitration institution. Parties can typically choose between having a single arbitrator and a panel of three, where one arbitrator is selected by each party and one by the institution.


   1.5 Location


  To situate the Arbitration and Mediation Centre in Ljubljana and Lisbon was a political decision. If the parties to arbitration want to make use of the facilities of the UPC Arbitration Centre, they can select either of the two locations. However, arbitration often takes place at other locations chosen by the parties, such as the offices of one of the parties or offices of a legal representative of one of the parties. In those cases, the Arbitration Centre would provide the administrative backup and act as the "court clerk" to manage the proceedings and provide a list of arbitrators for selection etc., but actual hearings can take place in any location chosen by the parties.


   1.6 The Arbitrability of Patent Validity


  Whether patent validity is an arbitrable subject matter has been debated across the globe for decades. The reason for this controversy is obvious - a patent is a property right granted by a state authority with effect erga omnes. Since an arbitral award, though enforceable, is by its nature a private affair, an arbitrator cannot hand down an award with an effect erga omnes. An arbitrator seeking to invalidate a legal title conferred by a public authority, such as an EP-UE, would arguably exceed its competence. An award declaring an EP-UE invalid could only apply between the two parties – and thereby not have the same effect as state court invalidity proceedings.


  Despite the autonomy of the parties to design and determine the framework of the arbitration proceedings, the question of whether the subject matter of the dispute is arbitrable per se is determined by the law of the jurisdiction where the arbitration is held. The 'objective arbitrability' determines whether a legal matter is suitable for resolution by arbitration or whether there are public policy concerns which reserve the topic specifically for national courts. While in the US patent validity is indeed arbitrable by law, European jurisdictions have in the past been divided over the arbitrability of patent validity.911 For example, German courts and scholars have interpreted Sec. 1030 German Code of Civil Procedure as excluding patent disputes involving the question of validity.


  Art. 35 para. 2 UPCA explicitly states:


  The Centre shall provide facilities for mediation and arbitration of patent disputes falling within the scope of this Agreement. Article 82 shall apply mutatis mutandis to any settlement reached through the use of the facilities of the Centre, including through mediation. However, a patent may not be revoked or limited in mediation or arbitration proceedings.


  (emphasis added)


  It seems clear from the above sentence that patent validity will not be arbitrable. This seems surprising for an arbitration court that has been set up specifically for patent disputes which typically involve questions of patent validity, if not as the main issue then in the context of a revocation defense. For the sake of completeness, it is worth noting that the conflict between the private interest to resolve a patent dispute and the public policy interest to preserve a state-granted title has, in the past, been resolved mainly in two different ways, as outlined in the following.


  First, the arbitration award could be provided by a state institution and can then be turned into a state document that invalidates the patent title when specific requirements are fulfilled. In Switzerland, for example, the arbitration award can be certified by a national court and receive erga omnes effect, at least as long it concerns a Swiss patent or the Swiss part of a European patent. However, invalidation in this way is not possible for foreign patents where such matters are not considered arbitrable, e.g. German patents.


  Alternatively, similar to the US/UK approach, national law may permit an arbitration panel to rule on patent validity but to restrict the effect inter partes. The ruling declaring invalidity is then similar to a waiver of its patent rights or to a non-assert commitment toward the other party.


  In practice, arbitration panels have at times dealt with patent validity as a "prerequisite" to be able to answer the contractual or infringement matters deriving from the patent, thereby taking a position without arguably challenging the national jurisdiction on the matter.912


  It remains to be seen whether the UPC arbitration panel will also begin to develop ways around the clear limits of Art. 35 para. 2 UPCA over time.


   1.7 Arbitrability of IP Rights other than EP-UEs


  The question remains as to whether disputes covering IP rights other than the EP-UE can be submitted to the Centre via an arbitration clause. It is arguable that it should at least be possible to include other patent rights in the dispute besides the EP-UE or EP. For example, if the dispute concerns a patent that also has members of the same patent family in the US, it may be desirable that the arbitral award also covers the US patents. Whether disputes dealing only with e.g. a US patent could also be brought before the UPC Arbitration Centre is currently unclear and will have to be resolved by the Arbitration Rules. If patents other than EP or EP-UE patents are involved in the dispute, this would have an impact on the rules governing the enforcement etc., as will be discussed below.


   1.8 Preliminary Injunctions


  Preliminary measures are rarely used in arbitration proceedings. The reason for this might be that the parties are usually in a contractual relationship and do not have a need to stop the types of action of a party imminently, as may occur in a patent infringement action. Nonetheless, preliminary injunctions are provided for in many arbitration rules.913 As preliminary measures are usually not granted ex parte, the emergency arbitrator that would have to be instituted for this purpose would have to be appointed by one of the parties or by the institution itself. The latter is more frequent as it guarantees a certain neutrality in the decision-making process.


   1.9 Enforcement


  An arbitral award is generally enforced according to the rules of the New York Convention.914 One of the specifics of commercial arbitration is that there is no appeal instance and the arbitral award is enforceable worldwide, at least when the country where the enforcement takes place has signed the New York Convention.


  According to the second sentence of Art. 35(2) UPCA, upon enforcement, Art. 82 UPCA shall apply mutatis mutandis to "any settlement reached through the use of the facilities of the Centre, including through mediation". The wording of the provision is now slightly ambiguous as it is not entirely clear if the words "settlement reached through the use of the facilities of the Centre" would cover an arbitral award. It may be a fair assumption, however, to assume that the term "settlement" would also cover any arbitral award, as it does not seem reasonable to distinguish between a settlement and any other kind of arbitral award as regards the rules of enforcement. The regime of Art. 82 UPCA is explained in more detail in (→ PART C I. 5 and → PART C II. 9.8) of this book.


  Arbitral awards obtained by any other institutions such as WIPO or IIC are, in all likelihood, not going to be enforceable according to Art. 82 UPCA, but they would still be covered by the New York Convention. The same applies, for example, to awards by the UPC Centre that cover US patents. In such a case, details would have to be stipulated in the arbitration rules. The current understanding, however, is that for enforcement in the US, for example, the parties would have to rely on the New York Convention.
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  2. Mediation


   2.1 Introduction


   2.1.1 Basic Principles of Mediation


  Mediation is one of several alternative dispute resolution ("ADR") procedures to solve inter partes disputes outside of ordinary courts. Mediation proceedings are ideally conducted in the early stage of a dispute, for example when talks and negotiations between parties have failed but initiating court proceedings seems premature and too severe. Having said that, mediation proceedings can also be considered for settlement if court proceedings are already pending.


  Mediation proceedings involve a neutral third party, namely the mediator, guiding the conflicting parties through a well-structured dispute-resolution procedure that involves a number of distinct phases. The main role of the mediator is to support the parties to find and develop a self-determined, amicable and sustainable solution to their dispute. It is not the mediator's role to give any legal opinion or advice, nor to decide on the merits of the case. The mediator is not authorized to decide on the dispute or impose a settlement. To the contrary, the idea of mediation proceedings is to enable the parties to themselves develop and agree on a settlement.


  Mediation proceedings are conducted in private settings, only involving the conflicting parties and the mediator. Hence, such proceedings can be flexibly planned and arranged between the parties and are non-public and fully confidential. This also means that mediation proceedings can be relatively quick and cost-efficient in comparison to court-like proceedings. For example, depending on the availability and efficiency of the parties, mediation proceedings can be started within a couple of days after agreeing to conduct mediation and be finished after just a few mediation sessions, the whole process lasting a few days or weeks. Further contributing to the attractiveness of mediation proceedings is the fact that basically any matter of dispute can be made a topic of the mediation. Unlike in court proceedings, the means of settlement are not prescribed by a legal claim basis. Hence, the conflicting parties can quite creatively and freely identify and agree on the means to settle their dispute. If an amicable settlement is found during the mediation, it is normally codified in a settlement agreement or at least a term sheet, the first typically being an enforceable private law contract. In an ideal scenario, the settlement found then represents a "win-win situation" for both parties. Therefore, contrary to in-court proceedings, none of the parties loses and has a decision forced upon it against its will. Hence, good relations between the conflicting parties can be preserved beyond the mediation proceedings.


  In conclusion, mediation can be seen as voluntary supervised negotiations between conflicting parties moderated by a mediator as a neutral third person. The aim is to facilitate party discussions and find an amicable and sustainable settlement originating from the parties themselves.


   2.1.2 Mediation and the UPC


  Alternative dispute resolution procedures for settling disputes, such as mediation and arbitration, have the potential to relieve ordinary courts and to accelerate dispute resolution. Art. 79 UPCA prescribes that the conflicting parties may conclude their case by way of settlement at any time in the course of proceedings.


  Patent dispute mediation and arbitration are addressed in the previously mentioned Art. 35 UPCA, which mainly contains provisions regarding the patent mediation and arbitration centre (the "Centre"). Hence, the respective legal provisions of the UPCA recognize the relevance of dispute settlement and even provide a specific centre to be established for support with respect to perhaps the most prominent two alternative dispute resolution procedures, namely mediation and arbitration.


  According to Art. 35(3) UPCA, the Centre shall establish mediation and arbitration rules. Mediation rules were already drafted and published a while ago915 and will be briefly discussed below.


   2.2 UPC Mediation Rules


   2.2.1 Mediation Principles


  As outlined above, typical mediation procedures follow a distinct structure and have some fundamental principles both with respect to the procedure itself and the role of the mediator. 


  Arts. 7 and 11 Mediation Rules outline the role and the duties of the mediator and the conduct of the mediation. Key elements therein are that the mediator is a neutral, impartial, and independent third person without any conflict of interests and who must not have been previously involved in the issues under dispute. Regarding the mediation procedure, a key feature is that the mediation proceedings are in the hands of the parties. Each party shall cooperate in good faith with the mediator to find a settlement.


  What is perhaps most noteworthy is that Art. 11(2) Mediation Rules allows the mediator to make proposals for dispute resolution upon consensual wishes of the parties. Whether or not the role of the mediator permits such conduct is sometimes seen critically among mediators. The UPC Mediation Rules, however, do allow for this, thus giving the mediator a tool to react if the parties struggle on their way to settlement, in particular in the prescribed solution-finding-phase of the mediation. The Mediation Rules, however, also clarify that the mediator of course has no authority to impose a settlement on the parties,916 which is perfectly in line with the basic principle of self-determined settlement inherent to mediation procedures.


   2.2.2 Outline of the Mediation Procedure


  Mediation proceedings before the Centre are initiated upon written request by all parties jointly or by only one of the parties that is to be submitted to the Centre. Art. 3(2) Mediation Rules outlines the contents of such a request. For the request to become effective, an administrative fee must also be paid to the Centre. Deficiencies in the request can be remedied within a time limit set by the Centre, but otherwise the request is deemed to have been withdrawn. However, this has no prejudicial effect and a fresh request can be filed at a later date. The date of receipt of the request constitutes the date of commencement of the mediation proceedings, which has significance for the suspension of limitation periods according to Art. 14 Mediation Rules.


  Should the request for mediation not be filed jointly by the parties, the Centre will inform the other parties about the request and give them a period of 15 days from receipt of the information letter to respond. Once the Centre has received a positive response agreeing to mediation, the process of appointing a mediator as outlined in Art. 6 Mediation Rules is started. Accordingly, the parties are free to select and appoint a mediator by any procedure. However, the Centre does provide support in that process by recommending five suitable candidates from its own mediator list. The parties are then given one month to agree on the appointment of the mediator, who may also be a person not on the list recommended by the Centre. If the parties cannot agree on a mediator, the Centre can then appoint one after consulting with the parties.


  After the appointment of the mediator, the actual mediation process begins and is then in the hands of the parties. The conflicting parties are free to select a place for the mediation, the language of the mediation and the mediation itinerary. Representatives of the parties can also be part of the mediation process and their details should be communicated to the other parties and the Centre immediately after the appointment of the mediator. According to the Mediation Rules, the mediation process shall not exceed three months starting from the date of the appointment of the mediator, which is illustrative of the possible conciseness of mediation proceedings in general. This period can be extended if all parties agree. Upon expiry of the period of 12 months from the date of the appointment of the mediator, the mediation process can also be terminated. Art. 12 Mediation Rules sets out further termination scenarios which end the suspension of limitation periods. Ideally, mediation proceedings are terminated via an amicable settlement between the parties. However, since mediation proceedings are fully voluntary and self-determined by the parties, they can also be terminated without any settlement.


  Unless it is otherwise agreed upon by the parties, it is common to divide the "external" costs for mediation proceedings equally between the parties. This is also defined in Art. 17(4) Mediation Rules. Mediation proceedings before the Centre incur a non-refundable registration fee, the fees of the mediator, and expenses of the Centre and the mediator, as well as the parties' own costs and expenses (such as for legal counselling and representation). Normally each party bears its own costs and expenses. The fee schedule of the Centre is still to be confirmed. In general, however, mediation proceedings are in most cases less cost intensive than full court proceedings. This is mostly due to the lack of court fees and the conciseness and reduced complexity of the proceedings.


   2.2.3 Role of the Centre


  The functions of the Centre are outlined in Art. 35 UPCA and include the provision of facilities for mediation and arbitration, the establishment of mediation and arbitration rules and the creation of a list of mediators and arbitrators. The Mediation Rules provide further details with respect thereto. Art. 2 therein specifies that the Centre offers support in the settlement of disputes relating to European patents and European Patents with Unitary Effect for which the UPC is exclusively competent.


  The Centre essentially acts as an intermediary between the mediation parties, i.e., the conflicting parties and the mediator. This includes the reception and dissemination of necessary written communications917, the appointment of a mediator if needed918, handling financial matters919, and overseeing the mediation procedure as a whole, including respective time limits920. It is currently understood that the Centre may therefore mainly provide an administrative basis for UPC-related mediation and arbitration but assume no liability921.


   2.3 Interrelation between UPC Proceedings and UPC Mediation


   2.3.1 General Implementation


  Mediation proceedings may or may not accompany court proceedings. It is often helpful, but not a necessity, to conduct mediation proceedings before taking the next step of initiating a lawsuit, which can be seen as somewhat intensifying a dispute. Court proceedings may also be "paused" to allow for an attempt to find a solution by means of "intermediate" mediation proceedings.


  The legal provisions of the UPCA are not very explicit when it comes the Centre and practical performance of mediation in the UPC-system. The respective legal provisions922 suggest that mediation before the Centre will be independent of any actual proceedings before the UPC since no reference is made to any such court "proceedings". Hence, mediation proceedings before the Centre can be initiated independently of whether there is or will be a related UPC lawsuit. This corresponds with mediation proceedings ideally being an early measure to settle disputes and avoid court proceedings altogether before the UPC. It would indeed not be reasonable to limit UPC-related mediation only to cases where proceedings before the Court are already pending or to even require initiation of court proceedings in order to have access to mediation. Mediation before the Centre can thus be independent of proceedings before the UPC but may also be part of settlement attempts parallel to UPC proceedings.


   2.3.2 Court Integrated Mediation


   2.3.2.1 General


  Despite mediation proceedings and the Centre itself not being tied to pending proceedings before the Court, they are still meant to play a role in such proceedings. Provision for this is made in Art. 79 UPCA, which gives the parties of proceedings before the Court the option to conclude their case by way of settlement. Rule 11(1) RoP encourages the court to propose that the parties make use of the facilities provided by the Centre to settle the dispute.


  Art. 52(2) UPCA additionally prescribes that, in the interim procedure, especially at an interim conference according to Rule 11(1) RoP, the judge-rapporteur shall explore with the parties the possibility of settlement including through mediation and/or arbitration through the Centre. If a settlement is found, the judge-rapporteur shall be informed and, upon request, the court can confirm the settlement by an enforceable court decision and decide on costs923.


  Consequently, when it comes to UPC proceedings, mediation through the Centre is a relevant and integrated procedure. However, since an important basic principle of mediation proceedings is that they are voluntary, there is no obligation for the parties to agree on mediation proceedings in the first place. There are therefore no procedural sanctions or disadvantages if parties decide against conducting mediation proceedings or decide to terminate them without settlement.


   2.3.2.2 Effects on Court Proceedings


  

    	Rule 11(1) RoP and Art. 14 Mediation Rules prescribe that limitation periods are stayed until the end of the mediation proceedings and continue once the mediation proceedings are terminated. Rule 11(1) RoP mentions that parties who choose mediation to settle their dispute are not subsequently prevented from initiating court proceedings in relation to that dispute. Hence, mediation proceedings have no foreclosure effect.


    	According to Art. 14(3) Mediation Rules, the parties of mediation proceedings are not to bring or actively continue any judicial, arbitral, or similar proceedings to a dispute which is subject to pending mediation proceedings at the Centre, although applications for interim measures are not precluded. This would imply that, in the case of pending proceedings before the UPC, the parties would need to be inactive in said proceedings as long as the mediation proceedings are pending. However, it seems that the UPCA does not contain any explicit legal provision providing for a stay of the UPC proceedings whilst the parties attempt to find a settlement. Nevertheless, Rules 295(d) and (l) RoP potentially provide a basis for a stay, or, the conflicting parties could possibly jointly request a stay as a precautionary measure.


    	Rule 11(3) RoP and Art. 15 of the Mediation Rules highlight the confidential nature of settlement negotiations and mediation. Accordingly, most documents and statements made by the parties in the process of settling the dispute are by default barred from being used in subsequent or ongoing court proceedings. The mediator may also refuse to give evidence with respect to any aspect of the mediation proceedings.


    	Finally, Rule 370(9) RoP provides a financial incentive for settlement. Specifically, the party liable for the court fees will be reimbursed by up to 60% if there is a settlement before the closure of the written procedure. A reimbursement of 40% is available in the case of settlement before the closure of the interim procedure and reimbursement of 20% for settlement before the closure of the oral procedure.


  


   2.3.3 Scope of Mediation and Patent Validity


  In general, mediation proceedings are not limited as regards the issues and topics that can be addressed. Art. 35(2) UCPA and Art. 2(1) Mediation Rules hint that UPC-related mediation proceedings can deal with patent-related disputes within the framework of the UPC Agreement. In particular, Art. 2(1) Mediation Rules refers to Art. 32 UPCA, which in turn lists a number of types of action for which the UPC has exclusive competence. That list could provide a first guideline with respect to topics of dispute open to mediation proceedings. 


  However, both Art. 35(2) UCPA and Art. 2(2) Mediation Rules make it very clear that the underlying patent in a dispute may not be revoked or limited in mediation proceedings. This is understandable since the whole or partial invalidation or limitation of a patent, as with the grant of a patent in the first place, is a sovereign act which is not open to the parties. However, the parties can still indirectly address and shape the effects on a patent under dispute, for example by the patentee acceding in the settlement agreement to relinquish the patent, let it lapse, initiate limitation proceedings, or not to enforce it inter partes.


   2.3.4 Enforcement


  Art. 35(2), sentence 2, UPCA and Art. 20 Mediation Rules both stipulate that Art. 82 UPCA, which defines that decisions and orders of the UPC are enforceable in any contracting Member State, also applies to any mediation settlement reached through use of the facilities provided by the Centre or administered by the Centre. According to Rule 11(2) RoP, upon request by the parties, the UPC shall confirm the settlement terms and decide on costs.


  Hence, a mediation settlement reached with the involvement of the Centre is equivalent to a decision or order of the UPC and thus enforceable in any contracting Member State through national enforcement procedures. This is then different to conventional mediation settlement agreements, which are typically shaped as private-law contracts that are only enforceable once decided on in court proceedings.


   2.4 Summary for Practice


  In general, mediation proceedings are a useful tool for settling disputes outside court, in particular if the parties are still willing to talk to each other and to compromise, if needed. Mediation proceedings are usually shorter, more flexible, more party-determined, and less expensive than full court proceedings. Mediation proceedings can be flexibly initiated before and during court proceedings. If a settlement agreement is found, it normally represents a "win-win situation" and can thus preserve good relations between the conflicting parties. How mediation in connection with the UPC and the Centre will develop and what significance it will have in practice remains to be seen.


  At least for the reasons outlined above, when it comes also to IP dispute resolution and conflict management, it is worthwhile considering mediation proceedings – especially early on, once a conflict situation arises.
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  Footnotes


  

    	[←1]


    	

       An important exception are EPO oppositions, which can only be instituted within nine months after grant.


    


  


  

    	[←2]


    	

       The abbreviation EP-UE is used in this book, mainly because it expresses the EP-UE’s root in a European Patent (EP) better than the also common abbreviation “Unitary Patent” or “UP”.


    


  


  

    	[←3]


    	

       When the required minimum of states had signed and consented to be bound to the Protocol to the Agreement on a Unified Patent Court on provisional application (PPA).


    


  


  

    	[←4]


    	

       AT, BE, BG, DE, DK, EE, FI, FR, IT, LT, LU, LV, MT, NL, PT, SE, SI.


    


  


  

    	[←5]


    	

       www.unified-patent-court.org.


    


  


  

    	[←6]


    	

       For details see the Abbreviations section.


    


  


  

    	[←7]


    	

       www.hoffmanneitle.com/upc-cost-calculator.


    


  


  	[←8]
	 Art. 18(6) EP-UE Regulation.




  

    	[←9]


    	

       The latter is being controversially discussed. The Preparatory Committee, which is tasked with preparing the establishment of the court, recently pronounced its view that the UPCA did not intend to harmonize substantive patent law as applied by the national courts when enforcing European patents during the transitional period. The Preparatory Committee did however acknowledge that this legal question must eventually be decided by the national courts (Note of January 29, 2014, www.unified-patent-court.org/news).


    


  


  

    	[←10]


    	

       Although Article 83 (1) UPCA, which stipulates the shared competence, only mentions infringement and invalidation actions, it is widely agreed that this provision must be interpreted more broadly. It will have to be decided by the national courts whether the national courts’ non-exclusive competence extends to only some or to all of the other actions listed as actions for which the UPC has exclusive competence in principle.


    


  


  

    	[←11]


    	

       Rule 5(1)(b) RoP.


    


  


  

    	[←12]


    	

       The wording („for which the European patent has been granted“) implies that an application for an opt-out must also be made with respect to national parts of the EP that have not been validated or which have lapsed in the meantime, and thus also by the respective proprietors of such national parts.


    


  


  

    	[←13]


    	

       Confusingly, the definition in Rule 8(5)(a) RoP is limited to national patent registers in UPC Member States where the patent has been validated; this leaves open who is the “proprietor” in a state which does not meet either or both conditions, and who according to Rule 5(1) must jointly apply for the opt-out.


    


  


  

    	[←14]


    	

       See → PART B II.


    


  


  

    	[←15]


    	

       See → PART B I.


    


  


  

    	[←16]


    	

       See → PART C I. 7.


    


  


  

    	[←17]


    	

       Even if the European patent is in force in the UPC Member State where the evidence is located, the court practice of that country may still render an effective inspection difficult or impossible so that requesting an inspection order before the UPC is the only viable option. 


    


  


  

    	[←18]


    	

       FCJ, decision of December 5, 2006, X ZR 76/05 – Simvastatin.


    


  


  

    	[←19]


    	

       → PART B III. 2.2.


    


  


  

    	[←20]


    	

       Art. 29(1) Brussels Ia Reg.


    


  


  

    	[←21]


    	

       Art. 35 Brussels Ia Reg.


    


  


  

    	[←22]


    	

       Art. 7 No. 3 Brussels Ia Reg.


    


  


  

    	[←23]


    	

       The EU has no common official language. Patents are, to some extent, official documents certifying that their owners have certain rights against others. Thus, the political question is whether official documents can be allowed to only exist in a foreign language that a domestic defendant might possibly not understand.


    


  


  

    	[←24]


    	

       At the time of writing, all EU Member States except for Spain, Poland, and Hungary aim to implement the EU Patent Package for their territories, though several countries including the Czech Republic, Slovakia, Ireland and Greece have not yet started the ratification process.


    


  


  

    	[←25]


    	

       The validation will be deemed not to have taken effect (Art. 4(2) EP-UE Reg.).


    


  


  

    	[←26]


    	

       Arts. 84, 85 and 89 UPCA.


    


  


  

    	[←27]


    	

       The status of the ratification can be found at www.consilium.europa.eu/en/documents-publications/treaties-agreements/agreement/?id=2013001.


    


  


  

    	[←28]


    	

       See UPCA Annex I and Art. 40(2) UPCA.


    


  


  

    	[←29]


    	

       Regulation (EU) No 1257/2012 of December 17, 2012, implementing enhanced cooperation in the area of the creation of unitary patent protection.


    


  


  

    	[←30]


    	

       Regulation (EU) No 1260/2012 of December 17, 2012, implementing enhanced cooperation in the area of the creation of unitary patent protection with regard to the applicable translation arrangements.


    


  


  

    	[←31]


    	

       Decision of April 16, 2013 in the joined cases C-274/11 and 295/11.


    


  


  

    	[←32]


    	

       Art. 18(1) EP-UE Reg.


    


  


  

    	[←33]


    	

       Art. 18(2) EP-UE Reg. and Art. 7(2) Translation Reg.


    


  


  

    	[←34]


    	

       Based on the 2020 purchase power parity figures from the CIA factbook, https://www.cia.gov/library/publications/the-world-factbook.


    


  


  

    	[←35]


    	

       Art. 2(a) EP-UE Reg.


    


  


  

    	[←36]


    	

       Art. 18(2) EP-UE Reg.


    


  


  

    	[←37]


    	

       Art. 89(2) UPCA.


    


  


  

    	[←38]


    	

       Art. 4(1) EP-UE Reg.


    


  


  

    	[←39]


    	

       Art. 3(2) EP-UE Reg. However, the EP-UE may be licensed in respect of the whole or part of the territories of the EP-UE States (→ PART C III. 2.3.1).


    


  


  

    	[←40]


    	

       Art. 3(3) EP-UE Reg.


    


  


  

    	[←41]


    	

       Decision SC/D 1/15 of the Select Committee of the Administrative Council of December 15, 2015 and as last amended by decision of the Select Committee of the Administrative Council of March 23, 2022.


    


  


  

    	[←42]


    	

       Decision SC/D 2/15 of the Select Committee of the Administrative Council of December 15, 2015.


    


  


  

    	[←43]


    	

       Rule 4 UPP Rules.


    


  


  

    	[←44]


    	

      Note that these are the EU Member States participating in the enhanced cooperation to create unitary patent protection; some of the EU Member States which originally participated in the enhanced cooperation may not (sign and) ratify the UPCA any time soon and thus will not become UPC Member States and, as a consequence, EP-UE States, i.e. the EP-UE will not have effect in those countries (→ PART C I. 1.3). For an overview on the different EPC countries and their participation see the Annex (→ PART D I).


    


  


  

    	[←45]


    	

       While Rule 5 UPP requires the same set of claims in the Participating Member States, it cannot be excluded that by the time the patent is granted, one or more further EU Member States have become Participating Member States, or even – albeit much less likely – further EPC Member States may have joined the EU and become a Participating Member State.


    


  


  

    	[←46]


    	

       See the explanations provided in Section 44 of the Unitary Patent Guide published by the EPO (1st edition, August 2017).


    


  


  

    	[←47]


    	

       These are the countries where the EP-UE will have territorial effect, i.e. Participating Member States which also ratified the UPCA.


    


  


  

    	[←48]


    	

       As set forth in Rule 22(1) UPP Rules, re-establishment of rights is only available if a patentee was unable to observe a time limit in spite of all due care required by the circumstances. 


    


  


  

    	[←49]


    	

       Should the request for unitary effect be rejected by the EPO since at least one of the requirements of UPP Rules 5(2) or 6(2) UPP Rules was not met, the decision can be appealed before the Unified Patent Court in accordance with Rule 97 RoP.


    


  


  

    	[←50]


    	

       The usual time limit for the traditional validation with the national patent offices is three months after the publication of mention of grant. A request for unitary effect must, however, be filed within one month after the publication of mention of grant.


    


  


  

    	[←51]


    	

       Decision of the President of the EPO dated December 22, 2021 concerning the forthcoming introduction of the Unitary Patent and the possibility of requesting a delay in issuing the decision to grant a European patent in response to a communication under Rule 71(3) EPC; Notice from the EPO dated December 22, 2021 concerning the forthcoming introduction of the Unitary Patent and the possibility of requesting a delay in issuing the decision to grant a European patent in response to a communication under Rule 71(3) EPC; Decision of the President of the European Patent Office dated November 11, 2022 concerning the forthcoming introduction of the Unitary Patent and the possibility of requesting a delay in issuing the decision to grant a European patent in response to a communication under Rule 71(3) EPC, advance publication of November 14, 2022 for the Official Journal of the EPO.


    


  


  

    	[←52]


    	

       Notice from the EPO dated December 22, 2021 concerning the forthcoming introduction of the Unitary Patent and the possibility to file early requests for unitary effect; Notice from the European Patent Office dated November 11, 2022 concerning the forthcoming introduction of the Unitary Patent and the possibility to file early requests for unitary effect, advance publication of November 14, 2022 for the Official Journal of the EPO.


    


  


  

    	[←53]


    	

       See also https://www.epo.org/law-practice/unitary/unitary-patent/transitional-arrangements-for-early-uptake.html.


    


  


  

    	[←54]


    	

       See also EPO Unitary Patent Guide; 1st edition, August 2017, Sections 11 to 15.


    


  


  

    	[←55]


    	

       Art. 86(2) EPC and Rule 13(1) UPP Rules.


    


  


  

    	[←56]


    	

       Reason: the mention of grant was published in the 6th patent year starting from October 6, 2024.


    


  


  

    	[←57]


    	

       Art. 2(1) No. 2 UPP Fee Rules.


    


  


  

    	[←58]


    	

       See https://www.epo.org/law-practice/unitary/unitary-patent/cost.html.


    


  


  

    	[←59]


    	

       Example: the mention of grant is published on October 7, 2024 and the filing date is October 8, 2017. In this constellation, renewal fees for the EP-UE would fall due on October 31, 2024.


    


  


  

    	[←60]


    	

       For example, Arts. 99-105b EPC.


    


  


  

    	[←61]


    	

       Art. 139(2) EPC.


    


  


  

    	[←62]


    	

       Art. 138(3) EPC.


    


  


  

    	[←63]


    	

       Art. 4 Translation Regulation.


    


  


  

    	[←64]


    	

       Arts. 6(1), (3) and (5) Translation Regulation.


    


  


  

    	[←65]


    	

       Art. 6(1) Translation Regulation.


    


  


  

    	[←66]


    	

       Rule 6(1) UPP Rules.


    


  


  

    	[←67]


    	

       Art. 6(2) Translation Regulation.


    


  


  

    	[←68]


    	

       Quite the opposite: In view of the translation costs and renewal fees as well as the risk of losing a valuable patent owing to only one UPC decision, it is speculated that, at least in the beginning, only a small fraction of patentees will actually use the EP-UE.


    


  


  

    	[←69]


    	

       For completeness, while applicants can strive to obtain for the same invention a national patent and a European patent, many European laws have provisions limiting the enforceability of the national patents (→ PART C I. 7.2.2 and → PART C I. 7.4). In German court proceedings, the practical relevance of these provisions is not very high, however. For important inventions, applicants could, for example, apply for a German national patent as a fall-back position, should the UPC revoke the European patent.


    


  


  

    	[←70]


    	

       These prohibitions are based on Art. 139(3) EPC.


    


  


  

    	[←71]


    	

       According to Art. 65 EPC, EPC Member States may prescribe that the patentee must supply to its central industrial property office a translation of the patent as granted in one of its official languages.


    


  


  

    	[←72]


    	

       Art. 4(2) EP-UE Reg.


    


  


  

    	[←73]


    	

       See http://www.epo.org/law-practice/legal-texts/london-agreement.html.


    


  


  

    	[←74]


    	

       London Agreement Contracting States and EU Member States: BE DE DK FI FR HR HU IE LU LT LV NL SE SI; Non-EU Member States that have signed the London Agreement: AL CH GB IS LI MC MK NO.


    


  


  

    	[←75]


    	

       Arts. 139(3) and 140 EPC.


    


  


  

    	[←76]


    	

       For an overview of the legal situation in 17 UPC Member States, see the below table in section 7.4.


    


  


  

    	[←77]


    	

       Decision of the Enlarged Board of Appeal of the EPO of June 22, 2021, G 4/19.


    


  


  

    	[←78]


    	

       Art. 4(2) of the EP-UE Reg. and the respective implementing legislation in the EP-UE States.


    


  


  

    	[←79]


    	

       Act on International Patent Treaties (Gesetz über internationale Patentübereinkommen) of June 21, 1976 (Federal Law Gazette 1976 II p. 649), last amended by Article 1 of the Act of August 20, 2021 (Federal Law Gazette I p. 3914).


    


  


  

    	[←80]


    	

       Publication of the Bundestag 18/8827, Draft act on the adaptation of patent law provisions due to the European patent reform (Entwurf eines Gesetzes zur Anpassung patentrechtlicher Vorschriften auf Grund der europäischen Patentreform), June 20, 2016, 18.


    


  


  

    	[←81]


    	

       Explanatory Memorandum to the draft Act on International Patent Treaties in BlPMZ 1976, Art. II § 8, 322, 327 on Art. II § 8.


    


  


  

    	[←82]


    	

       Kühnen, Handbuch der Patentverletzung, 14th Ed. 2022, E.III.1.


    


  


  

    	[←83]


    	

       Act on the adaptation of patent law provisions due to the European patent reform (Gesetz zur Anpassung patentrechtlicher Vorschriften auf Grund der europäischen Patentreform), Federal Law Gazette 2021 Part I 59, August 30, 2021.


    


  


  

    	[←84]


    	

       Art. II § 8(1) IntPatÜG.


    


  


  

    	[←85]


    	

       Art. II § 18(1) No. 2 IntPatÜG.


    


  


  

    	[←86]


    	

       Art. II § 18(1) No. 3 IntPatÜG.


    


  


  

    	[←87]


    	

       This situation is not addressed in the reasoning of the legislator (Fn. 79).


    


  


  

    	[←88]


    	

       See Fn. 79.


    


  


  

    	[←89]


    	

       Art. II § 18(1) IntPatÜG. Pursuant to Art. II § 18(2) IntPatÜG, the court may order that the hearing be stayed until the proceedings before the UPC have been concluded. According to the reasoning of the legislator, this provision applies in particular to the case where it is not yet definitely established that all prerequisites of the objection apply. This seems to be a rare scenario.


    


  


  

    	[←90]


    	

       Art. II § 18(3) IntPatÜG.


    


  


  

    	[←91]


    	

       Art. II § 18(4) IntPatÜG.


    


  


  

    	[←92]


    	

       Provided no national action has been initiated.


    


  


  

    	[←93]


    	

       Art. II § 8(1) IntPatÜG.


    


  


  

    	[←94]


    	

       Art. II § 18 IntPatÜG.


    


  


  

    	[←95]


    	

       Section 5 of the German Utility Model Act. The branching off is possible before the expiry of two months after the end of the month in which the patent application with effect in Germany is concluded (i.e. has ceased to be pending) or opposition proceedings, if any, are completed. Moreover, the branching off is possible no longer than ten years after the filing date of the patent application.


    


  


  

    	[←96]


    	

       Article 4 of the Order No. 2018-341 of May 9, 2018 on the European patent with unitary effect and the Unified Patent Court (Ordonnance n° 2018-341 du 9 mai 2018 relative au brevet européen à effet unitaire et à la juridiction unifiée du brevet) amending Article L 614-13 French Intellectual Property Code. 


    


  


  

    	[←97]


    	

       Brought by Decree-Law no. 110/2018 (DL 110/2018).


    


  


  

    	[←98]


    	

       The first 17 UPC Member States that have ratified the UPC agreement and will participate in the new system from the beginning.


    


  


  

    	[←99]


    	

       Article 6 Regulation (EU) No 1260/2012 of December 17, 2012: After six years, the availability of high-quality machine translations into the official EU languages will be evaluated and, if appropriate, the transitional measure will be terminated. Re-evaluation will take place every two years thereafter, up to the total duration of 12 years maximum, after which the transitional period shall lapse.


    


  


  

    	[←100]


    	

       Art. 5 Translation Regulation. Note that this is independent of whether or not the applicant later requests unitary effect for the European patent.


    


  


  

    	[←101]


    	

      www.hoffmanneitle.com/upc-cost-calculator.


    


  


  

    	[←102]


    	

       One can, however, also find specific constellations where the break-even is three, five or six validation states; it may be quite an artificial example but if the desired minimum territory should be IT, NL, AT, the EP-UE route may be as expensive or even less expensive than national validations. 


    


  


  

    	[←103]


    	

       Here and in the following this is an approximation of the relative loss of commercial activity covered by the national route compared to the EP-UE route, based on GDP and population (which come to very similar results), i.e. 217 million people instead of 356 million and 9.9 trillion GDP instead of 16 Trillion (data source: CIA World Factbook 2020).


    


  


  

    	[←104]


    	

       Regulation (EC) No 469/2009 of the European Parliament and of the Council of May 6, 2009 concerning the supplementary protection certificate for medicinal products.


    


  


  

    	[←105]


    	

       Regulation (EC) No 1610/96 of the European Parliament and of the Council of July 23, 1996 concerning the creation of a supplementary protection certificate for plant protection products.


    


  


  

    	[←106]


    	

       Rule 5(2)d RoP: “For the avoidance of doubt, it is not possible to opt out Supplementary Protection Certificates, whether granted by the authorities of a Contracting Member State or otherwise, based on a European patent with unitary effect”.


    


  


  

    	[←107]


    	

       Romandini, R., Slowinski, P., Wright, G., et al., Study on the legal aspects of supplementary protection certificates in the EU: final report, European Commission, DG Internal Market, Industry, Entrepreneurship and SMEs, Publications Office, 2018, Part Four: Unitary Patent Package and SPCs, Section 21.2.3.1; https://data.europa.eu/doi/10.2873/680006.


    


  


  

    	[←108]


    	

       Art. II § 15(1) in connection with § 6a German Act on International Patent Treaties.


    


  


  

    	[←109]


    	

       Romandini, R., Slowinski, P., Wright, G., et al., 2018, Section 21.2.3.2.


    


  


  

    	[←110]


    	

       COMMISSION STAFF WORKING DOCUMENT (SWD(2015) 202 final) A Single Market Strategy for Europe - Analysis and Evidence, see Sections 3.3.2 and 3.3.3.


    


  


  

    	[←111]


    	

       See also https://ec.europa.eu/growth/industry/strategy/intellectual-property/patent-protection-eu/supplementary-protection-certificates-pharmaceutical-and-plant-protection-products_de.


    


  


  

    	[←112]


    	

       Romandini, R., Slowinski, P., Wright, G., et al., 2018, Section 22.2.2.


    


  


  

    	[←113]


    	

       Romandini, R., Slowinski, P., Wright, G., et al., 2018, Section 22.2.6.


    


  


  

    	[←114]


    	

       Arts. 3(a) and 3(b) of the SPC Regulations.


    


  


  

    	[←115]


    	

       It may not require any further explanation that central MAs in fact also cover the territory of EU Member States such as Poland or Spain which are not UPC Member State.


    


  


  

    	[←116]


    	

       Regulation (EC) No 1107/2009 of the European Parliament and of the Council of October 21, 2009 concerning the placing of plant protection products on the market and repealing Council Directives 79/117/EEC and 91/414/EEC; Arts. 28 et seq., 36(3) and 40.


    


  


  

    	[←117]


    	

       The centralized procedure is compulsory for (i) human medicines containing a new active substance to treat human immunodeficiency virus (HIV) or acquired immune deficiency syndrome (AIDS); cancer; diabetes; neurodegenerative diseases; auto-immune and other immune dysfunctions; viral diseases; and (ii) medicines derived from biotechnology processes, such as genetic engineering; advanced-therapy medicines, such as gene-therapy, somatic cell-therapy or tissue-engineered medicines; orphan medicines (medicines for rare diseases); veterinary medicines for use as growth or yield enhancers.


    


  


  

    	[←118]


    	

       Regulation (EC) No 726/2004 of the European Parliament and of the Council of March 31, 2004 laying down Community procedures for the authorization and supervision of medicinal products for human and veterinary use and establishing a European Medicines Agency; Art. 3(2).


    


  


  

    	[←119]


    	

       See https://www.ema.europa.eu/en/about-us/what-we-do/authorisation-medicines.


    


  


  

    	[←120]


    	

       Romandini, R., Slowinski, P., Wright, G., et al., 2018, Section 2.3.4.2.


    


  


  

    	[←121]


    	

       Von Renesse, Wanner, Seym, Thomaier in GRUR Int. 2016, 1129; Supplementary Protection Certificates with Unitary Effect (“U-SPC”) – a Proposal.


    


  


  

    	[←122]


    	

        Rule 19(7) RoP.


    


  


  

    	[←123]


    	

       Regulation (EU) No 1215/2012 on jurisdiction and the recognition and enforcement of judgments in civil and commercial matters. On December 12, 2012, the European Parliament and the Council of the European Union adopted this recast of the Brussels I Regulation (Brussels Ia Regulation) applicable since January 10, 2015.


    


  


  

    	[←124]


    	

       Convention on jurisdiction and the recognition and enforcement of judgments in civil and commercial matters, passed at Lugano on October 30, 2007.


    


  


  

    	[←125]


    	

       Art. 1(2) UPCA.


    


  


  

    	[←126]


    	

       Art. 71b(1) BR Ia Regulation.


    


  


  

    	[←127]


    	

       Regulation (EU) No 542/2014.


    


  


  

    	[←128]


    	

       Art. 4(1) Brussels Ia Regulation.


    


  


  

    	[←129]


    	

       Art. 63(1) Brussels Ia Regulation.


    


  


  

    	[←130]


    	

       Art. 7(2) Brussels Ia Regulation.


    


  


  

    	[←131]


    	

       Art. 7(5) Brussels Ia Regulation.


    


  


  

    	[←132]


    	

       Art. 8(1) Brussels Ia Regulation.


    


  


  

    	[←133]


    	

       Art. 8(3) Brussels Ia Regulation.


    


  


  

    	[←134]


    	

       Art. 3(a), 32(1) UPCA.


    


  


  

    	[←135]


    	

       This follows from Art. 3(b) UPCA which refers to SPCs “issued for a product protected by a patent” and Art. 2(g) which defines “patent” as meaning “European patent and/or a European patent with unitary effect”.


    


  


  

    	[←136]


    	

       Art. 3(c) and (d), 32(1) UPCA.


    


  


  

    	[←137]


    	

       Art. 3(b), 32(1) UPCA.


    


  


  

    	[←138]


    	

       Art. 32(1)(a) UPCA.


    


  


  

    	[←139]


    	

       Art. 32(1)(a) UPCA.


    


  


  

    	[←140]


    	

       See also Rule 61 RoP.


    


  


  

    	[←141]


    	

       Rule 61(1)(a) and (b) RoP.


    


  


  

    	[←142]


    	

       Art. 33(4) UPCA.


    


  


  

    	[←143]


    	

       Art. 33(6) UPCA.


    


  


  

    	[←144]


    	

       Art. 60(1) UPCA, Rule 199 RoP.


    


  


  

    	[←145]


    	

       Art. 59 UPCA.


    


  


  

    	[←146]


    	

       Art. 62 UPCA is similar to Art. 9 of the Enforcement Directive.


    


  


  

    	[←147]


    	

       Art. 62(1) UPCA.


    


  


  

    	[←148]


    	

       Art. 62(3) UPCA.


    


  


  

    	[←149]


    	

       Art. 63 UPCA.


    


  


  

    	[←150]


    	

       Art. 68(1) UPCA.


    


  


  

    	[←151]


    	

       Rule 10(d) RoP.


    


  


  

    	[←152]


    	

       Rule 119 RoP.


    


  


  

    	[←153]


    	

       Rule 126 RoP.


    


  


  

    	[←154]


    	

       Rule 131(1)(c).


    


  


  

    	[←155]


    	

       Rule 126 RoP.


    


  


  

    	[←156]


    	

       Art. 9 of the EP-UE Regulation.


    


  


  

    	[←157]


    	

       Art. 83(1) UPCA.


    


  


  

    	[←158]


    	

       Art. 34 UPCA.


    


  


  

    	[←159]


    	

       Art. 3(d), 32(1) UPCA.


    


  


  

    	[←160]


    	

       Five years after the entry into force of the UPCA, the Administrative Committee is to carry out a broad consultation with the users of the patent system. The number of EPs and SPCs based on EPs with respect to which actions for infringement or for revocation or declaration of invalidity are still being brought before the national courts as well as the reasons for this and the implications thereof will be surveyed. On the basis of this consultation and an opinion of the UPC, the Administrative Committee may decide to prolong the transitional period by up to seven years, according to Art. 83(5) UPCA.


    


  


  

    	[←161]


    	

       Council document 17539/11 of November 24, 2011, page 5.


    


  


  

    	[←162]


    	

       Cf. Art. 32 UPCA: actions for declaration of non-infringement (lit. b), provisional and proactive measures (lit. c), counterclaims for revocation (lit. e – if applicable), compensation derived from provisional protection (lit. f), relating to prior use (lit. g), compensation for licenses (lit. h), types of action concerning the EPO as listed in Art. 9 Regulation 1257/2012.


    


  


  

    	[←163]


    	

       Art. 25 UPCA et seq. as well Art. 63 (injunction), 64 (corrective measures), 68 (damages) and 72 UPCA (limitation)


    


  


  

    	[←164]


    	

       Tilmann/Plassmann, Unified Patent Protection in Europe (2018), Art. 83 UPCA, margin nos. 20 et seqq. who extend this view even to opted-out patents. 


    


  


  

    	[←165]


    	

       Tilmann/Plassmann, Unified Patent Protection in Europe (2018), Art. 83 UPCA, margin nos. 90.


    


  


  

    	[←166]


    	

       This view is endorsed by the Preparatory Committee, Interpretative Note of January 29, 2014, https://web.archive.org/web/20220520065754/https://www.unified-patent-court.org/news/interpretative-note-%E2%80%93-consequences-application-article-83-upca; see further on this topic L. Tochtermann, Law to be applied to a European Patent after an opt-out according to Art. 83(3) UPCA, GRUR 2018, 337, 339 et seq.


    


  


  

    	[←167]


    	

       B. Schröer, Einheitspatentgericht – Überlegungen zum Forum-Shopping im Rahmen der alternativen Zuständigkeit nach Art. 83 Abs. 1 EPGÜ, GRUR Int. 2013, 1102.


    


  


  

    	[←168]


    	

       As it is the expectation of the German legislator, cf. the materials for the reform of the Act on International Patent Treaties (BT-Drs. 18/8827).


    


  


  

    	[←169]


    	

       I.e. the court may reason that both application of the UPCA and the national law may come to the same result and thus avoid a decision.


    


  


  

    	[←170]


    	

       A good example where such a situation might arise is in respect to an activity that would be exempted from infringement when applying the broader scope of the so-called Bolar exemption in Sec. 11 No. 2b of the German Patent Act, but not when applying the narrower Art. 27(d) UPCA.


    


  


  

    	[←171]


    	

       Art. 83(2) UPCA. 


    


  


  

    	[←172]


    	

       Art. 83(3) UPCA.


    


  


  

    	[←173]


    	

       Art. 83(3) UPCA.


    


  


  

    	[←174]


    	

       See https://secure.unified-patent-court.org/ [log-in data required].


    


  


  

    	[←175]


    	

       Rule 5(1) to (3) RoP.


    


  


  

    	[←176]


    	

       Art. 83(3) UPCA in connection with Rule 5(6) RoP.


    


  


  

    	[←177]


    	

       Rule 5(1) lit. a RoP. This clause contains no reference to the rebuttable presumption on the accuracy of the register content foreseen in Rule 8(5) lit. c RoP.


    


  


  

    	[←178]


    	

       Rule 5(1) lit. a and (3) lit. a RoP.


    


  


  

    	[←179]


    	

       Rule 5(3) lit. e RoP.


    


  


  

    	[←180]


    	

       Rule 5(1) lit. b RoP. 


    


  


  

    	[←181]


    	

       As this would have “implie[d] that the UPC solely has jurisdiction over UPCA Contracting Member States, which is not the case.”


    


  


  

    	[←182]


    	

       → PART C II. 6.


    


  


  

    	[←183]


    	

       This follows from Rule 5(4) and Rule 8(1) RoP according to which the strict requirement of representation by qualified UPC representatives shall not apply to opting out from the UPC.


    


  


  

    	[←184]


    	

       Art. 83(3) UPCA.


    


  


  

    	[←185]


    	

       Rule 5(1) lit. b RoP.


    


  


  

    	[←186]


    	

       Rule 260 RoP.


    


  


  

    	[←187]


    	

       Rules 16(1) and 47 RoP.


    


  


  

    	[←188]


    	

       Rules 19(1) lit. a and 47 RoP.


    


  


  

    	[←189]


    	

       As set forth in the Brussel Ia Regulation (EU) 1215/2012 and, in the case that the defendant is not domiciled in an EU Member State, the respective national laws.


    


  


  

    	[←190]


    	

       Cf. Art. II Sec. 8(1) German Act on International Patent Treaties as amended by the law of August 20, 2021. BGBl. 2021 I Nr. 59. 3914; Art. L. 614-13 French Intellectual Property Code; → PART C I. 7.


    


  


  

    	[←191]


    	

       Art. 83(4) UPCA.


    


  


  

    	[←192]


    	

       Cf. Rule 5(10) UPCA.


    


  


  

    	[←193]


    	

       Art. 83(4) UPCA in connection with Rule 5(8) RoP.


    


  


  

    	[←194]


    	

       The wording of Art. 34 UPCA, according to which decision of the UPC “in the case of a European patent” shall have effect for the territory of the UPC Member States, contains no reference to SPCs. While SPCs are national intellectual rights, we nevertheless expect that SPCs are subject to central enforcement since the opt-out regime would make little sense otherwise.


    


  


  

    	[←195]


    	

       Rule 5(6) RoP. The same applies to withdrawing an opt-out if an action before a national court is filed before the withdrawal is registered, Rule 5(8) RoP.


    


  


  

    	[←196]


    	

       Rule 5(12) RoP. Earlier drafts of the RoP stated/outlined that, during the sunrise period, applications for an opt-out should be submitted to the EPO.


    


  


  

    	[←197]


    	

       Art. 34 UPCA.


    


  


  

    	[←198]


    	

       Von Falck and Dorn in: Tilmann/Plassmann, Unified Patent Protection in Europe (2018), Art. 34 UPCA recital 58 et seqq.


    


  


  

    	[←199]


    	

       Art. 28 UPCA.


    


  


  

    	[←200]


    	

       But not in case of a revocation action, Art. 24(4) Brussels Ia Regulation.


    


  


  

    	[←201]


    	

       Tilmann and Grabinski in: Tilmann/Plassmann, Unified Patent Protection in Europe (2018), Art. 31 UPCA recital 20.


    


  


  

    	[←202]


    	

       In addition to the lis pendens rules it covers matters such as jurisdiction, mutual recognition and enforcement of judgments.


    


  


  

    	[←203]


    	

       Art. 267 TFEU.


    


  


  

    	[←204]


    	

       Art. 21 UPCA.


    


  


  

    	[←205]


    	

       ECJ, decision of December 8, 1987, 144/86 – Gubisch; ECJ, decision of December 6, 1994, - C-406/92 – Tatry.


    


  


  

    	[←206]


    	

       Art. 1 UPCA, but also Art. 31 UPCA.


    


  


  

    	[←207]


    	

       Art. 71c Brussels Ia Reg.


    


  


  

    	[←208]


    	

       Art. 71c(1) Brussels Ia Reg.


    


  


  

    	[←209]


    	

       Art. 29(1) and (3) Brussels Ia Reg.


    


  


  

    	[←210]


    	

       ECJ, decision of December 8, 1987, 144/86 – Gubisch; ECJ, decision of December 6, 1994, - C-406/92 – Tatry.


    


  


  

    	[←211]


    	

       ECJ, decision of July 13, 2006, C-539/03 – Roche Nederland; BGH I ZR 211/08.


    


  


  

    	[←212]


    	

       Art. 31(2) Brussels Ia Reg.


    


  


  

    	[←213]


    	

       ECJ, decision of April 3, 2014, C-438/12 – Weber.


    


  


  

    	[←214]


    	

       Art. 30(1) Brussels Ia Reg.


    


  


  

    	[←215]


    	

       Art. 30(3) Brussels Ia Reg.


    


  


  

    	[←216]


    	

       Art. 35 Brussels Ia Reg.


    


  


  

    	[←217]


    	

       Art. 71c(2) Brussels Ia Reg.


    


  


  

    	[←218]


    	

       This might be possible under Rule 295(l) RoP.


    


  


  

    	[←219]


    	

       Art. 67(1) Lugano Convention.


    


  


  

    	[←220]


    	

       Arts. 27 et seq. Lugano Convention.


    


  


  

    	[←221]


    	

       Arts. 33 and 34 Brussels Ia Reg.


    


  


  

    	[←222]


    	

       Proceedings pursuant to Arts. 105a(1) et seq. EPC (revocation and limitation) or Arts. 99 et seq. EPC (opposition). 


    


  


  

    	[←223]


    	

       Art. 33(10) UPCA, Rule 295(a) RoP.


    


  


  

    	[←224]


    	

       Rule 295(b) RoP.


    


  


  

    	[←225]


    	

       Tillmann in Tillmann et al., Unified Patent Protection in Europe (2018), Art. 33 UPCA, margin nos. 8 et seq.


    


  


  

    	[←226]


    	

       Art. 33(2), para. 1 UPCA.


    


  


  

    	[←227]


    	

       Art. 33(2), para. 3 UPCA.


    


  


  

    	[←228]


    	

       Art. 33(4) UPCA.


    


  


  

    	[←229]


    	

       Art. 33(5) UPCA.


    


  


  

    	[←230]


    	

       Rule 75(3) RoP.


    


  


  

    	[←231]


    	

       Art. 33(3) UPCA.


    


  


  

    	[←232]


    	

       Rule 118(2)(b) RoP.


    


  


  

    	[←233]


    	

       Art. 33(4) UPCA.


    


  


  

    	[←234]


    	

       Art. 33(6) UPCA.


    


  


  

    	[←235]


    	

       Rule 340 RoP.


    


  


  

    	[←236]


    	

       Nieder, Zulassung nationaler Torpedos durch Artikel 83 EPGÜ?, Mitteilungen der deutschen Patentanwälte 2015, 97 et seq., section 2.


    


  


  

    	[←237]


    	

       Cf. Fn. 213.


    


  


  

    	[←238]


    	

       Nieder 2015, section 6.


    


  


  

    	[←239]


    	

       Art. 6(1) UPCA.


    


  


  

    	[←240]


    	

       Art. 4(2) UPCA.


    


  


  

    	[←241]


    	

       Art. 13(1) Statute. The President of the Court of Appeals may be re-elected twice.


    


  


  

    	[←242]


    	

       Art. 7(1) UPCA.


    


  


  

    	[←243]


    	

       Art. 7(2) UPCA.


    


  


  

    	[←244]


    	

       Art. 7(2), Annex II UPCA.


    


  


  

    	[←245]


    	

       Art. 7(4) UPCA.


    


  


  

    	[←246]


    	

       Art. 7(4) UPCA.


    


  


  

    	[←247]


    	

       Art. 7(5) UPCA.


    


  


  

    	[←248]


    	

       Grabinski, Der Entwurf der Verfahrensordnung für das Einheitliche Patentgericht im Überblick, GRUR Int. 2013, 310 (314 et seq.).


    


  


  

    	[←249]


    	

       Art. 9(5) UPCA.


    


  


  

    	[←250]


    	

       Art. 15 Statute.


    


  


  

    	[←251]


    	

       Art. 14(1) Statute. The President of the Court of First Instance may be re-elected twice.


    


  


  

    	[←252]


    	

       Art. 10 UPCA.


    


  


  

    	[←253]


    	

       Art. 16(1) Statute.


    


  


  

    	[←254]


    	

       Art. 23(2)(a) Statute. Art. 23 Statute also names the other duties of the Registrar.


    


  


  

    	[←255]


    	

       Art. 12 UPCA.


    


  


  

    	[←256]


    	

       Art. 13 UPCA.


    


  


  

    	[←257]


    	

       Art. 14 UPCA.


    


  


  

    	[←258]


    	

       Art. 19 UPCA.


    


  


  

    	[←259]


    	

       Art. 35 UPCA.


    


  


  

    	[←260]


    	

       Art. 15(1) UPCA. According to Art. 2(3) Statute, this experience in the field of patent litigation may also be acquired at the training facility in Budapest.


    


  


  

    	[←261]


    	

       Art. 15(2) UPCA.


    


  


  

    	[←262]


    	

       Art. 15(3) UPCA.


    


  


  

    	[←263]


    	

       Art. 2(1) Statute.


    


  


  

    	[←264]


    	

       Art. 2(2) Statute.


    


  


  

    	[←265]


    	

       Art. 4(1) Statute.


    


  


  

    	[←266]


    	

       Art. 16(1)(2) UPCA.


    


  


  

    	[←267]


    	

       Art. 17(3) UPCA.


    


  


  

    	[←268]


    	

       Art. 17(4) UPCA.


    


  


  

    	[←269]


    	

       Art. 7(2)(a) and (b) Statute.


    


  


  

    	[←270]


    	

       Art. 16(2) UPCA.


    


  


  

    	[←271]


    	

       Art. 3(5) Statute.


    


  


  

    	[←272]


    	

       Art. 3(6) Statute.


    


  


  

    	[←273]


    	

       Rule 345(1) and (8) RoP.


    


  


  

    	[←274]


    	

       Art. 19(3) Statute; Rule 345(5) UPCA.


    


  


  

    	[←275]


    	

       Art. 18(3) UPCA.


    


  


  

    	[←276]


    	

       Art. 18(2) UPCA.


    


  


  

    	[←277]


    	

       Art. 18(2) (3) UPCA.


    


  


  

    	[←278]


    	

       Art. 9(1) UPCA.


    


  


  

    	[←279]


    	

       Art. 18(3) UPCA. According to Art. 9(3) UPCA the technically qualified judges of the Court of Appeal are assigned to the panel by the President of the Court of Appeal from the Pool of Judges.


    


  


  

    	[←280]


    	

       Art. 8(2) (3) UPCA.


    


  


  

    	[←281]


    	

       Art. 8(1); Art. 9(1) UPCA.


    


  


  

    	[←282]


    	

       Art. 8(8) and Art. 9(3) UPCA.


    


  


  

    	[←283]


    	

       Rule 345(3) RoP.


    


  


  

    	[←284]


    	

       Rule 345(8) RoP.


    


  


  

    	[←285]


    	

       Art. 8(1) (5) UPCA.


    


  


  

    	[←286]


    	

       Art. 8(7) UPCA; Rule 345(6) RoP.


    


  


  

    	[←287]


    	

       During three years prior or subsequent to the entry into force of the UPCA, Art. 8(2) UPCA.


    


  


  

    	[←288]


    	

       Art. 8(2) (3) UPCA.


    


  


  

    	[←289]


    	

       Art. 8(2) (3) UPCA.


    


  


  

    	[←290]


    	

       Art. 8(4) UPCA.


    


  


  

    	[←291]


    	

       Art. 8(5) UPCA.


    


  


  

    	[←292]


    	

       Art. 8(6), Art. 32(1)(i) UPCA.


    


  


  

    	[←293]


    	

       Art. 8(6) UPCA.


    


  


  

    	[←294]


    	

       Art. 9(1) UPCA.


    


  


  

    	[←295]


    	

       Art. 9(1) UPCA


    


  


  

    	[←296]


    	

       Art. 9(3) UPCA.


    


  


  

    	[←297]


    	

       Art. 21(2) Statute. Art. 13 (3) and Art. 35(3) Statute contain further provisions regarding the Court of Appeal sitting as a full Court.


    


  


  

    	[←298]


    	

       Arts. 1, 21 UPCA.


    


  


  

    	[←299]


    	

       Art. 32 UPCA.


    


  


  

    	[←300]


    	

       Art. 83(1) UPCA.


    


  


  

    	[←301]


    	

       Art. 83(3) UPCA.


    


  


  

    	[←302]


    	

       Art. 32(1)(a) UPCA.


    


  


  

    	[←303]


    	

       Art. 32(1)(c) UPCA.


    


  


  

    	[←304]


    	

       Art. 32(1)(f) UPCA.


    


  


  

    	[←305]


    	

       Art. 32(1)(g) UPCA.


    


  


  

    	[←306]


    	

       Art. 33(1)(a) UPCA.


    


  


  

    	[←307]


    	

       Art. 33(1)(b) UPCA.


    


  


  

    	[←308]


    	

       Art. 33(1)(a) UPCA.


    


  


  

    	[←309]


    	

       Art. 33(1)(b) UPCA.


    


  


  

    	[←310]


    	

       Art. 33(1)(b) UPCA.


    


  


  

    	[←311]


    	

       Art. 33(1)(b) UPCA.


    


  


  

    	[←312]


    	

       Art. 33(2) UPCA.


    


  


  

    	[←313]


    	

       Art. 32(1)(a) UPCA.


    


  


  

    	[←314]


    	

       Art. 32(1)(c) UPCA.


    


  


  

    	[←315]


    	

       Art. 32(1)(f) UPCA.


    


  


  

    	[←316]


    	

       Art. 32(1)(g) UPCA.


    


  


  

    	[←317]


    	

       Art. 33(2), para. 2 UPCA.


    


  


  

    	[←318]


    	

        Some of these have not yet ratified the UPCA as of the time of writing.


    


  


  

    	[←319]


    	

       Art. 33(2) UPCA.


    


  


  

    	[←320]


    	

       Art. 33(4), sentence 1, UPCA.


    


  


  

    	[←321]


    	

       Art. 33(4), sentence 2, UPCA.


    


  


  

    	[←322]


    	

       Art. 33(6) UPCA.


    


  


  

    	[←323]


    	

       Rule 76(3) RoP.


    


  


  

    	[←324]


    	

       Art. 32(1)(e) UPCA.


    


  


  

    	[←325]


    	

       Art. 33(3) UPCA.


    


  


  

    	[←326]


    	

       Art. 33(3)(a) UPCA.


    


  


  

    	[←327]


    	

       Art. 33(3)(a) UPCA and Rule 37(3) RoP.


    


  


  

    	[←328]


    	

       Art. 33(3)(b) UPCA.


    


  


  

    	[←329]


    	

       Rule 37(4) RoP.


    


  


  

    	[←330]


    	

       Art. 33(3)(c) UPCA.


    


  


  

    	[←331]


    	

       Art. 32(1)(d) UPCA.


    


  


  

    	[←332]


    	

       Art. 33(4), sentence 1, UPCA.


    


  


  

    	[←333]


    	

       Art. 33(4), sentence 2, UPCA.


    


  


  

    	[←334]


    	

       Art. 33(5), Art. 33(1)(a) UPCA.


    


  


  

    	[←335]


    	

       Art. 33(5), Art. 33(1)(b) UPCA.


    


  


  

    	[←336]


    	

       Art. 33(5) UPCA.


    


  


  

    	[←337]


    	

       Art. 33(5), sentence 2, Art. 33(3)(a) UPCA.


    


  


  

    	[←338]


    	

       Art. 33(5), sentence 2, Art. 33(3)(b) UPCA.


    


  


  

    	[←339]


    	

       Art. 33(5), sentence 2, Art. 33(3)(c) UPCA.


    


  


  

    	[←340]


    	

       Art. 32(1)(h) UPCA.


    


  


  

    	[←341]


    	

       Art. 33(1), para. 4, Art. 33(1)(b) UPCA.


    


  


  

    	[←342]


    	

       Art. 32(1)(i) UPCA.


    


  


  

    	[←343]


    	

       A dependence of the applicable law on the deciding court would of course not be unprecedented; this situation can occur where, for example, courts from different countries with different conflict of law rules have jurisdiction over a case. 


    


  


  

    	[←344]


    	

       This position is supported by, e.g. the Preparatory Committee; Tillmann, Mitt. 2014, 58, 60; Unified Patent Protection in Europe (2018), Art. 83, margin nos. 15 et seq., 38; Nieder GRUR Int. 2014, 627.


    


  


  

    	[←345]


    	

       This position is supported by, e.g., Bopp, Handbuch Europäischer Patentprozess, § 9, margin no. 16; Walz, GRUR Int. 2016, 513, 515.


    


  


  

    	[←346]


    	

       Sec. 11(2)(b) German Patent Act (PatG).


    


  


  

    	[←347]


    	

       Art. 27(d) UPCA.


    


  


  

    	[←348]


    	

       Since the UPCA is incorporated into the UPC Member States’ national laws upon ratification, there are two layers of national law; unless indicated or implied otherwise, the term “national law” in this context refers to the pre-existing national law without the UPCA.


    


  


  

    	[←349]


    	

       Art. 24(1) UPCA.


    


  


  

    	[←350]


    	

       → PART C II. 6.2.5.2.


    


  


  

    	[←351]


    	

       Art. 28 UPCA.


    


  


  

    	[←352]


    	

       Art. 24(2) UPCA.


    


  


  

    	[←353]


    	

       Art. 8(1) Rome II Regulation.


    


  


  

    	[←354]


    	

       Art. 8(2) Rome II Regulation; there are, so far, four such rights: EU trademarks (Regulation 1001/2017), Community designs (Regulation 6/2002), Community plant variety rights (Regulation 2100/1994) and geographical indications and designations of origin (Regulation 1151/2012).


    


  


  

    	[←355]


    	

       With respect to a (unitary) Community Design Right, the CJEU decided that where the alleged infringer has committed infringing acts in various EU Member States, the court should make an overall assessment of the defendant’s alleged acts in order to determine the place of infringement (C-24/16 and 25/16, margin no. 109).


    


  


  

    	[←356]


    	

       Ibid., margin no. 108.


    


  


  

    	[←357]


    	

       Or the joint applicant first indicated in the order of entry.


    


  


  

    	[←358]


    	

       Being the state where the European Patent Organisation has its headquarters; Art. 7 EP-UE Regulation.


    


  


  

    	[←359]


    	

       Art. 4(1) of the Rome I Regulation stipulates the applicable law for a number of types of contracts, however not for license agreements. As a result, Art. 4(2) applies, according to which the contract is governed by the law of the country (i) where the party effecting the characteristic performance has his residence or (ii) with which the contract is manifestly more closely connected or else with which the contract is most closely connected.


    


  


  

    	[←360]


    	

       CJEU, opinion 1/09, item 89.


    


  


  

    	[←361]


    	

       Art. 5(3) EP-UE Reg.


    


  


  

    	[←362]


    	

       Haedicke, GRUR Int. 2013, 609.


    


  


  

    	[←363]


    	

       Rule 8(1) (2) RoP.


    


  


  

    	[←364]


    	

       Art. 48(1) UPCA.


    


  


  

    	[←365]


    	

       Art. 48(1) UPCA, Art. 1(2)(a) Directive 98/5/EC.


    


  


  

    	[←366]


    	

       Art. 48(1) UPCA, Rule 286(1) RoP.


    


  


  

    	[←367]


    	

       Art. 48(2) UPCA.


    


  


  

    	[←368]


    	

       Rules on the European Patent Litigation Certificate and other Appropriate Qualifications Pursuant to Art. 48(2) of the Agreement on a Unified Patent Court (Litigation Certificate).


    


  


  

    	[←369]


    	

       Rule 4 Litigation Certificate.


    


  


  

    	[←370]


    	

       Art. 48(3) UPCA.


    


  


  

    	[←371]


    	

       Art. 48(4) UPCA.


    


  


  

    	[←372]


    	

       In Germany, for instance, Sections 18-20 of the Courts Constitution Act contain privileges and immunities for members of local diplomatic missions established in Germany, the members of their families and their private servants, the members of local consular posts including the honorary consular officers, and representatives of other states and persons accompanying them who are staying in Germany at the official invitation of the Federal Republic of Germany, with reference to the Vienna Convention on Diplomatic Relations of April 18, 1961, and to the Vienna Convention on Consular Relations of April 24, 1963.


    


  


  

    	[←373]


    	

       See, for instance, the UN General Assembly Resolution 22 C (I) of February 13, 1946 for the UN; the Protocol on the Privileges and Immunities of the EEC of 1957; Protocol (No 7) on the privileges and immunities of the European Union, referred to in the following as “Protocol 7”, which, pursuant to Art. 144 of the European Union trade mark regulation, also applies to the European Union Intellectual Property Office (“EUIPO”) and its staff; and the Protocol on Privileges and Immunities as an annex to, and an integral part of, the European Patent Convention of 1973, the latter being referred to as “EPO-PPI”.


    


  


  

    	[←374]


    	

       Available for download at https://www.unified-patent-court.org/sites/default/files/upc_documents/02-en-formatted.pdf.


    


  


  

    	[←375]


    	

       Art. 17 PPI.


    


  


  

    	[←376]


    	

       Art. 18 PPI.


    


  


  

    	[←377]


    	

       See https://www.consilium.europa.eu/en/documents-publications/treaties-agreements/agreement/?id=2016047.


    


  


  

    	[←378]


    	

       The United Kingdom having withdrawn as of July 20, 2020.


    


  


  

    	[←379]


    	

       Art. 1 l) PPI also contains a definition of “Family” as meaning, with respect to any person, the spouse and dependent members of the immediate family of such person forming part of such person’s household, as recognized by the hosting Contracting Member State [sic: State Party]. However, the PPI contains no clause relating to the “Family”. On the face of it, therefore, the privileges and immunities do not extend to the spouses and dependent members of the immediate family of any such person. 


    


  


  

    	[←380]


    	

       Benkard/Schäfers, EPC, 2nd edition, Art. 8, margin no. 9.


    


  


  

    	[←381]


    	

       Art. 5(1) PPI.


    


  


  

    	[←382]


    	

       Art. 5(1)(a) PPI.


    


  


  

    	[←383]


    	

       Art. 5(1)(b) PPI refers to “persons others than the judges, the registrar or the staff of the court”.


    


  


  

    	[←384]


    	

       Art. 5(1)(c) PPI.


    


  


  

    	[←385]


    	

       Art. 5(1)(d) PPI.


    


  


  

    	[←386]


    	

       Art. 5(2) PPI.


    


  


  

    	[←387]


    	

       Art. 5(3) PPI.


    


  


  

    	[←388]


    	

       The International Labour Organization lists 962 judgments involving the EPO; runner-up in terms of the number of decisions is the World Health Organization with 531. See https://www.ilo.org/dyn/triblex/
triblexmain.byOrg. Amongst the decisions involving the EPO and access to justice, there are Liaci v. EPO, ILOAT judgment no. 1964 of July 12, 2000, and Klausecker v EPO, ILOAT judgment no. 2657 of July 11, 2007, as cited in Reinisch, A (Ed), 2016, IV., A., C., e) “The Impact of Access to Justice on the Immunity of International Organizations”, margin no. 31. See also the decision of the Fifth Section of the European Court of Human Rights on application number 415/07 “Roland Klausecker against Germany”, available at https://hudoc.echr.coe.int/eng#{"itemid":["001-151029"]}.


    


  


  

    	[←389]


    	

       For both, see Art. 16 PPI.


    


  


  

    	[←390]


    	

       Art. 2(i) UPCA: "Statute" means the Statute of the Court as set out in Annex I, which shall be an integral part of this Agreement.


    


  


  

    	[←391]


    	

       Art. 8(2) Statute.


    


  


  

    	[←392]


    	

       It may be for this reason that Art. 12 PPI establishes, for the representatives of the State Party, the judges, the registrar and the staff, the duty to respect the laws and regulations of the State Party in whose territory they may operate in their official capacity.


    


  


  

    	[←393]


    	

       Art. 11 PPI.


    


  


  

    	[←394]


    	

       Art. 12(1) PPI.


    


  


  

    	[←395]


    	

       Art. 13(1) PPI.


    


  


  

    	[←396]


    	

       Art. 14(a) PPI.


    


  


  

    	[←397]


    	

       Art 15 PPI.


    


  


  

    	[←398]


    	

       Art. 16(2) PPI.


    


  


  

    	[←399]


    	

       Art. 49(1) UPCA.


    


  


  

    	[←400]


    	

       Art. 49(2) UPCA.


    


  


  

    	[←401]


    	

       Art. 46 UPCA.


    


  


  

    	[←402]


    	

       Art. 47(2) UPCA.


    


  


  

    	[←403]


    	

       Art. 47(3) UPCA.


    


  


  

    	[←404]


    	

       See Convention for the European Patent for the Common Market (Community Patent Convention), Resolution on the Adjustment of National Patent Law, IIC 1976, 48.


    


  


  

    	[←405]


    	

       FCJ, decision of July 17, 2012, IIC 2013, 351- Pallet Container II.


    


  


  

    	[←406]


    	

       FCJ, decision of December 5, 2006; GRUR 2007, 221 – Simvastatin.


    


  


  

    	[←407]


    	

       Gerber v Lectra in the UK Patent Court ([1995] R.P.C. 383).


    


  


  

    	[←408]


    	

       FCJ, decision of February 26, 2002; GRUR 2002, 599 – Radio Clock II.


    


  


  

    	[←409]


    	

       HRC Dusseldorf, decision of December 10, 2009, InstGE 11, 203 - Prepaid Card Case.


    


  


  

    	[←410]


    	

       These exemptions originate from Art. 5ter Paris Convention and the International Civil Aviation Convention.


    


  


  

    	[←411]


    	

       Art. 28 UPCA.


    


  


  

    	[←412]


    	

       The European Economic Area (EEA) comprises the EU Member States and Iceland, Norway and Liechtenstein.


    


  


  

    	[←413]


    	

       ECJ, decision of November 30, 2004, C-16/03 – Peak Holding; decision of November 20, 2001, C-414/99 through C-416-99 – Davidoff; and decision of June 3, 2010, C-127/09 – Coty Prestige.


    


  


  

    	[←414]


    	

       ECJ, decision of April 23, 2009, C-59/08 – COPAD.


    


  


  

    	[←415]


    	

       Press Releases of December 21, 2021, IP/12/1448 and Press Release of May 6, 2013, IP/13/406.


    


  


  

    	[←416]


    	

       ECJ, decision of July 16, 2015, C-170/13 – Huawei vs. ZTE.


    


  


  

    	[←417]


    	

       To provide some examples: FCJ, decision of May 5, 2020, KZR 36/17 – Sisvel vs. Haier; RC Mannheim, decision of August 18, 2020, 2 O 34/19 – Nokia vs. Daimler; UK Supreme Court, case ID UKSC 2018/2014 - Unwired Planet vs. Huawei; UKSC, case IDs UKSC 2019/0041 – Conversant vs. ZTE and Huawei; UKSC 2019/0042; Court of Appeal of The Hague, decision of May 7, 2019, Case C/09/512839 /HA ZA 16-712 – Philips v. Asus; decision of July 2, 2019, Case C/09/511922/HA ZA 16-623 – Philips v. Wiko.


    


  


  

    	[←418]


    	

       RC Düsseldorf, see decision of November 26, 2020, 4c O 17/19 – Nokia vs. Daimler.


    


  


  

    	[←419]


    	

       ECJ, decision of April 6, 1995, C-241/91 P and C 242/91 P – Magill; and CJEU decision of April 29, 2004, C-418/01 – IMS Health.


    


  


  

    	[←420]


    	

       ECJ, decision of April 6, 1995, C-241/91 P and C 242/91 P – Magill; and CJEU decision of April 29, 2004, C-418/01 – IMS Health.


    


  


  

    	[←421]


    	

       FCJ, decision of July 11, 1995, X ZR 99/92 – Clinical Trials I; decision of April 17, 1997, X ZR 68/94 – Clinical Trials II.


    


  


  

    	[←422]


    	

       The Dutch Supreme Court, however, emphasized that research must be scientific by nature to be exempted, thereby potentially excluding large-scale clinical trials (Supreme Court, decision of December 18, 1992, BIE 1993/81 – ICI/Medicopharma; [1995] NJ 1995/103 – Boehringer v. Kirin Amgen); the UK in 2014 reformed the research (and the Bolar) exemption and, upon stakeholders lobbying for the German model, broadened its exemption to cover regulatory trials such as large-scale clinical trials.


    


  


  

    	[←423]


    	

       Art. 30 TRIPS: “Members may provide limited exceptions to the exclusive rights conferred by a patent, provided that such exceptions do not unreasonably conflict with a normal exploitation of the patent and do not unreasonably prejudice the legitimate interests of the patent owner, taking account of the legitimate interests of third parties.”.


    


  


  

    	[←424]


    	

       RC Dusseldorf, decision of July 26, 2012, 4a O 282/10.


    


  


  

    	[←425]


    	

       Appeal Court of Gdansk, decision of June 26, 2012, I Aca 320/12).


    


  


  

    	[←426]


    	

       Polish Supreme Court, decision of October 23, 2013, IV CSK 92/13.


    


  


  

    	[←427]


    	

       HRC Dusseldorf, decision of December 5, 2013, I-2 U 68/12.


    


  


  

    	[←428]


    	

       Making the most of the EU’s innovative potential – An intellectual property action plan to support the EU’s recovery and resilience COM(2020) 760 final.


    


  


  

    	[←429]


    	

       Directive 2009/24/EC of April 23, 209 on the legal protection of computer programs.


    


  


  

    	[←430]


    	

       Art. 8 Computer Programs Directive.


    


  


  

    	[←431]


    	

       Art. 5(1) Computer Programs Directive.


    


  


  

    	[←432]


    	

       Art. 5(2) Computer Programs Directive.


    


  


  

    	[←433]


    	

       Art. 6(1)(a) Computer Programs Directive.


    


  


  

    	[←434]


    	

       Art. 72 UPCA.


    


  


  

    	[←435]


    	

       Rule 11(1) RoP.


    


  


  

    	[←436]


    	

       → PART C II. 9.6 and → PART C II. 10.


    


  


  

    	[←437]


    	

       → PART C II. 9.5.


    


  


  

    	[←438]


    	

       Art. 34 UPCA.


    


  


  

    	[←439]


    	

       Rule 118(1) RoP even makes an express reference to the UPC’s discretion under Art. 63 UPCA.


    


  


  

    	[←440]


    	

       US Supreme Court, 547 U.S. 388 (2006) - eBay Inc. v. MercExchange. A similar test along the criteria set forth in the Enforcement Directive was discussed as Rule 118(2) of the 16th version of the RoP, but later omitted due to controversies surrounding the effect of the proposed criteria, see Block, Journal of International Property Law, 56, 57 et seq.in Art. 12.


    


  


  

    	[←441]


    	

       Sec. 139(1), sentence 3, German Patent Act in the form of the Second Patent Law Modernisation Act of August 10, 2021, BGBl. I 3490.


    


  


  

    	[←442]


    	

       Tilmann/Plassmann, Unified Patent Protection in Europe (2018), Art. 63 margin no. 26; Reetz et al., GRUR Int. 2015, 210, 217; L. Tochtermann, ZEG 2019, 258, 272.


    


  


  

    	[←443]


    	

       Cf. CJEU, Judgment of July 16, 2015, C-170/13 – Huawei v. ZTE.


    


  


  

    	[←444]


    	

       Cf. Art. 56(2) UPCA, which requires the UPC in general to “take due account of the interests of the parties” when imposing measures, procedures and remedies, and the principal of proportionality vested in Art. 3(2) of the Enforcement Directive.


    


  


  

    	[←445]


    	

       Sec. 139(1), sentence 2, German Patent Act (Erstbegehungsgefahr).


    


  


  

    	[←446]


    	

       Cf. Federal Court of Justice, NJW 2010, 110 – MP3-Player-Import.


    


  


  

    	[←447]


    	

       Sec. 888(1) German Code of Civil Procedure e.g. sets a limit to administrative fines of € 25k for each violation of an injunction order, but also allows for imprisonment of the infringer where fines are no sufficient deterrent.


    


  


  

    	[←448]


    	

       Art. 62(4) UPCA and Rule 211(2) RoP.


    


  


  

    	[←449]


    	

       Rule 211(3) and (4) RoP.


    


  


  

    	[←450]


    	

       Art. 61(1) UPCA and Rule 200(1) RoP.


    


  


  

    	[←451]


    	

       Physical seizure of allegedly infringing goods can be ordered within an application to secure evidence, cf. Art. 60(1) UPCA and Rule 196(1) RoP (→ PART C II. 9.7).


    


  


  

    	[←452]


    	

       Art. 61(2) and Art. 60(5) UPCA, see also Rules 200(2) and 197 RoP.


    


  


  

    	[←453]


    	

       Art. 61(2) and Art. 60(8) UPCA, see also Rules 200(2) and 198 RoP.


    


  


  

    	[←454]


    	

       Art. 68(2) UPCA.


    


  


  

    	[←455]


    	

       Art. 68(3)(a) UPCA.


    


  


  

    	[←456]


    	

       Art. 68(3)(b) UPCA.


    


  


  

    	[←457]


    	

       For details on the respective national laws, see: http://www.epo.org/law-practice/legal- texts/html/natlaw/en/iiib/index.htm.


    


  


  

    	[←458]


    	

       Rules 125 et seq. RoP.


    


  


  

    	[←459]


    	

       Art. 53(1)(c) UPCA, see also Rules 172, 190 and 191 RoP.


    


  


  

    	[←460]


    	

       Art. 67(1)(a) UPCA.


    


  


  

    	[←461]


    	

       Art. 67(1)(b) UPCA.


    


  


  

    	[←462]


    	

       Art. 67(1)(c) UPCA


    


  


  

    	[←463]


    	

       Art. 67(2)(a) UPCA.


    


  


  

    	[←464]


    	

       Art. 67(2)(b) UPCA.


    


  


  

    	[←465]


    	

       Art. 67(2)(c) UPCA.


    


  


  

    	[←466]


    	

       Rule 141(c) RoP.


    


  


  

    	[←467]


    	

       Art. 64(4) UPCA.


    


  


  

    	[←468]


    	

       Art. 64(2)(e) UPCA.


    


  


  

    	[←469]


    	

       Art. 64(2)(c) UPCA.


    


  


  

    	[←470]


    	

       Art. 64(3) UPCA.


    


  


  

    	[←471]


    	

       Art. 64(1) and (2)(e) UPCA.


    


  


  

    	[←472]


    	

       Art. 10(1)(c) Enforcement Directive.


    


  


  

    	[←473]


    	

       Art. 64(2)(b) UPCA.


    


  


  

    	[←474]


    	

       Art. 64(2)(d) UPCA.


    


  


  

    	[←475]


    	

       Art. 64(2)(a) UPCA.


    


  


  

    	[←476]


    	

       Rule 262 RoP covers written pleadings, written evidence, as well as the UPC’s decisions and orders, whereby either party may request to have confidential information redacted.


    


  


  

    	[←477]


    	

       Art. 69 UPCA.


    


  


  

    	[←478]


    	

       Art. 69(1) UPCA and Rule 152(2) RoP.


    


  


  

    	[←479]


    	

       Art. 69(4) UPCA allows the court to set a security to protect the defendant’s claim for the reimbursement of costs, e.g. from foreign plaintiffs. The RoP so far have not provided any details in this regard for main proceedings. Nevertheless, it may be worthwhile to apply for such security to ensure that the plaintiff will reimburse legal costs.


    


  


  

    	[←480]


    	

       Art. 49(1) UPCA.


    


  


  

    	[←481]


    	

       Art. 49(2) UPCA.


    


  


  

    	[←482]


    	

       Art. 49 (3), (6) UPCA.


    


  


  

    	[←483]


    	

       Art. 49(5) UPCA.


    


  


  

    	[←484]


    	

       Art. 7(1) UPCA.


    


  


  

    	[←485]


    	

       Art. 8(1) UPCA.


    


  


  

    	[←486]


    	

       Art. 8(2) to (4) UPCA.


    


  


  

    	[←487]


    	

       Art. 8(5) UPCA, Rule 34(1) RoP.


    


  


  

    	[←488]


    	

       Art. 52 UPCA, Rule 10 RoP.


    


  


  

    	[←489]


    	

       Rules 10(e), and 150 to 157 RoP.


    


  


  

    	[←490]


    	

       Rule 11 RoP.


    


  


  

    	[←491]


    	

       Art. 44 UPCA; Rule 4(1) RoP.


    


  


  

    	[←492]


    	

       Rule 36 RoP.


    


  


  

    	[←493]


    	

       Rule 25 RoP.


    


  


  

    	[←494]


    	

       Rule 13(1) RoP.


    


  


  

    	[←495]


    	

       Rule 16(1)(1) RoP.


    


  


  

    	[←496]


    	

       Rule 17(1) RoP.


    


  


  

    	[←497]


    	

       Rule 19 RoP.


    


  


  

    	[←498]


    	

       Rule 20(1) RoP.


    


  


  

    	[←499]


    	

       Rule 21 RoP.


    


  


  

    	[←500]


    	

       Rule 23 RoP.


    


  


  

    	[←501]


    	

       Rule 24 RoP.


    


  


  

    	[←502]


    	

       Rule 25 RoP.


    


  


  

    	[←503]


    	

       Rule 29(a), (b) RoP.


    


  


  

    	[←504]


    	

       Rule 12(3) RoP.


    


  


  

    	[←505]


    	

       Rule 30 RoP.


    


  


  

    	[←506]


    	

       Rule 29 (c), (d) RoP.


    


  


  

    	[←507]


    	

       Rule 35(a) RoP.


    


  


  

    	[←508]


    	

       Rule 25 RoP.


    


  


  

    	[←509]


    	

       Rule 12(3) RoP.


    


  


  

    	[←510]


    	

       Rule 30 RoP.


    


  


  

    	[←511]


    	

       Rule 29 (d) RoP


    


  


  

    	[←512]


    	

       Rule 29(e) RoP.


    


  


  

    	[←513]


    	

       Art. 33(3) UPCA, Rule 37 RoP.


    


  


  

    	[←514]


    	

       Art. 18 UPCA.


    


  


  

    	[←515]


    	

       Rule 101 RoP.


    


  


  

    	[←516]


    	

       Rule 103 RoP.


    


  


  

    	[←517]


    	

       Rule 104 RoP.


    


  


  

    	[←518]


    	

       Rule 105 RoP.


    


  


  

    	[←519]


    	

       Rule 106 RoP.


    


  


  

    	[←520]


    	

       Rule 108 RoP.


    


  


  

    	[←521]


    	

       Rule 109 RoP.


    


  


  

    	[←522]


    	

       Rule 110 RoP.


    


  


  

    	[←523]


    	

       Art. 52(3) UPCA.


    


  


  

    	[←524]


    	

       Rule 112 RoP.


    


  


  

    	[←525]


    	

       Rule 113 RoP.


    


  


  

    	[←526]


    	

       Rule 114 RoP.


    


  


  

    	[←527]


    	

       Rule 115 RoP.


    


  


  

    	[←528]


    	

       Rule 116(3) RoP.


    


  


  

    	[←529]


    	

       Rule 117 RoP.


    


  


  

    	[←530]


    	

       Art. 78(1) UPCA.


    


  


  

    	[←531]


    	

       Art. 78(2) UPCA.


    


  


  

    	[←532]


    	

       Rules 118(6), 118(7) RoP.


    


  


  

    	[←533]


    	

       Art. 63 UPCA.


    


  


  

    	[←534]


    	

       Art. 64 UPCA.


    


  


  

    	[←535]


    	

       Art. 66(1) UPCA.


    


  


  

    	[←536]


    	

       Art. 67(1) UPCA.


    


  


  

    	[←537]


    	

       Art. 67(2) UPCA.


    


  


  

    	[←538]


    	

       Art. 80 UPCA.


    


  


  

    	[←539]


    	

       Art. 32(1)(f), 68 UPCA, Rule 118(1) RoP.


    


  


  

    	[←540]


    	

       Art. 69 UPCA, Rule 118(5) RoP.


    


  


  

    	[←541]


    	

       Rule 118,(2)(a) RoP.


    


  


  

    	[←542]


    	

       Rule 118(2) RoP.


    


  


  

    	[←543]


    	

       Rule 118(8) RoP.


    


  


  

    	[←544]


    	

       Rule 119 RoP.


    


  


  

    	[←545]


    	

       Rules 125, 126 RoP.


    


  


  

    	[←546]


    	

       Rules 131(1), 141 to 144 RoP.


    


  


  

    	[←547]


    	

       Rule 141 RoP.


    


  


  

    	[←548]


    	

       Rules 142(2), 142(3) RoP.


    


  


  

    	[←549]


    	

       Rule 144 RoP.


    


  


  

    	[←550]


    	

       Rule 136 RoP.


    


  


  

    	[←551]


    	

       Rule 131(2) RoP.


    


  


  

    	[←552]


    	

       Rule 137(2) RoP.


    


  


  

    	[←553]


    	

       Rule 138(d), (e), (f) RoP.


    


  


  

    	[←554]


    	

       Rule 139 RoP.


    


  


  

    	[←555]


    	

       Rule 140 RoP.


    


  


  

    	[←556]


    	

       Rules 150, 151 RoP.


    


  


  

    	[←557]


    	

       Rules 152 to 155 RoP.


    


  


  

    	[←558]


    	

       Rule 156(1) RoP.


    


  


  

    	[←559]


    	

       Rules 156(2), 156(3) RoP.


    


  


  

    	[←560]


    	

       Rules 157, 221 RoP.


    


  


  

    	[←561]


    	

       Art. 73(1) UPCA, Rules 220(1)(a), 224(1)(a) RoP.


    


  


  

    	[←562]


    	

       Art. 9(5) UPCA.


    


  


  

    	[←563]


    	

       Art. 9(1), 18 UPCA.


    


  


  

    	[←564]


    	

       Art. 73(3)(4) UPCA.


    


  


  

    	[←565]


    	

       Rules 235(1), 237, 238(1), 239 RoP.


    


  


  

    	[←566]


    	

       Art. 50 UPCA, Rule 227(2) RoP.


    


  


  

    	[←567]


    	

       Art. 51(2) UPCA.


    


  


  

    	[←568]


    	

       Rules 224, 225 RoP.


    


  


  

    	[←569]


    	

       Rules 228, 15(2) RoP.


    


  


  

    	[←570]


    	

       Rule 224(2)(a) RoP.


    


  


  

    	[←571]


    	

       Rule 226 RoP.


    


  


  

    	[←572]


    	

       Art. 73(4) UPCA, Rules 226, 222(2) RoP.


    


  


  

    	[←573]


    	

       Rule 229 RoP.


    


  


  

    	[←574]


    	

       Rule 231 RoP.


    


  


  

    	[←575]


    	

       Rule 233(2) RoP.


    


  


  

    	[←576]


    	

       Rule 233(2) RoP.


    


  


  

    	[←577]


    	

       Rule 234(1) RoP.


    


  


  

    	[←578]


    	

       Rules 235, 236 RoP.


    


  


  

    	[←579]


    	

       Rule 236(2) RoP.


    


  


  

    	[←580]


    	

       Rules 237, 225, 226 RoP.


    


  


  

    	[←581]


    	

       Rule 237(5) RoP.


    


  


  

    	[←582]


    	

       Rule 238(1) RoP.


    


  


  

    	[←583]


    	

       Rule 238A RoP.


    


  


  

    	[←584]


    	

       Rule 239 RoP.


    


  


  

    	[←585]


    	

       Rules 239(1), 103, 105(1) RoP.


    


  


  

    	[←586]


    	

       Rules 239, 110 RoP.


    


  


  

    	[←587]


    	

       Rule 239(2) RoP.


    


  


  

    	[←588]


    	

       Rule 240 RoP.


    


  


  

    	[←589]


    	

       Rules 240, 118(6), 118(7) RoP.


    


  


  

    	[←590]


    	

       Rule 242(1) RoP.


    


  


  

    	[←591]


    	

       Art. 75 UPCA, Rule 243 RoP.


    


  


  

    	[←592]


    	

       Art. 81 UPCA, Rule 245 RoP.


    


  


  

    	[←593]


    	

       Sec. 580 et seq. German Code of Civil Procedure.


    


  


  

    	[←594]


    	

       Rule 254(2) RoP.


    


  


  

    	[←595]


    	

       Art. 81(1)(b) UPCA, Rules 245(2)(a), 247 RoP.


    


  


  

    	[←596]


    	

       Rule 245(2)(b) RoP.


    


  


  

    	[←597]


    	

       Art. 81(2) UPCA, Rule 245(2) RoP.


    


  


  

    	[←598]


    	

       Art. 81(1) UPCA, Rule 247 RoP.


    


  


  

    	[←599]


    	

       Rule 248 RoP.


    


  


  

    	[←600]


    	

       Rules 250, 245, 15(2) RoP.


    


  


  

    	[←601]


    	

       Rule 252 RoP.


    


  


  

    	[←602]


    	

       Rule 255 RoP.


    


  


  

    	[←603]


    	

       Art. 76(2) UPCA. Parties must have had the opportunity to present their comments before the court issues an order (Arts. 76(2) and 56(2) UPCA).


    


  


  

    	[←604]


    	

       Art. 43 UPCA.


    


  


  

    	[←605]


    	

       Art. 76(2) and (3) UPCA.


    


  


  

    	[←606]


    	

       Art. 48(6) UPCA.


    


  


  

    	[←607]


    	

       Rule 171(2) RoP.


    


  


  

    	[←608]


    	

       Art. 54 UPCA, however without prejudice to Art. 24(2) and (3) UPCA.


    


  


  

    	[←609]


    	

       Rule 172(1) RoP.


    


  


  

    	[←610]


    	

       Art. 59 UPCA, Rule 190(1) RoP.


    


  


  

    	[←611]


    	

       Rule 172(2) RoP.


    


  


  

    	[←612]


    	

       Art. 60 UPCA, Rules 192 to 199 RoP.


    


  


  

    	[←613]


    	

       Art. 67 UPCA, Rule 191 RoP.


    


  


  

    	[←614]


    	

       Rules 141 to 144 RoP.


    


  


  

    	[←615]


    	

       Art. 55(1) UPCA.


    


  


  

    	[←616]


    	

       Art. 55(2) UPCA.


    


  


  

    	[←617]


    	

       Art. 55(1) UPCA.


    


  


  

    	[←618]


    	

       Art. 53 UPCA.


    


  


  

    	[←619]


    	

       Grabinski, GRUR Int. 2013, 310, 317.


    


  


  

    	[←620]


    	

       Rules 9(1) and 172(1) RoP.


    


  


  

    	[←621]


    	

       Rules 171(1) and (2) RoP.


    


  


  

    	[←622]


    	

       Rule 103 RoP.


    


  


  

    	[←623]


    	

       Rules 104(g), 112 (2)(b) RoP.


    


  


  

    	[←624]


    	

       Arts. 57(1) and 76(2) UPCA, → PART C II. 9.7.4.2.2.


    


  


  

    	[←625]


    	

       Rule 175(1) RoP.


    


  


  

    	[←626]


    	

       Rule 175(2) RoP.


    


  


  

    	[←627]


    	

       Rule 175(3) RoP.


    


  


  

    	[←628]


    	

       Rules 177(1), 176 RoP.


    


  


  

    	[←629]


    	

       Rule 178 RoP.


    


  


  

    	[←630]


    	

       Rule 178(5) RoP.


    


  


  

    	[←631]


    	

       Rule 112(3)(b)RoP.


    


  


  

    	[←632]


    	

       Rule 178(7) RoP.


    


  


  

    	[←633]


    	

       Rule 179(3) RoP.


    


  


  

    	[←634]


    	

       Rule 179(3) RoP.


    


  


  

    	[←635]


    	

       Rules 287 and 288 RoP.


    


  


  

    	[←636]


    	

       Rule 170(1)(b), (2)(e) RoP.


    


  


  

    	[←637]


    	

       Rule 104(f) RoP.


    


  


  

    	[←638]


    	

       Rule 104(g) RoP.


    


  


  

    	[←639]


    	

       Rule 181(1) RoP.


    


  


  

    	[←640]


    	

       Rule 181(2) RoP. 


    


  


  

    	[←641]


    	

       Rule 185 RoP.


    


  


  

    	[←642]


    	

       Art. 57(2) UPCA. It is unclear who is responsible for preparing the list.


    


  


  

    	[←643]


    	

       Rules 185(1) and (4) RoP.


    


  


  

    	[←644]


    	

       Rule 185(8) RoP.


    


  


  

    	[←645]


    	

       Rule 187 RoP.


    


  


  

    	[←646]


    	

       Rule 186(6) RoP.


    


  


  

    	[←647]


    	

       Rule 201(1) RoP.


    


  


  

    	[←648]


    	

       Rule 201(2) RoP. 


    


  


  

    	[←649]


    	

       Rule 201(3) RoP.


    


  


  

    	[←650]


    	

       Rule 201(5) RoP.


    


  


  

    	[←651]


    	

       Rule 201(6) RoP.


    


  


  

    	[←652]


    	

       Rule 201(7) RoP.


    


  


  

    	[←653]


    	

       Rule 201(1) RoP.


    


  


  

    	[←654]


    	

       Art. 59 UPCA, Rule 190(1) RoP.


    


  


  

    	[←655]


    	

       Art. 6 Enforcement Directive.


    


  


  

    	[←656]


    	

       Art. 59(1), last sentence, UPCA. This principle is known in common law and generally means not involving oneself in a criminal prosecution or the danger thereof.


    


  


  

    	[←657]


    	

       Art. 59(1) UPCA, Rule 190(1), last sentence, RoP.


    


  


  

    	[←658]


    	

       Rule 190(7) RoP.


    


  


  

    	[←659]


    	

       Art. 59(2) UPCA. Differing from the parallel provision in Art. 6(2) in the Enforcement Directive, the infringement need not be committed “on a commercial scale”.


    


  


  

    	[←660]


    	

       Art. 60 UPCA, Rules 192 to 199 RoP. Art. 60 UPCA is modelled on the procedure to preserve evidence in Art. 7 Enforcement Directive which has proven its worth in many European countries.


    


  


  

    	[←661]


    	

       Art. 60(2) UPCA, Rule 196(1) RoP.


    


  


  

    	[←662]


    	

       Rule 196(5) RoP.


    


  


  

    	[←663]


    	

       Art. 60(4) UPCA.


    


  


  

    	[←664]


    	

       Art. 60(8) UPCA, Rule 198(1) RoP.


    


  


  

    	[←665]


    	

       Rule 194(1)(c), (1)(d) RoP.


    


  


  

    	[←666]


    	

       Art. 60(5) UPCA.


    


  


  

    	[←667]


    	

       Rule 194(5) RoP.


    


  


  

    	[←668]


    	

       Art. 60(6) UPCA, Rule 197(2) RoP.


    


  


  

    	[←669]


    	

       Art. 60(6) UPCA, Rule 197(2) to (4) RoP.


    


  


  

    	[←670]


    	

       Rules 141 to 144, 126, 131(1)(c) and (2) RoP.


    


  


  

    	[←671]


    	

       Something is deemed to be a trade secret if it is not commonly known, bears a commercial advantage and is deliberately kept secret, see Art. 39(2) TRIPS.


    


  


  

    	[←672]


    	

       Art. 58 UPCA and Rules 190 and 262A RoP provide the general rules on the protection of confidential information. Further rights on the protection of confidential information are laid down in Arts. 55(3), 59(1) and (2), 60(1) UPCA. Rule 144(1)(a) RoP must be interpreted under consideration of Art. 58 and Rule 190 RoP.


    


  


  

    	[←673]


    	

       Art. 58 UPCA, Rule 190(1), sentence 2, 262A RoP.


    


  


  

    	[←674]


    	

       Rule 190(1), sentence 2, RoP.


    


  


  

    	[←675]


    	

       Art. 56(1) UPCA; Rules 170 to 201 RoP.


    


  


  

    	[←676]


    	

       Rule 173(1) and (2) RoP.


    


  


  

    	[←677]


    	

       Rule 173(3) RoP.


    


  


  

    	[←678]


    	

       Particularly decisions on the merits (the term “judgment” is not used in the UPCA), but also decisions confirming a settlement in accordance with Rule 365 RoP.


    


  


  

    	[←679]


    	

       This term includes case management orders but also orders to preserve evidence (Art. 60 UPCA) or provisional or protective orders (Art. 62).


    


  


  

    	[←680]


    	

       Art. 82 UPCA.


    


  


  

    	[←681]


    	

       Subject to Rule 118(8) RoP and Rule 352 RoP, see also Rule 354 RoP.


    


  


  

    	[←682]


    	

       Rule 354(1) RoP.


    


  


  

    	[←683]


    	

       Art. 74, Rule 223 RoP.


    


  


  

    	[←684]


    	

       Rule 354(2) (3) RoP.


    


  


  

    	[←685]


    	

       Cf. Kircher, § 25, margin no. 8.


    


  


  

    	[←686]


    	

       Rule 118(2) RoP; Art. 56(1) UPCA.


    


  


  

    	[←687]


    	

       Rule 118(8) RoP; note that the term “order” in this context includes the operative provisions of a decision (judgment).


    


  


  

    	[←688]


    	

       Rule 118(8) RoP.


    


  


  

    	[←689]


    	

       Art. 82(2) UPCA, Rules 118(8), 352 RoP.


    


  


  

    	[←690]


    	

       Rule 352 RoP. It is not clear where the security will have to be deposited since Rule 352 RoP merely states that the security is to be rendered “to the other party”. A deposit at a trust account, etc. should sufficiently protect the other party’s interest.


    


  


  

    	[←691]


    	

       The UPCA and the Rules of Procedure do not provide for any conditions as to the location of the bank.


    


  


  

    	[←692]


    	

       Art. 63(2) UPCA; more generally 82(1)(2) UPCA, Rule 354(4) RoP.


    


  


  

    	[←693]


    	

       Section 725 of the German Code of Civil Procedure.


    


  


  

    	[←694]


    	

       While the wording of Art. 63(2) UPCA does not explicitly require negligent or intentional behavior, such a requirement follows from the nature of the penalty as a penalizing measure: Kircher, § 25, margin no. 49.


    


  


  

    	[←695]


    	

       Art. 82(4) UPCA.


    


  


  

    	[←696]


    	

       Rule 354(4) RoP.


    


  


  

    	[←697]


    	

       Rule 354(4)(1) RoP.


    


  


  

    	[←698]


    	

       Rule 354(3)(1) RoP refers to Rule 220(2) RoP, which requires such leave for appealing orders which cannot be appealed together with a decision (in the sense of a judgment).


    


  


  

    	[←699]


    	

       Art. 64(3) UPCA.


    


  


  

    	[←700]


    	

       Rule 354(2)(1) RoP.


    


  


  

    	[←701]


    	

       For this scenario, Rule 354(2)(3) only provides that the decision shall be declared not to be enforceable any longer.


    


  


  

    	[←702]


    	

       Rule 118(2) RoP; Art. 56(1) UPCA.


    


  


  

    	[←703]


    	

       Kircher, § 25, margin no. 66, points out that Rule 118(4) refers to Rule 354(2) RoP; however, Rule 354(2) addresses not only the consequences of the revocation of a decision by the UPC during the action but also the revocation of the patent after the action is concluded. While it makes sense to understand the reference in Rule 118(4) to relate to the first scenario, it can, in theory, also be understood to relate to the second alternative, in which case no compensation would be ordered.


    


  


  

    	[←704]


    	

       Rule 206(1) RoP.


    


  


  

    	[←705]


    	

       Rule 208(3) RoP.


    


  


  

    	[←706]


    	

       Rule 208(2), (3) and (4) RoP.


    


  


  

    	[←707]


    	

       Art. 62(1) UPCA.


    


  


  

    	[←708]


    	

       Art. 62(1) UPCA.


    


  


  

    	[←709]


    	

       Art. 62(1) UPCA and Rule 211(1)(a) RoP.


    


  


  

    	[←710]


    	

       Art. 62(3) UPCA and Rule 211(1)(b) RoP.


    


  


  

    	[←711]


    	

       Art. 62(3) UPCA and Rule 211(1)(c) RoP.


    


  


  

    	[←712]


    	

       Rule 211(1)(d) RoP.


    


  


  

    	[←713]


    	

       Art. 60 UPCA.


    


  


  

    	[←714]


    	

       Art. 62(2) UPCA.


    


  


  

    	[←715]


    	

       Art. 62(2) UPCA.


    


  


  

    	[←716]


    	

       Rule 212 RoP.


    


  


  

    	[←717]


    	

       Rule 205(a) RoP


    


  


  

    	[←718]


    	

       Rule 205(b) RoP.


    


  


  

    	[←719]


    	

       Rule 206(2)(c) and (d) RoP.


    


  


  

    	[←720]


    	

       Rules 206(2)(d), 211(2) RoP.


    


  


  

    	[←721]


    	

       Rule. 211(3) RoP.


    


  


  

    	[←722]


    	

       Rule 212 RoP.


    


  


  

    	[←723]


    	

       Rules 206(3) and (4) RoP.


    


  


  

    	[←724]


    	

       Rule 209(1) RoP.


    


  


  

    	[←725]


    	

       Rule 209(3) RoP.


    


  


  

    	[←726]


    	

       Rule 209(2)(a) RoP.


    


  


  

    	[←727]


    	

       Rule 209(4) RoP.


    


  


  

    	[←728]


    	

       Rules 209(3), 210(1) RoP.


    


  


  

    	[←729]


    	

       Rule 210(2) RoP.


    


  


  

    	[←730]


    	

       Rule 210(4) RoP.


    


  


  

    	[←731]


    	

       Rule 211(1) RoP.


    


  


  

    	[←732]


    	

       Rule 211(5) RoP.


    


  


  

    	[←733]


    	

       Rule 211(5) RoP.


    


  


  

    	[←734]


    	

       Rules 212(3) and 197(3) RoP.


    


  


  

    	[←735]


    	

       Rules 212(3) and 197(4) RoP.


    


  


  

    	[←736]


    	

       Rule 220(1)(c) RoP.


    


  


  

    	[←737]


    	

       Rule 220(1)(c) RoP.


    


  


  

    	[←738]


    	

       Art. 62(5), 60(8) UPCA and Rule 213(1) RoP.


    


  


  

    	[←739]


    	

       Rule 212 RoP.


    


  


  

    	[←740]


    	

       Rule 207 RoP.


    


  


  

    	[←741]


    	

       Rule 207(7) RoP.


    


  


  

    	[←742]


    	

       Rule 207(2) RoP.


    


  


  

    	[←743]


    	

       Rule 207(2) (a) to (e) RoP.


    


  


  

    	[←744]


    	

       Rule 207(3) RoP.


    


  


  

    	[←745]


    	

       Rule 207(4) RoP, Table of Court Fees as of July 8, 2022.


    


  


  

    	[←746]


    	

       Rules 207(5)(d), (8) RoP.


    


  


  

    	[←747]


    	

       Rule 207(9) RoP, Table of Court Fees as of July 8, 2022.


    


  


  

    	[←748]


    	

       Rule 207(9) RoP.


    


  


  

    	[←749]


    	

       Art. 32(1)(b) UPCA.


    


  


  

    	[←750]


    	

       The provisions on DNIs also apply to SPCs, Art. 32(1)(b) UPCA, although SPCs are not specifically mentioned in the following.


    


  


  

    	[←751]


    	

       Rule 61(1) RoP.


    


  


  

    	[←752]


    	

       Art. 33(7) UPCA.


    


  


  

    	[←753]


    	

       Art. 33(4) UPCA.


    


  


  

    	[←754]


    	

       Art. 33(6) UPCA.


    


  


  

    	[←755]


    	

       So-called Arrow declarations in the UK can have a similar effect to a DNI but they are based on a specific invalidity defense alongside typical non-infringement arguments, see Arrow v. Merck, [2007] EWHC 1900 (Pat).


    


  


  

    	[←756]


    	

       Art. 65(1) UPCA, Rule 77 RoP.


    


  


  

    	[←757]


    	

       Due to the two-months term for the reply to the defence (Rule 51 RoP), revocation actions have a slightly longer written procedure than DNI actions.


    


  


  

    	[←758]


    	

       Art. 83(3) UPCA.


    


  


  

    	[←759]


    	

       Art. 52(1) UPCA and Rule 10 RoP.


    


  


  

    	[←760]


    	

       Rule 62 RoP.


    


  


  

    	[←761]


    	

       Rules 62(2) and 12(5) RoP.


    


  


  

    	[←762]


    	

       Rules 63(a) and 13(1)(g) RoP.


    


  


  

    	[←763]


    	

       Rule 63(e) RoP.


    


  


  

    	[←764]


    	

       Rule 63(g) RoP.


    


  


  

    	[←765]


    	

       Rules 64 and 45(1) RoP.


    


  


  

    	[←766]


    	

       Rules 64, 45(2) and 14(1) (a) and (b) RoP.


    


  


  

    	[←767]


    	

       Rules 65 and 16(1) RoP.


    


  


  

    	[←768]


    	

       Rules 65 and 16(1) RoP.


    


  


  

    	[←769]


    	

       Rules 65 and 17(1) RoP.


    


  


  

    	[←770]


    	

       Rules 76(3) and 17(1) RoP.


    


  


  

    	[←771]


    	

       Rules 70, 15(2) and 16(3) RoP.


    


  


  

    	[←772]


    	

       Rules 65 and 16(5) RoP.


    


  


  

    	[←773]


    	

       Rules 66 and 19(1) RoP.


    


  


  

    	[←774]


    	

       Rule 66 RoP, except for Rule 19(4) RoP concerning transfer of an action to the Central Division, which only applies to infringement actions.


    


  


  

    	[←775]


    	

       Rule 19(1) RoP.


    


  


  

    	[←776]


    	

       Arts. 31 and 32 UPCA.


    


  


  

    	[←777]


    	

       Art. 33 UPCA and Rule 13(1)(i) RoP.


    


  


  

    	[←778]


    	

       Rules 64, 45 and 14 RoP.


    


  


  

    	[←779]


    	

       Rule 20(1) RoP.


    


  


  

    	[←780]


    	

       Rule 20(2) RoP.


    


  


  

    	[←781]


    	

       Rule 21(1) RoP.


    


  


  

    	[←782]


    	

       Rule 21(2) RoP.


    


  


  

    	[←783]


    	

       Rule 67 RoP.


    


  


  

    	[←784]


    	

       Rule 334(a) RoP.


    


  


  

    	[←785]


    	

       Rules 68 and 24(e) RoP.


    


  


  

    	[←786]


    	

       Rules 68 and 24(f) RoP.


    


  


  

    	[←787]


    	

       Rules 68 and 24(i) RoP.


    


  


  

    	[←788]


    	

       Rules 71 and 28 RoP.


    


  


  

    	[←789]


    	

       Rule 69(1) RoP.


    


  


  

    	[←790]


    	

       Rule 69(2) RoP.


    


  


  

    	[←791]


    	

       Rules 101(1) and 103 RoP.


    


  


  

    	[←792]


    	

       Rule 101(3) RoP.


    


  


  

    	[←793]


    	

       Rule 334 RoP.


    


  


  

    	[←794]


    	

       Rule 102(1) RoP.


    


  


  

    	[←795]


    	

       Rules 102(2) and 333 RoP.


    


  


  

    	[←796]


    	

       Rule 101(1) RoP.


    


  


  

    	[←797]


    	

       Rule 28 RoP.


    


  


  

    	[←798]


    	

       Rule 105 RoP.


    


  


  

    	[←799]


    	

       Rule 106 RoP.


    


  


  

    	[←800]


    	

       Rule 104 RoP.


    


  


  

    	[←801]


    	

       Rule 110(3) RoP.


    


  


  

    	[←802]


    	

       Rule 111(b) RoP.


    


  


  

    	[←803]


    	

       Rule 28 RoP.


    


  


  

    	[←804]


    	

       Rules 110(3) and 111 RoP.


    


  


  

    	[←805]


    	

       Rule 334 RoP.


    


  


  

    	[←806]


    	

       Rule 333(1) RoP.


    


  


  

    	[←807]


    	

       Rule 112(2)(a) RoP.


    


  


  

    	[←808]


    	

       Rule 112(2)(b) and (4) RoP.


    


  


  

    	[←809]


    	

       Rule 112(5) RoP.


    


  


  

    	[←810]


    	

       Rule 115 RoP.


    


  


  

    	[←811]


    	

       Rule 115 RoP.


    


  


  

    	[←812]


    	

       Rule 113(1) RoP.


    


  


  

    	[←813]


    	

       Rule 118(6) RoP.


    


  


  

    	[←814]


    	

       Rule 118(7) RoP.


    


  


  

    	[←815]


    	

       Art. 32(1)(d) UPCA.


    


  


  

    	[←816]


    	

       Art. 32(1)(e) UPCA


    


  


  

    	[←817]


    	

       Art. 35(2) UPCA.


    


  


  

    	[←818]


    	

       Art. 33(4) UPCA.


    


  


  

    	[←819]


    	

       Art. 83(1) UPCA.


    


  


  

    	[←820]


    	

       Art. 33(7) UPCA.


    


  


  

    	[←821]


    	

       Art. 47(6) UPCA.


    


  


  

    	[←822]


    	

       Art. 33(3) UPCA.


    


  


  

    	[←823]


    	

       Art. 33(4) UPCA.


    


  


  

    	[←824]


    	

       Art. 33(3) UPCA.


    


  


  

    	[←825]


    	

       Art. 33(3)(a) and (c) UPCA.


    


  


  

    	[←826]


    	

       Art. 18(3) and Art. 33(3)(a) UPCA.


    


  


  

    	[←827]


    	

       Art. 8(5) UPCA.


    


  


  

    	[←828]


    	

       Art. 8(6) UPCA.


    


  


  

    	[←829]


    	

       Art. 33(3)(b) UPCA.


    


  


  

    	[←830]


    	

       Rule 37(4) RoP.


    


  


  

    	[←831]


    	

       Rule 25(2) RoP.


    


  


  

    	[←832]


    	

       Art. 47(5) UPCA.


    


  


  

    	[←833]


    	

       Art. 33(8) UPCA.


    


  


  

    	[←834]


    	

       Art. 33(10) UPCA.


    


  


  

    	[←835]


    	

       Art. 105 EPC.


    


  


  

    	[←836]


    	

       Art. 65(3) UPCA.


    


  


  

    	[←837]


    	

       Art. 52(1) UPCA.


    


  


  

    	[←838]


    	

       As specified in Rule 43 RoP.


    


  


  

    	[←839]


    	

       Rule 46 RoP.


    


  


  

    	[←840]


    	

       Rules 16(3) and 46 RoP


    


  


  

    	[←841]


    	

       Rule 16(4) and 16(5) RoP.


    


  


  

    	[←842]


    	

       Rules 47(1) and 17 RoP.


    


  


  

    	[←843]


    	

       Rule 49(1) RoP.


    


  


  

    	[←844]


    	

       Rule 49(2) RoP.


    


  


  

    	[←845]


    	

       Rule 27 RoP.


    


  


  

    	[←846]


    	

       Rules 32(3) and 55 RoP.


    


  


  

    	[←847]


    	

       Rule 35 RoP.


    


  


  

    	[←848]


    	

       As specified in Rules 101 to 106 RoP.


    


  


  

    	[←849]


    	

       Rule 105 RoP.


    


  


  

    	[←850]


    	

       Rule 106 RoP.


    


  


  

    	[←851]


    	

       Rule 105(2) RoP.


    


  


  

    	[←852]


    	

       Rule 110(1) RoP.


    


  


  

    	[←853]


    	

       Rule 101(3) RoP.


    


  


  

    	[←854]


    	

       As specified in Rules 111 to 119 RoP.


    


  


  

    	[←855]


    	

       Rule 110 RoP.


    


  


  

    	[←856]


    	

       Rule 113(1) RoP.


    


  


  

    	[←857]


    	

       Rule 114 RoP.


    


  


  

    	[←858]


    	

       Rule 118(7) RoP.


    


  


  

    	[←859]


    	

       As specified in Rules 25 to 37 RoP.


    


  


  

    	[←860]


    	

       Rule 29(1)(a) RoP.


    


  


  

    	[←861]


    	

       Rule 37(1) RoP.


    


  


  

    	[←862]


    	

       Rule 37(3) RoP.


    


  


  

    	[←863]


    	

       Rule 37(4) RoP.


    


  


  

    	[←864]


    	

       Rule 39(1) RoP.


    


  


  

    	[←865]


    	

       Rule 39 RoP.


    


  


  

    	[←866]


    	

       Rule 40 RoP.


    


  


  

    	[←867]


    	

       Art. 73(1) UPCA.


    


  


  

    	[←868]


    	

       Art. 74(2) UPCA.


    


  


  

    	[←869]


    	

       Art. 50(1) UPCA.


    


  


  

    	[←870]


    	

       Art. 73(4) UPCA.


    


  


  

    	[←871]


    	

       Art. 81 UPCA.


    


  


  

    	[←872]


    	

       Art. 49(6) UPCA.


    


  


  

    	[←873]


    	

       Art. 51(2) UPCA.


    


  


  

    	[←874]


    	

       Art. 52(2) UPCA.


    


  


  

    	[←875]


    	

       Art. 52(3) UPCA.


    


  


  

    	[←876]


    	

       Rule 10(e) RoP.


    


  


  

    	[←877]


    	

       Art. 69(1) and 69(2) UPCA.


    


  


  

    	[←878]


    	

       Art. 69(3) UPCA.


    


  


  

    	[←879]


    	

       Art. 71 EPC.


    


  


  

    	[←880]


    	

       Art. 72 EPC.


    


  


  

    	[←881]


    	

       Rules 22 et seq. EPC.


    


  


  

    	[←882]


    	

       Rule 22(3) EPC.


    


  


  

    	[←883]


    	

       Art. 74 EPC.


    


  


  

    	[←884]


    	

       Art. 60 EPC.


    


  


  

    	[←885]


    	

       Art. 2(2) EPC.


    


  


  

    	[←886]


    	

       The Rome I Regulation does not apply in Denmark.


    


  


  

    	[←887]


    	

       Art. 6 Rome II Regulation.


    


  


  

    	[←888]


    	

       Art. 7 and 3 et seq. of Regulation 2015/848 of May 20, 2015 on insolvency proceedings.


    


  


  

    	[←889]


    	

       Art. 60 EPC.


    


  


  

    	[←890]


    	

       Art. 60(3) EPC.


    


  


  

    	[←891]


    	

       Rule 14 EPC.


    


  


  

    	[←892]


    	

       Protocol on Jurisdiction and the Recognition of Decisions in Respect of the Right to the Grant of a European Patent.


    


  


  

    	[←893]


    	

       Dolo agit, qui petit, quod statim redditurus est.


    


  


  

    	[←894]


    	

       RC Munich, judgment of December 7, 2006, court docket: 7 O 8165/05.


    


  


  

    	[←895]


    	

       Winfried Tilmann, VPP Rundbrief 2/2013, p. 57; Nieder GRUR 2015, 936, 937.


    


  


  

    	[←896]


    	

       Publication of mention of grant in the European Patent Bulletin, Art. 4(1) and Recital 8 EP-UE Reg.


    


  


  

    	[←897]


    	

       Art. 15 EP-UE Reg.


    


  


  

    	[←898]


    	

       Art. 7 EP-UE Reg.


    


  


  

    	[←899]


    	

       Art. 7(3) EP-UE Reg. According to Art. 6(1) EPC, the headquarters of the European Patent Organisation is Munich, Germany.


    


  


  

    	[←900]


    	

       With regard to the latter somewhat complex determination, see (→ PART C I. 1.3).


    


  


  

    	[←901]


    	

       Rule 41 EPC.


    


  


  

    	[←902]


    	

       Art. 3(2), para. 2 EP-UE Reg.


    


  


  

    	[←903]


    	

       Art. 8 and recital (15) EP-UE Reg.


    


  


  

    	[←904]


    	

       Actions for compensation of licenses shall be brought before the Local/Regional Division where the defendant is domiciled (Art. 33(1), para. 4 UPCA, Art. 33(1)(b) UPCA).


    


  


  

    	[←905]


    	

       Callens/Granata, Introduction to the Unitary Patent and the Unified Patent Court, Wolters Kluwer, 2013, p. 34.


    


  


  

    	[←906]


    	

       This reduction, however, is only 15%, much lower than for example the corresponding reduction given for DE patents in such situation. 


    


  


  

    	[←907]


    	

       Art. 3(2) EP-EU Reg.


    


  


  

    	[←908]


    	

       RC Mannheim, Decision of December 10, 2010, 7 O 25/10 – Cross License.


    


  


  

    	[←909]


    	

       FCJ, Decision of July 19, 2012, GRUR 2012, 916 – M2Trade; Decision of the same day, GRUR 2012, 914 – Take Five.


    


  


  

    	[←910]


    	

       See https://web.archive.org/web/20180906185528/https://www.unified-patent-court.org/sites/
default/files/upc_mediation_rules.pdf.


    


  


  

    	[←911]


    	

       M.A. Smith et al., Arbitration of Patent Infringement and Validity Issues Worldwide, 19 HARV. J.L. & TECH. 299, 301 (2006); William H. Baker, Arbitrating Patent Infringement Disputes, 5 Convergence 90, 103–04 (2009).


    


  


  

    	[←912]


    	

       See for example IIC Case No. 6097 and the discussion by Grantham, William, Berkeley Journal of International Law, Vol. 14, 1996, p. 173 (188).


    


  


  

    	[←913]


    	

       See for example WIPO Arbitration Rules, Emergency Relief Proceedings, Art. 49; ICC Arbitration Rules, Art. 28: Conservatory and Interim Measures.


    


  


  

    	[←914]


    	

       United Nations Convention on the Recognition and Enforcement of Foreign Arbitral Awards (New York, June 10, 1958).


    


  


  

    	[←915]


    	

       See https://www.unified-patent-court.org/sites/default/files/upc_mediation_rules.pdf.


    


  


  

    	[←916]


    	

       Art. 7(1) and Art. 11(2) Mediation Rules.


    


  


  

    	[←917]


    	

       Art. 3 and 4 Mediation Rules.


    


  


  

    	[←918]


    	

       Art. 6(1)(c) Mediation Rules.


    


  


  

    	[←919]


    	

       Art. 17 Mediation Rules.


    


  


  

    	[←920]


    	

       Art. 6 and 11 Mediation Rules.


    


  


  

    	[←921]


    	

       Art. 19 Mediation Rules.


    


  


  

    	[←922]


    	

       Art. 35(2) UPCA and Art. 2 Mediation Rules.


    


  


  

    	[←923]


    	

       Cf. Rule 11(2) and Rule 365 RoP.
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